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HE right to grant monopolies to inv~ntors of new . CwP. I. . .. - . 
. manufactures has always been considered as part of Monopoly. · 

the prerogative of the Crown; Sir Edward Coke defines . . 
. 

monopolies as follows: "A monopoly is an institution' · 
or allowance by the king ; by his grant, commission, or 
otherwise; to any person or persons, bodies politic or 
corporate, of or for the sole buying, selling, making, · 

' 

' 

' 

• 

·working, or using of any thing whereby .any person or 
' . 

' 

persons, bodies politic or corporate, are sought to be • 

. restrained of any freedom or liberty that they had before, 
. ... 

·or hindered in-their lawful trade.".( a.) _ 
The grant is by " letters patent/~ that is, open letters, 

litter~ patentes : so called because they are not sealed up · . 
but e:xposed to open view, with the great seal pendent at 
the bottom; and are usually directed or a~dressed by tlie 
sovereign to all her subj~ots at large, .in this respect 
differing from · other letters of the sovereign which are 
closed up and sealed on the ou~side, and are therefore 
called· writs olose, litterre clausre. (b) · 

• 

• 

' 

I 
(a) 3 Inst. 181. (b) 2 Bl. Com. 349 (Kerr), . 
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;(du~.:I~ ';!: .. ···;,·Before the statute. of monopolies (21 Jao. I. c. 3) was , 
~:·;: :' ~ .· : . passed, it wa~ decided that a. monopo'y x.aight .be granteci : ,, . . . . . . . . -

:.>:. ''.' '' .· ~-J;o a:ny pe~so~ .who "by his own charge· and industry or · 
~··:":'>' <i . b~ hiS own wit or iilventiondothbring .any new ~e into · ... 
:_ >· : ·. · . . the· realm," (a) and in the Oloth-worlrers ·of Ipswich case, (b) 
,, •. I .- .. . . . . . ' . f.ts/ ·~ -. . it Wa.s said that "if a man hath brought in a new inventipn 
;~i., ·.·.: ' and· a new .trade within the kingdom in peril of his life and 
· ;'. · -. · . · consumption of his estate or stock, or if a. man hath made . 
: . . · a new discovery of anything, in such cases the king of 

• • 

· · · his' grace and favo~, in recompence of his costs and .· 
>. '. · travail, may 'grant by charter unto him, · that he only -
•• 

· · · . shall use such a trade or trafique for a certain time because · 
• • • • 

.• · .. ·• .. ·. ·. at first the people of the kingdom are ignorant and have 
:<,-.. ·. not the knowledge or skill to use it." · · · .. 

. . . . ' 

·:·Term of· · These principles ,were followed in the statute, whicli~ .· · 
. patents; · .after declaring monopo~es to be void, enacts that " any 
' .. - . . . . 
·, . declaration before mentioned shall not extend to 'any 
<· · letters patent, and grants of privilege, for the term of 
. . 

; , · fourteen years or under, hereafter to be made of tlie sole 
'· 

· .. · :. - . · working or Dlalcing of any manner of new manufacture, ·· 
' 

· ·.· · . within this realm to the true and first inventor and.· . ' . ' 
• ' ... , .. 

- ' . . 
... . ' ' 

• • . ' . .. ' 
• . ' ' . . ' ' . . 

" . ' ' 
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inventors of such manufactures, which others at the time 
-of making suchletters'patentand grants shalluot use, so_ . 
·that they be not contrary to law or mischievouiJ to trade, 

' . . 
- by. raising the prices of coDJmodities at home or hurt of 

• • • 

trade or generally Inconvenient." ~his statute does not 
introduce a.· new law, but is simply declaratory of the 

I . 

. common law and simply exempts patents which . were 
,I •. • 

good at common law from the penalty: which the statute · 
' 

' 

(a) Darco v. Alll'n, Noy. 182; 
Shepp. Abr, part III. tit. Prerog. 

. p; 61. ' -
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(b) GOdb. 254 •. 
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,~-- ,il1:rpoae~~~~rnmcii~paterits as'w~re tlu:ireby prohibited; (a) ... -~ c~.U.: k .: . . . . .. --- ···--
'-The object. of ~ntin~ paten~s -~ . that- the person! who Obj~<:t of _:~:_ ~-; 
. has benefited tli.e public by bnngmg, some· new _and us~ ~:':f -· .' ._· 
. fn1 _manufacture 1nto the country, may be rewarded 'for his . , · . · · .. _·. 

··· ingenuity and trouble,' and for the expense to which ]!e . · .· · - : 
• • ! ' 

.·has been put. . ,, - · · · . ,:· ·· · 
• \.r 

, A patent is not a gr'l}nt of a monopoly in the sense of 
the old _definition, but is ·a grant by the Crown to an 

· inventor, 9f the right of practising a new- an:d. useful 
··invention for a limited time. The patentee. may be 
looked upon as a purchaser from the ::.tblic; for an 

. inventor has not an exclusive property in an invention, 
' 

. he has only the right to exercise his own il!.vention freely 
for a limited period; and the consideration for which 'this . ' -

.. gt'llint is made, is the benefit to the public resulting from 
' 

the invention by the use of it; first, under the patent, ana. 
secondly, after the terrn has expired... ·On the other hand 
the patentee is not obliged to make his invention kilown, 

• • • I ' 

he· may keep it a secret ; it is therefore only r_easonable 
that if he makes it known he should receive some com-

• • 
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• 

• • 

' . . 
' • . ' ' . ' . 
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' . . ,. 

• 
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• 

pensation from the public, who are to .have the ultimate 
benefit of the invention. 

.. .. .. . 
" 

.. 
' The mode of securing such compensation to the 

• • 

patentee, adopted in this and in almost every other . . 

' 
' 

• 

' ' 

country, namely, of granting to him the sole right of 
using his invention for a limited time, seems to be the best 
that can be devised. In certain cases where the.merit 
of the 4tvention has been very great, or where the inven-. 
--~r could not be rewarded in any other way, grants of' 

' . 

• 

· public money have been made, but it is evident that this 
• 

··course could not be adopted in every case, n<Jt only fi·om . , 
• 

. • 
(a) 3 Co. Inst. c. 85, PP· 181 184. ' 
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GBAN~T OF LE1-rl!lRS PATENT. 

• 

' ' ' ' 
' 

' ' 
• 

' 

: .. C~,uo. l.. 'the expendi~e of money that would be required, but · . . ' . - .. ' 

· · · _ .• . · Blso ,from the impossibility of asoerta.inirig wh~t the · 
. .. _ · proper remuneration should be ; whereas by granting a. 

• • 

. ·. . · · monopoly, the gain made by the inventor when his in~ 

• 

' 

Utility, 
' 

• 

' . 

• 

• 

• 

•• 
' 

-

vention is known wil1 be proportionate to the amount of 
benefit which the public derive from the use of it • 

There must be a. certain amoqnt of utility in the in· 
vention, otherwise a. patent wil1 not be granted (see post, 
Ch. III.) (a) 

(a) Sea as to tb~ history of let
ters patent for inventions, Hind
march on Patents ; W cbster on 

• 

• 

the Law of Patents ; Curtis on 
Patents (America) . 

' 

• -

' • 

• 

' 
' 

• 

• 

• 

• 
I 

' 
• • 

• 

• 

' ' . 

• . . 
' 

' 

', 
• 

' 

• 

' ' • 
• 

' -' • • 

• 
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• • • • • , . 

• 
• • • • 

• . • • . • • • • • • 

• 

• • • • • • • .. • 
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• 

• 

• 

• 

CHAPTER II. 
• 

OF THE PERSONS TO WHO:rti LETTERS PATENT 

1\IAY BE GRANTED •. -

• • • 
• • • 

• ' 
• 

• 
• 

• 

HE Statute of Monopolies (21 Jac. ~· c. 3) provides CuAP. ·u. 
that letters patent may be granted to the "true and True and first 

first inventor." If the invention, for which a patent has inventor • 

been taken out, is borrowed from a previous specification, (a) 
or has been communicated by other persons in the king· 
dom,(b) or has been previously described in a book pub
lished in the kingdom,(c) even if it has riot been reduced 
into practice, (d) and is in fact practically a new discovery 

• 

to the world, (e) or if there has been any public user of a 
similar invention, (/) the patentee cannot be the " true 

• 

and first inventor." (!7) 

• 

In order that a patent may be valid the subject matter Invention 
must be that 

(a) Walton v. Potto:r, 1 Webs. 
P. R. 592; Lewis v. Marling, 4 
C. & P. 52; 10 B. & C. 27; 1 
Webs. P. R. 495. 

• 

(b) Cornish v.Keene, 1 Webs. 
P. R. 507 ; Tennant's Case, 
Dav. P. C. 29; 1 Webs. P. R. 
125, n. 

(c) Walton v. Pott~r, 1 Webs. 
P. R. 592 ; Cornish v. Keene, 1 

. Webs. P. R. 507; .ilfu11tz v. 

Foster, 2 Webs. P. R 102; J01zes 
v. Pearce, 1 Webs. P. R. 122. 

(d) Walton v. Potter, 1 Webs. 
P.R. 592. 

(e) Cornish v. Keene, 1 Webs. 
P. R. 507 ; Muntz v. Foster, 2 
Webs. P, R. 102. 

(f) Cmpenter v; Smith, 9 M. & 
W. 300; 1 Webs. P.R. 543. 

(g) See also post, Ch. ill., pub~ 
lication and user. 

• 

' 

• 

' 

• 

• 

. 
• 

. -

• 

• 

• 

• 
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• 

• • 
• • ' • 

• 
• .. ~ J • ... • . . . . . . - ~ 

· TO "'lllWrn-HOM LETI'ERS PATENT 
• • 

• • 

' 
• • • . . 

,,, .. , .. 
• • • • • l . . - . 

• • • 
• • 

" ' . . . ' . 
\ '. Cm11, IL ._,.,. ,, 

. · ...... ~ ...... -. -·,- , . 
, of }i!l.tentee 
.. ~Jdmielf. · 
• ' ' I • 

• 
• • • • . ' . • 

. " .. 
·. . ' 

• 

• . . . 

-
" 
· I£Dot, the 

Crown is de
ceived 

-

• 

. 
• 

• 

,mu.st have been invented by the patentee bimself,{a.) and · . .. . . . 

·he must have invented every part of what he claims to · 
have invented. (b) In Losh v. Hague,(c) Lord Abinger, 

' 
C. B., said: "If a man claims by his patent a number of 

• 

things, as being the inventor of them, whether they con-
sist ofimprovements or original inveii.tions, and it tm'lls 
out that some of them be not original and not improye--menta, his patent is void." 

If it can be shown that the patentee is not the inventor 
of the patented article, the crown is deceived in the aug- . 
gestion on which the patent is granted, and the patent is 

-
: therefore void. (d) 

. and the in- It is against the interests of the public aJ.so that they 
· =:k!~d. should be prevented from us~g the invention. The 
- ' · object of the grant is to reward the inventor for the 

• 

• 

• ' 

• 

' 

• 

• 

future benefit to be received by the public, and this . 
reason cannot apply to a person who has not invented the 

• 

machine, for the public are already entitled to use it. 
" A patent," said Lord Ellen borough, " is a species 

of property highly important, as it respects the interests 
of tho individual, and with him also the interests of the 
p~blic; on the one hand, persons who are really the 

.means of promoting any beneficial object should be 
protected for t~e period the law allows, and should 
have the benefit of the article so invented; and on the 
other hand, in case they are not the inventors they should 

• 

not lock up from the public for that lim1 • ..:d period of 

(a) R. v.ArAwright, Dav. P. C. 
68 ; R. v. Wheeler, 2 B. & Ald. 
349 ; Jones v. Pearce, 1 Webs. 
P.R. 124. 

(b) Tennant's Case, 1 Webs. 
P.R. 125, n. 

(c) 1 Webs. P.R. 208 . 
(d) Minterv. Wells, 1 Webs • 

• 

P. R. 129; R. v. Wheeler, 2 B: 
& .Ald. 349. 

• 
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.• . . ' · . . } ·. ' MAY. 'Brl GRA NTE])~ · · ·. , 

' 
' ' 

• 

' ' 

• 

• • • • • • 
' 

" 

' 

' ' • 
' ' ' ' ' . . . . . . 

' 

• 

' ' 

' ' 
' 

7 

' . 
..,. 

' ' . ' ' h . : " 
·' • 

" . . . . . ' . 
' ' • > 

• 

", 

• . ' . 
. . time th~t invention, which~ if they are not the inventors, . CuAP; ·II •. · · · 

. ·they h&.ve no p ... lority to, and which ought to be open .to . . · · , :. 
' > 

the public." {a) . ·. 
If several persons simultaneously discover the same s~ultaneous ·. 

thing, the one who first commnnicates it to the public .. patentee, 

under the protection of a patent becomes the legal in- 18 mventor • 
• 

venter, and is entitled to the benefit of it. (b) If a servant Invention by 

hil . th 1 t f h' te . t h' servant. w . e 1n e emp oymen o IS mas r mven s a mac me, 
the invention belongs to him and not to the master. (c) 

• 

But if an inventor employs mechanics to work out the Patentee may 

d ~n!l f hi • ti' d t hi 'd . have assist-e.,.,.us o s mven on an o can·y s 1 ea. mto execu- ance. 

tion, any thing suggested or invented by any person so 
employed and subsidiary to such idea is the invention of 
the patentee. (d) In Minter v. Wells, (e) it was suggested 
that the invention was that of a mechanic named Sutton. 
Alderson, B., said: " Minter and Sutton were together 
about the time the invention took place ; which of the 
two suggested the invention and which carried it into 
effect is a question for you to decide. If Sutton sng-

. ' 

gested the principle to Mr. Minter, then he would be the 
• 

inventor. If, on the other hand, Mr. Minter suggested 
the principle to Sutton, and Sutton was assisting him, 
then Mr. Minter would be the first and true inventor, 
and Sutton would be a machine, so to speak, which 
Mr. Minter used for the purpose of enabling him to carry 
his original conception into effect."(/} 

(a) Huddart v. Grimallaw, I 
Webs. P. R. 86; Da.v. P. C. 
265. 

(b) Foraythv.Riviere, 1 Webs. 
P. R. 97 ; Cornish v. Kee11e, I 

wright, Dav. P. C. 61 ; J Webs. 
P.R. 64. 

(d) Barker v. Shaw, l Web's. 
P. R. 126; Barber v. Walduck, 
I C. & P. 567. 

• 

• 

• 

• 

· Webs. P.R. 508. (e) 1 Webs. P.R. 129. 

, I 

• 
• 

• 

' 

(c) Blo:ram v. Elaee,1 C. & P. 
558; 6 B. & C. I69; R. v. Ark-

• 

' 
• 

• 

• 

{f) And seeBlo:ram v. Elsee, 
I C. & P. 558 ; 6 B. & C. 169. 

• 

• 

• 
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·.:. ..· "' .. ': ·. '. . .. . . . . . . ' . . .... ~ ........ ·.·' . . .. . . . . ' . ' 
~-;..-_::•.. . .·, .. ·. ' ··-
~. ' A • ' ,. ' ' ' ' • • ;g: ·_ · (::u,u•; n. , , . The rule appears to be that where the. pri:ilciple and , · .·· 
/(-{: . : .. - ~ . .· object of the invention are complete without the aug- . ; 

• • • • 

.,·:;-- :~ . : gestions of the servant, and his suggestions me!ely l'.B.rty·-" -~ 
!::·• .·· ··:•· ·· , out the intention of the inventor ·more easily, the validity .. 
·,~ . . . 

:< ~ ·. · ·· ·. · . of_ the patent will not be affected. " It would be dif-_ " 
<::._'. · . • .. • . · ficult," said Sir N. C. Tindal, c·. J., "to define how far . 

• • ::.> : . ·. . the suggestions of a workman are to be considered as . 
" ' . . 

.. -: ~ · . distinct inventions by him, so as to avoid a patent in· -
• • • 

;_. · . · _ corporating them taken out by his employer. Eac~ 
-

• • 

• • • 

• • • 
• 

• • 
case must· depend upon its own merits. But when we -

. • ' . 

• . . . 
.. > 

• • 

• 

. 

-.. _ :::::. . 

• 

. ' . 
, . 
-• • 

• 
' ' 

• 

' 

see that the principle an~ the object of the invention are _ 
complete without it, I think it is ~o much that a sug-
gestion of a workman, employed in the course, of the 

• 

experiments of something calculated more easily to carry 
• 

• 

• 

• 

.. .. 
-. 

• • 

• 
• 

• 

· into effect the conceptions of the inventor, should render 
the whole patent void." (a) See as to the terms on which 
letters patent were granted, in the case of dispute between 

• - .• .. 
- --.' ... . 

. · · Importer of an 
·· · · invention is 
· tnur and first 

• • : · mventor; - . 
• 
• • 

• 
• 

· Invention 
· muatbe ne~ 

· in England. 
-

. . 
• 

' : . -, 

• 
' • 

. ' 
-
' . 

' .· .. 
:. ' ' :' . 

• 
'. . ... ... 
• 

. -
. ' 

. ~. . 
• 

; • • 

• 
• • • 

-

• 
• 

' 

.. . _. 
• 

• • 

• .. . . . . - • 

• • • 

• • . . 
• 
• .. .. 

• 
• • • • • 

. . : 
' . . . 
' . • • . -

• .. . . . ' 
• • • • • • 

• • • -·- . . .. . 
• • • • . ' 

• • 
-

-
• 

master and servant, Re Russell's Patent. (b) 
The importer of an invention which has never before 

been used in this country has from a very early period 
been considered to be an inventor and entitled to letters 
patent. (c) _ . 

The earliest case reported on this point since the 
• 

statute of monopolies (21 Jac. I. c. 3) is the case of 
. Edgeberry v. Stephens, (d) where it was held that "if the 

• 

invention be new in England a patent may be granted, 
though the. thing was practised beyond the ae·a before ; 

• • 

- • 

(a) Allen v. Rawson, 1 C. B. 
675 ; Hatton v. Kean, 7 C. B. 
(N. S.) 275 .. 

'(b) 2 D. G. & J. 130; noted 
post under the head of sealing, 
tit. "-Tenus." 

• 

. 

(c) Darcy v. Allin, Noy. 182; 
Sheph. Abr. part. ill. tit. Prerog. 
p. 5 ; Clotllworkera of Ipswich 
Case, Godb. 254. 

(d) 2 Salk.447; 1 Webs. P. R . 
35. -

' 

• 

• 

• 

.. 
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. for -.tll~>st8.tute speaks of' new manufactures withi~'- this .. CHAP, :ii. '· .. 
• • • • • • • • • •• 

< ·realm; so that if they .be new here, it iS Within the · · · · · 
statute; for the act intended to encourage new devices . . 

· nseful to the'kiiigdom, and whether-learned by travel or . . -
:· by study it is the same thing." (a) • 

• 

In Walton v. Bateman,(b) Cresswell, J., said: "The 
party obtaining the patent mu.st be the true and first 
invent-or in this country. If he import from a foreign 

• 

country that ' which · othei·s at the time of the making 
of such letters patent and grants did not use,' it will 
suffice." (c) 

If a patent is taken out as for an original invention 
when it is in fact communicated from abroad by a British 
subject it is void. (d) 

• 

. . 

• 
• 

• 
• 

• 

If an invention h&s been known in Scotland, a person _ 
• 

. importing it into England cannot be considered. the first .. 

. I 
• 

-

. . 

' 

and true inventor.(e) 
When a patent was taken out in this country by a 
• 

British subject and held by him as trustee for the inven-
tor, a foreigner, it was contended, that in order to come 
within the statute the person taking out the patent in 
this c01mtry should be the meritorious importer, and not 
merely servant or agent for the purpose of taking out 
the patent for the benefit of the foreign inventor. Sir 
N. C. Tindal said : " No authority is cited for such dis-

(a) See also Boulton v. Bull, 2 
H. Bl. 491. 

(b) 1 Webs. P. R. 615. 
(c) AndaeeCarpenterv.Smith, 

1 Webs. P. R. 535; Stead v. 
Anderson, 2 Webs. P.R. 149i 
Crane. v. Price, 4 M. & Gr. 580; 

• 

6 Scott, N. R. 338 ; 1 Webs. 
• 

• 

P. R. 411; Nickels v. Ross, 8 
C. B. 723. 

(d) Milligan v. Mars/1, 2 Jur. 
(N. S.) 1083. 

(e) Brownv.Annandale,8C.& 
F. 437; · Robinson's Patent, 5 
Moo. P. C. C. 65; S. C. nom. 
Pow's Patent, 2 Webs. P.·R. 2. 

• 

• 

• 
Patent may be 
taken out by 
trustee for 
foreign in· 
vento1·. 

• 
• 

-

' 

• 

' 

'• 

• 

• 

• 

• 

• 

• 

• 

-

" 
•• . -· • • •• 
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• • 
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. . ' -,. . . . . . . . ' . . 
' . . . 
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' ' . . . 

. GBAN""TED. · 
• 

....... . .. . ' . . . . 

~:.;.-. •. ·::'Cs.&p; u. . , tinction, and so far· as the public are concerned in interest · : ···-··' . ·_. . -- . ' . . ' . .' 

;::-:< '.; : · · no. such distinction is necessary." It was also contended · · . 
.. ,_,.,,' '> :·: '. ' . . that the patent was invalid, as being taken out in l;rnst 
~ , ; '· . . . . . -

;::.:· \ · . . for aliens residing abroacl, and this· objection was also . 
' . . : . 

: .. :. : ·. ove,rruled. (a) 
' . . . . 

; ; .. , Alien ene~y. In another case the point was raised whether a patent 
: I I • ' , 

· _· . : ' · could be taken out in trust for an alien enemy, but was 
• • • 

:~ > · · · not decided. (b)· . . ' . . , 
. c~:'Foreign in~ If the original inventor abroad has parted with his 
-' · •· · ventor parted 
;:· .;with,interest discovery abroacl, he may nevertheless take out a patent 
:;:· . ·abroad. here, as his right to an English patent is not affected by 

' 
:: · - ·· · · the foreign transaction. ( o) 

' 
.: ·· Communi- .Any person receiving a communication from abroacl 
:.: . cation &om 
: : ab.road; not · may take out a patent if the communication is not con
"' · oonfidential, 
. · entitlesreci- fidential. ''I apprehend," said Sir W. P. Wood: V.C.,-
. · • .. pi~ntto patent. " that a~y person not being in a confidential position to-

• • 

' . wards the first inventor, receiving from a person abroad . 

. ' 

• 
• • • 

•' 

: . And he may 
• 

an invention, is entitled, perhaps not in a strictly moral 
view, but at all ·events according to law, to take out a · 

' patent on his own account for an invention so com
municated." (d) 

· . un}l!l!ve on a 
: contidential . 

· .And it appears that a person who receives a confiden
tial communication from abroacl which is useless in itself 
and incapable of application may take out a patent for 

• 

·.' .: communica
. · ·tion .. 
• . 
' . . 

• . . . 

• 
. I ·• • • 

• 

• 

• . .. 

' . .. 

• • •• 

. ' 
• • 
. . 
• • • 

.I' .. • 
• • • 

• • ' . ' . . . . -
• 

• 

• 

• • 
•• • • • 

• • 

• 

' . . . . . 

• 

• .. 
• 

" . .. - . . . .. -
• 

• 

• 

• 

• 

• 

' 

• 

his own benefit, if the eft'ect of the communication is to 
set him thinking, and leads to a discovery of a practical 

· mode of carrying out the idea. (e) . 

(a)' Beard v. Egerton, 3 C. B. 
• 

129. 
(b) Blo:ram v. Elsee, 1 C. & 

P. 558 ; 6 B. & C. 169 ; and see 
Beard v. Egerton, 3 C. B. 
129. 

• 

(c) Beard v. Egerton, 3 C. B . 
131. 

(d) Steedman v. Marsh, 2 Jur. 
(N. S.) 392 • 

(e) Milligan v. Marsh, 2 Jur • 
(N. S.) 1083. 

\ 

• 

' . " 

• 

• 
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CHAPTER III . 
• 

OF THE SUBJECT MATTER OF LETTERS PATENT. 
-

HE sixth sectionoftheStatute ofMonopolies {21 Jac. CHAP. III. 

· I. c. 3) provides ((that an;r declaration before men- Novelty. 

tioned shall not extend to any letters patent and grants of 
• 

privilege for the term of fourteen years or under, hereafter 
to be made of the sole working or making of any manner 
of new manufactures within 'this realm, to the true and 
first inventor and inventors of such manufactures, which 
others at the time of making such letters patent and 
grants shall not use, so as they be not contrary to the 
law nor mischievous to the Stll.te by raising prices of com
modities at home, or hurt of trade or generally incon· 
venient." 

In Liardet v. Jolmson, (a) Lord Mansfield said that it 
was always a question whether the invention was publicly 
known and in use before the patent was taken out. It 
will be convenient to consider first, what amount of publi
cation and user will invalidate a patent: secondly what 
constitutes a H new ma.nufacture" within the mean:ing of 
the statute, and thirdly whether the invention is useful, 

• 

which is a condition imposed by the common law and not 
by the statute. .. 

• 

If the invention has been ·previously described in a. Publication in 
· a book, which 

' ' 

' 
• 

• • 

• 

(a) Bull (N. P.) 76; 1 Webs. P. R. 53 • • 

• 

• 

-
• 

• 

• 

• 
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THE SUBJECT MATTER . • 

• 

• • • . . . 

• • • • - . 
' ' ' . , 
• 

• • 

' . 

• 

• 
• 

... --. 
• . ... « 

··~· ~ . 

• 

• 
• 

• "" . . . ._ 
~ .... ·.. . , -• 

.:: ciiAP: III., book published in this country, the patent be void •. 
·- • - .• 1.- ' - ' 

: ~bee.;;.._,_~n-·cir- In .R. v. Arkwright,(a) Buller, J., said: "It is admitted that · 
:. d':a~~b~ali-. this is -not a new disrovery, for Emmerson's book was :' 
: quent patent. produced, which was printed a third time in 1773, and · 
:: ·· · that is precisely the same as this;" and in the course of the .' 

• 

. . · argument of M.organ v. Seaward,(b) Alderson, B., refer-
- · ring to the case of Dollond's patent cited in Boulton v. -. 

• 

' 

' . ' ' . 

. . 

. -

' 

• -

• 
• • 

• 

• 

• 

. . 
• 

' 

• • • 

• 

• 

. . . 

• 

• 

• • • • 
. . . 

• • 

-· • 

• 

• 

• - . . . -

• 
• • 
• 

• 

• • • 
' .- .. ' . . : 
' : ; ' . . . . . . . . ' . . . ' • • • • • • ' . . . . . 
~ - . . ' 

• 

• 

Bull, (c) said: "If Dr. -Hall had published his discoveries-
in a book, I apprehend that would have put an end to Dol-
loud's patent." (d) In Om-nish v. Keene, (e) the same learned . 

• 

judge said ; "Although it is proved that this is a new 
discovery so far as the world is concerned, yet if any;. 
body is able to show, that although that was new, that -
the party who got the patent was not the man whose in- . 
genuity first discovered it, tltat he got it from A. or B., or 

' 
took it from a book that was printed in England, and 
which was ope:u to all the world then, although the pub
lic had the benefit of it, it would become an important 
question whether he was the first and true inventor." 
And in Walton v. Potte1·, (f) Sir N. C •. Tindal, C. J., said: 
'' Though the matter may not havo been used, the party . 
is not entitled to his patent unless he is the first and true 
inventor; therefore, if the subject matter of the patent 
has been discovered, has bee11 published in a dictionary, 
for example, though it has not been reduced into prac
tice, if a man merely: adopts it, the merit is so small, that 
his· patent for it would be worth nothing." 

In the . course of · the argument in the case of Tl~e · 
• . 

(a) 1 Webs. P.R. 72. 
(b) 2M .. & W. 5p4; 1 Webs. 

:P. R. 190. 
(c) 2 H. Bl. 470. 

· (d) See Carpenter v. Smith, 9 

• 

• • 

M. & W. 300; 1 Webs. P. R . 
543 • .. 

• (e) 1 Webs. P.R. 507. 
(f) 1 Webs. P. R. 592. 

• 

• 

• 

• 

• 

' 

• 
• 

• 
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• •• . ' ' . . . ' ,. . . . . . . . . . ; l . ' . •' .. ' . · ·OF LETTERS PATENT~ . , • • • • ' . . 
. 
• • ' " • • 

• 
' . . ' . • • 

· Homehill Oo. v. Neilson~ (a) Lord Lyndhurst observ~: · CuAP. III; , ' 
• • 

. it If the machine is published in a book~ distinctly and · · · •. 
clearly described, corresponding with the description in . 
the specification of the patent~ though it has never been 
·actually worked, is not that an answer to the patent? It. 
is continually the practice on trials for patents to read 
out.ofprinted works, without reference to what has been 
done." And Lord Brougham added: 11 It negatives 

• 

being the true and first inventor, which is as good as 
negativing the non-user. The book that is generally 

• 

referred to is the 'Repertory of AJ"Iis and Sciences.' It 
must not be a foreign book, but published in England." 

' 
In a case before Lord Romilly, M. R., his lordship said 

.that it would make no difference that the book was in a · 
foreign language, if it was exposed for sale. It does 
not appear, however, from the report, that the case of The 
Househill Oo. v. Neilson was cited in argument. (b) . 

Where the book has never been circulated, and has ·secus, ifbook 

b 1 . h f . b . h .th h bns not been een ost s1g t o , 1t ecomes a question w e er t ere circulated. 

has been such a publication ~ to invalidate a patent. 
"If the invention," said Sn·. N. C. Tindal, C. J., "has 
already been made public in England, by a description 
contained in a. book, whether written or printed, which 
has been publicly circulated, in such a case the patentee is 
not the first and true inventor within the meaning of the 
statute, whether he has himselfborrowedh~s invention from 
such publication or not j because the public cannot be pre-

. ' 

eluded from the right of using such information as they 
• 

were already possessed o( at the time the patent was 
granted. It is obviou's that the application of this prin
ciple must depend upon the particular circurristances 

• 

' 

. (a) 1 Webs. P.R. 718 n. (b) Langv. Gisborne, 31 Beav.l33. 
• 

I 
• 

• 
• 

' 

• 
• 

' 
• . • • 

• • 

• 

• 

• 

• 
• 

• 

• 

• 
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·~.·.'-; Ctin; Iii.· which are ·brought to bear upon. each particular <;ase. 
~· • ' ' I ' 

~>, .:: · . · · . T}ta existence of a single copy of a work, though printed; 
'\ \• - ' . " . 
· ->:_: .- .. ·. . . brought from ~ depository where it has long been: kept . 
-. . - " 
: . in ·a state . oi- obscurity, would afford· a very different 
. ' 

' ,. 
• 

' • 
' " 

inference' from the production of an 'encyclopredia, or 
! • ' ' 

other work in general circulation. The qu~stion will be, 
whether, upon ·the whole evidence, there has been such a 

• - ' ~ . ' 
' ' 
' 

' • 
• 

' ' • 

' ' 

, publication as to make the description a part of the public 
. . stock of information?" (a) . · 
' ' 

: Publieation in Publication in a book which has been exposed for sale 
· a book is an • · • 'd 
. objection,_not 1s ~n ObJection to the vali ity of the patent, .not merely 
. merely evl-. evidence of an obiection "I think " said Maule J "it _ ~ence ofobJeC- . ' " • ' ' 'J . 

· tion. is an objection, to the patent, and not evidence simply of 

' 

' 

• 

' 

' 

an objection that there has been a previous patent and . 
a _ specification enrolled, and therefore published be:ilig 
enrolled, containing the invention. In the same way, I 
think it is an objection to a patent that it has been pub
lished in such a book." (b) 

·Sale of book It is not necessary to establish the fact that a single 
. . not necessary. copy of the book has been sold the publication is com

plete as soon as the book is exposed for sale in the 

' 
. . bookseller's shop. (c) . 

· Publication in 
. a specilication 

· vitmtes sub~ 
. quent patent, 

' 

' -

• 

• 

' 

' 

' ' ' 

' 
' ' 

' ' 

• • ' ' ' " ' ' ' ' . 
' ' . ' 

c~.~ • : 

• 

" 

If an invention has been described in a specification, a 
subsequent patent for a similar invention will be void; 
but in certain cases when the invention has been abandoned 
it has been held that a subsequent patent was not void, (d) 

• 
and by 5 & 6 Will. IV. o. 83, a. 2, provision is made for con..: 
firniing letters patent granted to a bona fide inventor who 

· .(a) Stead v. Williams, 8 Scott 
. (N. R.) 472; 2 Webs. P.R. 142; 

-Stead v. Anderson, 2 Webs. P.R. 
150. 

' 

• 

(N. R.) 219; 1 Webs. P. R. 
550. 

(c) Lang · v. Gisborne, 31 
Beav. 133. . 

(b) Jones v. Berger, 6 Scott (d) Sec post, tit. Experiments •. 
• 

• • 
• 

' 
' 

' • 

• 

' 

' 
• 

' 
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• 

• • • 

. -• 
• . .. • 

• 
• 

• • 
• 

• 

discovers that his invention has already been described. (a) 
• • 

.. . . .. • 
' . . ' 

. ' . . . . ~ •' . .. . . . ' . 
CnAP. III; · 

• 

The general rule is, however, that if prior to the time of . 
obta.ining a patent any part of the substance . of the in
vention has been communicated to the public by a speci-

. fication of any other patent, or is known, the benefit of a 
patent cannot be claimed ; (b) and the latter patent will be 
void even if there is some difference in the mode of work-

• 

· ing, if the invention is substantially the same. Thus 

• 

• 
where a patent was granted for "improvements in the 
construction of racks and pulleys for window blinds and 
·other useful purposes," which, besides claiming a mode 

• 

of making the frames by constructing them in a particular 
manner. of drawn open metal tubes, claimed a mode of 
fixing the pulley in the frame, by turning the kncb of 
the spindle upon which the pulley revolved, and thereby 
of screwing a piece of metal made to slide within the 
frame, tight to the edge of the frame, so as. to fix the 
pulley spindle firmly to the frame; and it appeared that 
by a previous patent the same object had been effected by 
a similar method, with the addition merely of a thin piece 
of metal called an escutcheon which worked outside the 
frame, but the specification stated that the pulleys might 
be made without the escutcheon, it was held that the two 

• 

patents were substantially the same as to one of the things 
cJaimed, and that the one first described was void. (e) 

. The fact that another specification for a similar invention 
has been filed since the date of the plaintiff's patent, but 

I 

• 

(a) See post, chapter on Con_. 
firmation of Letters Patent. 

(b) Huddart v. Grimshaw, 1 
Webs. P. R. 86; Hill v. Tllomp
sim, 8 Taunt. 375 ; 1 Webs. P.R. 
244 ; Brunton. v. Hawkes, 4 B. & 

• • 

• 

• 

• .· .. • 
• • 

• 

Ald. 542; Forsyth v. Riviere, 
1 Webs. P. R. 97; Muntz v. 
Foster, 2 Webs. P. R. 107. 

(c) Dobbs v. Penn, 3 Exch. 427; 
B"sh v. Fox, 5 H. & C. 707; 
McCormick v. Gray, 7 H. &N. 26. 

• 

• 

• 

even if some 
dift"erence in 
mode of work· 
• mg. 

• 

• 
' 

• 

• 

• 

• 

' 

• 

• 

-

' 
' • 
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<::c'.c~1P. m. · pefore the latte~ was filed, is ~cit .of jtself any proof of 
·'•l . . . -~ 

~ : ... ,, : .· . -want 0~ novelty: in th~ plaintiff's invention. (a) . .· 
' . . 

.:--,:;:::> · ·· ·, ·.·.In Boot(~, v, Kem~,ard(b) the plaintiff's patent, obtain.ed .. • .... . :· < ·, _ . in 1852~ for improvements in the mantlfacture of gas, was· 
- ,., ~ . -

.; ·.:;- . · ' described in the specification to "consist in the ~:ireot use 

., · ·· · , . . of .seeds, leaves, flowers, branches; nuts, fruit, and othe1· 
• 

• . ' . . 
' . . ., ' . .. -· . . . . 

• • 
-~ . ' -' . ' . ' . 

• • . :- . . 
• • • • 

. -
' ' I . • 

' ' • • • 
• • 
• • 

.. 

. . ' . ' . . . . ' . 
• 

' 
. 

' " I ' 
• 

• 

• 

. Sttbstances and matt.ers containing oil or oily or resinous -
. matter," and the mode of using the materials, it was stated, 
. might be the same as the .apparatus used in the ordinary 
mode of making gas from coal. The claim was in these. 
words : " I claim for making gas direct from seeds and 
matters herein named for practical illumination. or useful 
purposes, instead of making it from the oils, resins, or 

• 

• • • . . 

• • 

' 
- . 

• • 
• . . , 

• • 
• 

. . ' 
. . ' 
• 
• 

' ' 

. gums previously extracted from such substances." A patent . 
obtajned in 1829 was given in evidence by the defendant, 
in which the inventor proposed to use fatty substances · 

. . -. . 
. . ' 
• • . . 

. 
' • 

• 

' • • ' 
• 

• • 
' ' '• 

- -' , .. 
• • 

• 

• 

• 

• 

such as greases or grains; also the residuum _after the 
• • 

oil had been expressed from seeds such as oil cake ; also -
beech nuts, maat, cocoa nuts, and other matters abounding 
in oil, ~d it was held that the latter specification showed 
that the making gas direct from seeds and. other· oily 

• 

. : - matters was not new at the date of the plaintiff's patent 
. . - . . and that it was therefore void. (c) 

. . ' 
·'sJ!P-04ication . A specification of a patent does not differ from any 
·.· &:i~:!To~t~r other publication of an invention ·for the purpose of in-
. ~ublication. validating a subsequent patent for want of novelty; (d) it 
. - . 
. , ·. · - . may describe the proc;:ess to be adopted so insufficiently 
. . 
: . · as to invalidate the patent and yet disclose enough_ to 
. ' 
•• . . . '. 

- ~ . . . . 

• ' . 

' 

• . . 

• 

' ' . .. ... . 
• . -. . 

. 
' .. 

• • 

' 
' - • . 

" ' . ' . 

• • 
. • • • . . 

' . . . .. 
• . . 

·' . ' •, .. -.· 
' . 

• 

• 

·, 

' 

' 

• 

. . ' . . . . •.. -· -. -· . . . -. ' . . 
-' . . . . • r . • .;..·. , .. -., . ' .. : -~- --·-. 

-

" 
• 

(a) Cornish v. Keene, 1 Webs. 
P.R. 519 • 

• 

(b) 2 H. & N.84. · 
. (l.1) See also Hullett v. Hague, 

· iJ B. & ~d. 370; ·Muntz v. Fos-
• 

. ' 
• • 

• 

• 

• 

' 
' -

'· • 

• 

ter, 2 Webs, P.R. 92; Allen v • 
Rawson, 1 C. B. 551, 

(d) Hills v. Evans, 4 D. G. F. 
& J.l!88; ~ Jur,.(N, S.) 529 .. 

• • • 

• • • 

• 
. ' . 

• 

• ' . 
. . 

• 

• 
' 

• 

•, 

.. -
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• 

show that what is claimed by a subsequent patent is CuAP. III. 

not new.(a) 
If a patentee files a provisional specification which he Publ,i~ation in 

d cl fi d fil h , , 1 cifi prOVISIODBl 
aban ons, an . a terwar s es anot er proVIsiOna spe - specification. 

cation before the time for provisional protection · has 
expired, the abandonment itself will not be a publica-
tion. (b) 

The amount of information given by a prior publication Amou~t ofin
• • fonnat10n must 
m order to avOid a subsequent patent, must be equal to beequaltothat 

h t ' d t b · b ifi ti d t b requtred from t a reqmre o e giVen y a spec ca on an mus e a specification. 

enough to enable the public to carry the invention into 
practical use. (c) 

In Hills v. Evans(d) Lord Westbury said: "The ante
cedent statement must be such that a person of ordinary 
knowledge of the subject would at once perceive, 
understand, and be able practically to apply the dis
covery without the necessity of making further experi
ments and gaining further information before the inven
tion can be made useful. If something remains to be 
ascertained which is necessary for the useful application 
of the discovery, that affords sufficient room for another 
valid patent. By the words of the statute of James it is 
necessary for the validity of a patent that the invention 
should not have been known, or used at the time. These 
words are held to mean, ' not publicly known or publicly 
used.' What amounts to public knowledge or public 
use is still to be ascertained. One of the means of 
imparting knowledge to the p~blic is the publication of a 

(a) Betts v. Neilson, L. R. 3 
Ch, 429. 

(b) Oxley v. Holden, 8 C. B. 
(N. S.) 660. 

(c) Young v. Fernie, 4 Giff. 

• 

c 

577; Lewis v. Marling, 10 B. & 
C. 22; 4 C. & P. 52 ; 1 Webs. 
P.R. 490. 

(d) 4 De G. F. & J. 300; 8 
Jur. (N. S.) 529. 

• 



CnAP. III. 

General de
scription not 
vitiate subse
quent patent. 

Antecedent 
publication 
must enable 
public. to use , 
mventlon. 

• 

• 

18 THE SUBJECT MATTER 

book or the recording of a specification of a patent. If, 
therefore, in disproving that allegation which is involved 
in every patent that the invention was not previously 
known, appeal be made to an antecedently published 
book or specification, the question is what is the nature 
and extent of the information thus acquired which is 
necessary to disprove the novelty of the subsequent 
patent ? There is not I think any other general answer 
that can be given to this question than this, that the 
information as to the alleged invention given by the 
prior publication must for the purpose of practical utility 
be equal to that given by the subsequent patent. The 
invention must be shown to have been before made 
known. Whatever therefore is essential to the invention 
must be read out of the prior publication. If specific details 
are necessary for the practical working and real utility of 
the alleged invention, they must be found substantially 
in the prior publication." And in Betts v. Menzies (a) his 
lordship said, "A barren general description, probably 
containing some suggested information or involving some 
speculative theory, cannot be considered as anticipating, 
and as therefore avoiding for want of novelty, a subsequent 
specification or invention which involves a practical truth 
productive of beneficial results, unless you ascertain that 
the antecedent publication involves the same amount of 
practical information." 

The amount of information must be such as to enable 
the public to use the invention, if not with infallible 
success, at least with certainty, (b) and the novelty of a 
patent will not be impeached by proof that a patent for 

.. ' 

a similar· invention has been taken out many years pre-
• 

(a) 10 H. & C. 154 • (b) Betts v. Neilson, L. R. 3 Ch. 435. 
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viously, if it can be shown that the object of the second CnAr. m. 
could not have been obtained by the first even with the 
assistance of subsequent knowledge and improved ma-
chinery. (a) 

If an alleged discovery is made, but is not claimed, and 
no article is made according to it, it is a strong argument 
that the alleged discoverer has not been able to make the 
principle available for general use, (b) and any person who 
subsequently discovers a practical method of using such 

• 

principle will be entitled to a patent.(c) 
No valid. patent can be granted for an invention which Pu~lic us7r of 

an mventwn 
has been publicly used and generally known, that is to vitiates subse-

say, known to the public generally, or at least to that quent patent. 

portion of the public whose attention is turned to such mat-
ters, even though the user is unknown to the patentee. (d) 
A very slight amount of user is enough to vitiate a patent, 
provided that it is public. Thus, where a patent was 
taken out for a process of bleaching, and tne great utility 
of the invention and the fact that the process was not 
known to bleachers was proved ; but it was shmvn that 
another person had used the same process for five or six 
years anterior to the date of the plaintiffs' patent and had 
kept his method secret from all but his two partners and 
two servants employed in working the process, Lord 
Ellenborough non-suited the plaintiff on the ground of 
previous user. (e) In Cornish v. Keene (f) Sir N. C. Tindal 

(a) .llfwztz v. Foster, 2 Webs. 
P. R. 93; Betts v. De Vitre, 11 
L. T. (N. S.) 445; Neilson v. 
Betts, L. R. 5 H. & I. 

(b) Minter v • . Mower, 1 Webs. 
P. R. 139; 1lforgan v. Seaward, 
1 Webs. P.R. 186. 

(c) R. v. Wheeler, 2 B. & Ald. 

345 ; Stevens v. Keating, 2 Excb. 
772; 2 Webs. P. R.192; ltfcCor• 
mick v. Gray, 7 H. & N. 26. 

(d) Stead v. Anderson, 2 W cbs, 
P. R. 149. 

(e) Tennant's Case, Dav. P.C. 
429; 1 Webs. P. R. 1251 n. 

(f) 1 W cbs. P. R. 508, 
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Public user is 
user in public, 

User need not 
come down to 
dste of patent. 

20 THE SUBJECT MATTER 

said : " The main question is whether this invention was 
or was not in use in England at the time of grant
ing these letters patent ; was it or was it not in the 
language of the Act of Parliament, such a manufac
ture (which has a very wide and extended meaning 
you may almost call it invention) ; was it or was it not 
such an invention at the time of making the letters 
patent as was current in use ? If it was at the time these 
letters patent were granted in any degree of general use; 
if it was known at all to the world publicly and practised 
openly so that any other person might have the means of 
acquiring the knowledge of it, as well as tbis person who 
obtained the patent, then the letters patent are void." 

The public user and exercise of an invention means 
a user and exercise in public, not by the public, such a 
user as to come to the knowledge of others than the 
inventor as contradistingu!shed from the user of it by 
himself in private. Thus where the plaintiff was the 
inventor of a new lock, and it was proved that a similar 
lock had been used on a gate adjoining the public road 
for several years, and also that several dozens of the locks 
had been made in England and sent abroad without any 
secresy, it was held that this was such a public user and 
exercise of the invention as to avoid the patent. (a) 

It is not necessary that the user should come down to 
the time when the patent was granted. (b) In the case of 
The Househill Iron Oo. v. Neilson, (c) Lord Lyndhurst said: 
"If it is proved distinctly that a machine of the same 
kind was in existence and was in public use, that is, if 
use or if trials had been made of it in the eye and in the 

(a) Carpenter v.Smith, 9M.& 
W.aoo; 1 Webs.P.R.643. 

(b) Ibid. 

(c) 9 C. & F. 788; 1 Webs. 
P.R. 709, 

• 
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presence of the public, it is not necessary that it should CuAP. III. 

come down to the time when the patent was granted. If 
it was discontinued, still that is sufficient evidence in 
support of the prior use so as to invalidate the letters 
patent. • . . • • I never heard it before questioned that 
the notorious public use of an invention before the 
granting of the letters patent, though it may have been 
discontinued, is sufficient to invalidate the letters patent." 

General user in public must however be distinguished General user 

fr • t d t . 1 k t t b th . t to be distin-om expenmen s an na s ep secre y e mven or guished from 

or experiments abandoned as useless. (a) experiments. 

But if a person who has made a discovery does not Ifinvention 

publish it, a subsequent patent for the same invention will :~C!e~C:~i· 
not be void. In order to constitute such publication as ~h~~~!rt 
will defeat a subsequent patent, there must have been 
some user of the invention, some steps must have been 
taken to make it known. In Boulton v. Bull,(b) the case 
of Dollond's patent was referred to and Buller, J., said: 
"The objection to Dollond's patent was that he was not the 
inventor of the new method of making object glasses. 
But it was holden that as Dr. Hall had confined it to his 
closet and the public were not acquainted with it, Dollond 
was to be considered as the inventor." 

In Hill v. Thompson,(c) Dallas, J., said: "It is not 
enough to have discovered what was unknown to others: 
if the discovery be confined to the knowledge of the party 
having made it; but it must have been communicated 
more or less, it must have been more or less made use of 
so as to constitute discovery as applied to subjects of this 
sort," and the learned judge referred to Dollond' s case 

• 

(a) See post, title experiments. 
(b) 2 H. Bl. 470. 

(c) 8 '!'aunt. 382 ; 2 B. Moore, 
433; 1 Webs. P. R. 244 . 

• 
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CnAP. III. and Tennant's case (a) as illnstrating the distinction be
tween public user and user in private. (b) 

In Lewis v. Marling,(c) Bayley, J., said: "Ifi make 
a discovery and am entitled to produce an effect from my 
own experience, judgment and skill, it is no objection 
that some one else has made a similar discovery by his 
mind unless it becomes public. So if I introduce a dis
covery bona fide made, I may have a patent for it, though 
a person might have received privately a communication 
from abroad which would have enabled bjm to have made 
his machine." 

And in Carpenter v. Smith, (d) a case which turned 
entirely on the question of public user, Lord Abinger, 
C. B., said: " What is meant by public use is this a 
man is entitled to a patent for a new invention, and if 
his invention is new and useful he shall not be prejudiced 
by any other man having invented that before and not 
made any use of it, because the mere speculations of 
ingenious men, which may be fruitful of a great variety 
of inventions if they are not brought into actual use, 
ought not to stand in the way of other men equally 
ingenious who may afterwards make the same inventions 
and apply them. A great many patents have been 
taken out, for example, upon suggestions made in a very 
celebrated work by the Marquis of Worcester, and many 
ingenious patents have been derived from hints and 
speculations by that ingenious author. But yet as he 
never acted on them, as he never brought out any 

(a) Dav. P. C. 429; 1 Webs. 
P.R. 125, n. 

(b) See also Smith v. Davidso11, 
19 Dec. of Ct. of Sess. 2nd 
series, p. 691. 

(c) 4 C. & P. 57; 10 B. & C. 
22; 1 Webs. P. R. 497. 

(d) 1 Webs, P.R. 534.' 
• 
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machines whatsoever, those patents are good, so that. the CnAP. III. 

meaning of the words ' public use' is this, that a man 
shall not by his own private invention which he keeps 
locked up in his own breast, or in his own desk, and 
never communicates, take away the right that another 
man has for the same invention." On a motion for a new 
trial on the gro1md of misdirection, the Court of Exche-
quer refused to grant a rule, and agreed with law as thus 
laid down by Lord Abinger. (a) 

InBettsv. Menzies,(b) SirW.P. Wood, V.C.,said: "1f · 
a man sits down and takes out a patent from his own con
jectures without ever having tried the experiment set 
forth in it, that will not invalidate a subsequent patent 
taken out and practically worked, especially when it 
turns out that the method prescribed by the earlier 
patent is practically useless," and His Honour referred to 
the Marquis of Worcester's book, and the valid patents 
taken out from hints contained in it. 

The accidental user of a piece of machinery forming Accidental 

h h l f h . l . h' h user of piece of part or t e w o e o a mec amca contnvance, w 10 may machinery not 

be applied afterwards to some ulterior purpose without vitiate patent; 
• any intention of producing the result, is not such a user 

of the invention as to prevent a patent from being taken 
out by another person, who afterwards discovers that the 
contrivance may be attended with beneficial results, and 
bona fide invents a means of carrying it into effect. (c) 
And if in a patent for a combination of materials, it is 

(a) S. C. 9 M. & W. 300; 1 
Webs. P. R. 541. See also 
Gibson v. Brand, 4 Scott (N. R.) 
879; 4 M. & Gr. 198; 1 W cbs. 
P.R. 638. 

(b) 3 Jur, (N. S.) 357. 

(c) Harwood v. Great Northern 
Railway Co., 2 B. & S. 209 ; 
S. C. nom. Harrison v. Great 
Northern Railway Co., 6 Jur. 
(N. S.) 996. 

nor accidental 
combination of 
materials; 
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shown that they have been accidentally combined before, 
bui; not for the purposes for which the patent has been 
taken out, the patent will not be invalidated. (a) 

The user of a method or principle in a machine in 
ignorltnce of tho effect which may be produced by a 
proper adaptation will not vitiate a subsequent patent in 
which the method or principle is utilised with greater 
success. (b) 

User for pri- If the antecedent invention has been used for private 
vate purposes, 

purposes only, there will, nevertheless, be such a public 
user as to defeat a subsequent patent. Thus, where in 
an action for the infringement of a patent for wood
paving, it was proved on behalf of the defendants that 
wood-paving had been used in the portico of a private 
house, it was held that if the mode of making the paving 
was similar to the plaintiff's, that would be a sufficient 
user to destroy his patent, though put in a place to which 
the public had not free access. (c) 

Manufacture If a patentee makes some of the patented articles 
by the inventor · 
before pa~ent before the date of the patent, but does not sell them or 
not user 1f h £ 1 d k h' · ti h secret. expose t em or sa e, an eeps 1s mven on secret, t at 

will not be such a user as to defeat his patent. (d) 
Where the patentee, a few months before the date of 

his patent, which was for improvements in the construc
tion of paddle-wheels, caused two pairs of the wheels to 
be made by an engineer, under an injunction of secresy ; 
which was observed ; on the express ground that he was 
about to take out a patent, and after the wheels were 

(a) Mi4ntz v. Foster, 2 Webs. 
P.R. 108. 

(b) Minter v.Mower, 1 Webs. 
P. R. 140, 142 ; 6 A. & .E. 744. 

(c) Steadv. Williams,2Webs. 

P. R. 130; Stead v. Anderso11, 
2 Webs. P.R. 149. 

(d) Bramahv.Hardcastle,Hol. 
81; 1 Webs. P. R. 44, n.; Betts 
v. Menz1'es, 5 Jur. (N. S.) 1164. 
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made, they were taken to pieces, and sent abroad, and 
used, after the patent was taken out, in foreign steam-
boats belonging to a company of which the patentee was 
manager, it was held that this transaction could not 
be considered as a user by others, or a public user within 
the meaning of the statute. (a) 

CHAP. III. 

But if the patentee makes the patented article and sells Unless sale. 

. it in the public market before the date of the -patent, the 
patent will be void, (b) and it appears that if an inventor 
were to make the article and sell it, and keep the process 
secret, he would not afterwards b(l able to take out a 
patent. The point, however, has not been expressly 
decided. (c) 

It is sufficient to constitute public user if the article Manufacture 
by other per

has been manufactured openly and not for the purpose of sons before 
• t (d) patent con-expenmen . stitutes user. 

Where in a patent for improvements in the manufac
iiure ofiron and steel, which consisted in making steel by 
applying a combination of carbon and manganese pro
ducing carburet of manganese, it was proved that five 
firms of ironmasters had used a similar process by which 
a perfect manufactured article was produced for 
profit in large quantities, it was held that this was 
not a mere experiment, and that as ·the process had been 
used openly by three of the firms there was such a user 
as to avoid the subsequent patent. (e) 

(a) Morgan v. Seaward, 2 :a-I. 
& W. 544; M. & H. 56 ; 1 
Webs. P. R. 187. And see 
Smith v. Dickinson, 3 Boa. & 
Pul. 630, and 15 & 16 Viet. 
c. 83, s. 10, as to fraud. 

(b) Wood v. Zimmer, Holt (N. 
P.) 60 ; 1 Webs. P. R. 44. 

(c) Heath v. Smith, 3 El. & 
Bl. 2ii. 

(d) Betts v, Neilson, L. R. 3 
Ch. 429. 

(e) Heath v. Smith, 3 El. & 
Bl. 270. 

• 

• 

' 
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The publicly making and exposing an article for sale, 
though there is no demand or use for it, will vitiate a 
subsequent patent; (a) and it is not necessary to show 
that any sale has been effected. (b) 

Where in an action for infringement of a patent it was 
proved that the defendants had made articles of the same 
description before the plaintiff's patent was taken out, 
that they had no shop for the exhibition of goods, and 
that the articles had been deposited for sale in their 
warehouse, it was held that there was sUfficient evidence 
of user to defeat the plaintiff's claim to novelty in the 
invention. (c) 

An inventor is entitled to make experiments, to test the 
sufficiency of his invention, and experiments conducted for 
that purpose only, in private, will not constitute such a 
user of the invention as to deprive him of his right to a 
patent. (d) 

If an invention has already been ascertained by pre
vious experiment to be useful, the inventor's public user of 
it for profit is a gift of the invention to the public, and 
avoids a subsequent patent; but a user before the patent, 
merely experimental and tentative, does not avoid it. (e) 

Where a machine was invented during the progress of 
some public works, on which the inventor was engaged, 
and was tested iu a place accessible to the public for four 
months during the progress of the works, it was held that 
such ·.1ser amounted to a dedication to the public, and an 

• 

(a) Lash v. Hague, 1 ·webs. 
P.R. 205. 

(b) Mullins v.Hart, 3 C. & K. 
297; Oxley v. Holden, 8 C. B. 
(N. S.) 666; Betts v. Neilson, 
L. R. 3 Ch. 429 • 

• 

(c) Mullins v. Hart, 3 C. & 
K. 297. 

(d) Bramah v. Hardcastle, 
Hoi. 81; 1 Webs. P.R. 44, n, 

(e) Re Nezmll and Elliott, 4 
C. B. (N. S.) 294, 
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application for a patent was refused. Lord Cranworth CnAP. III. 

said: "The petitioner admits he completed his invention 
in May, 1855, and that he used it publicly for upwards of 
four months before applying for the patent. No doubt 
an experiment might have been made; and if made bona 
fide only for the purpose of testing the merits of an inven-
tion, I do not think it would have amounted to a dedica-
tion to the public; but where, as in the present case, 
thousands of persons had the opportunity of seeing the 
apparatus at work for a period of four months, during the 
carrying on of the petitioner's contract, and in the regular 
course of the undertaking, it is quite clear that no inten-
tion of applying for a patent originally existed ; and 
1mder such circumstances, and after the lapse of such a 
time, I must hold that there was a dedication to the pub-
lic, and refuse the application." (a) 

But a necessary and unavoidable disclosure to the Unless dis-

bli 'f , b l d , h f . closure unpu c, 1 1t e ou y ma e m t e course o mere expen- avoidable• 

menta, is no publication; although the same disclosure, if 
made in the course of a profitable user of an invention 
previously ascertained to be useful, would be a publica-
tion. An experiment performed in the presence of others, 
which not only turns out to be successful, but actually 
beneficial in the particular instance, is not necessarily a 
gift of the invention to the world. Thus, where a person 
had invented an improved apparatus for laying down 
submarine telegraphic cables and experiments on dry 
land were found to be indecisive, and the inventor suc-
cessfully used his apparatus in the course of a contract 
for laying down a cable at sea, and immediately after-
wards took out a patent, it was held that there was not 

(a) Adamson's Patent, 6 D. M. G. 420. 
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• 

such a. publioa.tion as to prevent him from obtaining a 
patent.{a) 

· Where the inventor of a carding-machine lent it to a. 
person in order to test it, and the machine was used in a 
room in a mill where men were constantly going back
wards and forwards, it was held that this was not such a 
user of the invention as to deprive the inventor of his 
right to a patent. (b) 

If an experiment towards an invention is made, and 
fails, and is abandoned, the invention of a subsequent in
ventor, who in effect remedies the defects in the first 
invention, though he has never seen it, will not be vitiated 
by the previous user. Thus, where the plaintiff in an 
action for infringement had taken out a patent for wheels 
constructed on the suspension principle, and for the de
fence it was shown that previously to the date of the 
patent a Mr. Strutt had made wheels on the same prin
ciple, Patteson, J., in summing up, said: "If, on the 
whole of this evidence, either on the one side or the 
other, it appeared that this wheel constructed by Mr. 
Strutt's orders was a wheel on the same principle, and in 
substance the same wheel as the other for which the 
plaintiff has taken out his patent, and that it was used 
openly in public, so that everybody might see it, and had 
continued to use the same thing up to the time of taking 
out the patent ·undoubtedly, then, that would be a gr01md 
to say that the plaintiff's invention is not new, and if it 
is not new, of course his patent is bad, and he cannot 
recover in his action ; but if, on the other hand, you are 
of opinion that Mr. Strutt's wheel was an experiment, and 

(a) Re Newall and Elliott, 4 (b) Bentley v. Fleming, 1 C. & 
C. B. (N. S.) 295. . K. 587. 
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that he found it did not answer, and ceased to use it alto- CnAP. III. 

gether, and abandoned it as useless, and nobody else fol-
lowed it up, and that the plaintiff's invention which came 
afterwards was his own invention, and remedied the 
det'ects, if I may so say, although he knew nothing of Mr. 
Strutt's wheel, he remedied the defects of Mr. Strutt's 
wheel, then there is no reason for saying that the plain-
tiff's patent is not good, it depends entirely upon what 
is your opinion upon the evidence with respect to 
that." (a) 

Where a patent was taken out in 1818 for the applica
tion of a rotary cutter in shearing cloth from list to list, 
it was proved that in 1811 a specification in which the 
principle was stated was brought over from America and 
a machine commenced but never finished, that in 1816 a 
model of such a machine was brought over and though no 
machine was made from it, the :model was shown to several 
persons, that the Americaninvention was in fact useless,and 
that the persons who had the model of it bought and used 
machines made by the plaintiffs, Lord Tenterden, C. J., 
said: "It is no doubt incumbent on the plaintiffs to show 
that their machine is new, but it is not necessary that 
they should have invented it from their own heads, it 
is sufficient that it should be new as to the general use 
and public exercise in this kingdom. If it were shown 
that the plaintiffs had borrowed from some one else, then 
of course their patent would fail . . . . it appears to me 
that the defendant has failed to prove that such a machine 
was generally known or generally used in England before · 
the taking out of this patent by the plaintiffs. (b) 

(a) Jones v. Pearce, 1 Webs. 
P. R. 122. 

(b) Lewis v. Marling, 4 Car. 
& P. 52; 1 Webs. P.R. 490. 
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CnAP. III. In Oarpenter v. Smith, (a) Alderson, B., said that Lewis 
v. Marling went to the very extreme point of the law; and 
in Mm·gan v. Seaward (b) the same learned judge said that 
he should have entertained very considerable doubt as to 
whether there had not been a publication of the inven
tion. 

Both Jones v. Pearce and Lewis v. Marling appear, 
however, to have been decided on the ground that the 
former machines were mere experiments, which totally 
failed, and in Mu1·ray v. Olayton(c) Sir W. M. James, L. J., 
said : "I am not aware of any principle or authority upon 
which the exhibition of a useless machine which turns out 
a failure can be held to affect the right of a patentee who 
has made a successful machine, although there may be a 
degree of similarity between some of the details of the 
two machines," and referred to the ruling of Patteson, 
J., in Jones v. Pearce. 

The following cases support the proposition that an 
unsuccessful experiment will not vitiate a subsequent 
patent for a similar invention. 

In Galloway v. Bleaden(d) Sir N.C. Tindal, C.J., said: 
"A mere experiment or a mere course of experiments 
for the purpose of producing a result which is not brought 
to its completion, but begins and ends in uncertain ex
periments, that is not such an invention as will prevent 
another person, who is more successful or perseveres with 

• 

greater energy in the line that has been laid out for him 
by the preceding inventor, from availing himself of it 
and having the benefit of it." 

(a) 9 M. & W. 300; 1 Webs. 
P. R. 543. 

(b) 2M. & W. 553; 1 Webs. 
P. R. 190. 

• 

(c) L. R. 7 Ch. 581. 
(d) 1 Webs. P. R. 525. 
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In The HouseMll Oo. v. Neilson, (a) Lord Lyndhurst said CnAP. III. 

that their Lordships must not be understood to have given 
any decision as to the case of an invention which had been 
formerly used and abandoned many ·years ago, and the 
whole thing lost sight of. 

In Stead v. Williams(b) Cresswell, J., said:" !take it 
that there is a great difference between the knowledge of an 
invention as a thing that would answer and was in use, 
and the knowledge of it as a mere experiment that had 
been found to be a failure and thrown aside. If you are 
dealing with an article of merchandise or with an article 
of ordinary use; if a person has had a scheme in his head 
and has carried jt out, but after a trial has thrown it 
aside and the thing is forgotten and gone by, then another 
person re-introducing it may within the meaning of this 
Act be the inventor and the first user of it so as to justify 
a patent." 

And in Hills v. The London Gas Light Oo., (o) Sir G. 
W. Bramwell, B., said : "If there has been a user of an 
invention,-not of a substantial character but in the charac
ter of an experiment, then although the thing has been 
done before, it does not preclude a person from taking 
out a patent for it." 

It must be shown that the article made before answered The fonner 
article must 

the purposes and had the properties of that which the have had the 

patentee has made and claims as his invention, and also ~~~~r~J:~~r-
• • 

that it was known and used. (cl) Thus where it is proved clatJmted by the .pa en ee. 
thu.t there was an invention in existence beforE~ the patent 
was taken out which has never been properly completed so 

(a) 9 C. & F. 816; 1 Webs. 
P. R. 717. 

(b) 2 Webs. P. R. 135. 

• 

(c) 5 H. & N. 312. 
(d) Walton v. Bateman, 1 

Webs. P. R. 617. • 
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as to have any practical effect, and which if it had appeared 
after the patent, would have been hold to be a colourable 
imitation, the subsequent patent will not be invalidated. (a) 

It is difficult to distinguish accurately where the use 
of an invention for tho mere purpose of experiment stops, 
and the employment or user of it as a completed inven
tion which the inventor thinks cannot be made more 
perfect begins, and the test seems to be, has the inventor 
used the invention for the purpose of making a profit by 
it in trade ? (b) 

By 33 and 34 Viet. c. 27, s. 2, it is provided that the 
exhibition shall not, nor shall the publication during the 
period of the holding of such exhibition of any description 
of such invention, nor shall the user of such invention 
within the place where the same may be held, nor shall 
the user of such invention elsewhere by any person with
out the priority and consent of the true and first inventor 
thereof, prejudice the right of the exhibitor thereof, he 
being the true and first inventor, within six months from .. 
the time of the opening of such exhibition, to obtain 
letters patent for his invention. 

The question of public user is a question of fact which 
it is for the jury to decide. (c) The question whether or 
not the manufacture was in public use in England before 
the date of the putent, or whether the evidence only shows 
that experiments have been made which have been aban· 
doned, is one of considerable delicacy; a slight alteration 
in the effect of the evidence will establish either the one 
proposition or the other, and the only proper mode of 

(a) Daw v. Eley, L. R. 3 Eq. 
496; 1lfurray v. Clayto:1, L. R. 
7 Ch. oss. 

(b) Lang v. Gisborne, 31 
Beav. 135. 

(c) .El!iott v. Aston, 1 Webs. 
P. R. 224. • 
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deciding it is to leave to the jury; and if they hear the {.;nAP. Ill. 

evidence patiently1 and apply it with intelligence1 their · 
verdict will not be disturbed. (a) 

A machine· does not cease to be the subject of a. Delar in 
patent merely because of the length of time during publication. 

which the inventor may keep it by him after it bas been 
-

made a. complete invention.(b) 
An inventor will not be permitted to shelter himself Wilful igno-

under wilful ig11orance, but will be fixed with knowledge ranee. , 

not only of what be did know, but of what be would 
have known if he bad ma.de the inquiries, which it is 
incumbent on him to make.(c) 

The meaning of the word "manufacture" bas often What is a ne11· 
manufacture. 

been discussed.(d) In the case of Boulton v. Bull,(e) 
Eyre, C. J., said: "According to the letter of the 
statute the saving goes only to the sole working and 
making; the sole buying, selling and using remain 
under the general prohibition. It was admitted that the 
word manufacture in the statute was of extensive signi-
fication, that it applied not only to things made, but to Things made, 

the practice of making; to principles carried into practice 
in a new manner; to new results of principles carx·ied into 
practice. Let us pursue this admission. Under things 
made, we may class in the first place new compositions 
of things, such as manufactures in the most ordinary 
sense of the word ; secondly, all mechanical inventions, 

-
(a) Per Sir N.C. Tindnl, C. J., 

in Cornish v. Kee11e, 4 Scott, 
352; 3 Bing. (N. C.) 588; 1 
Webs. P. R. 519; Walto11 "' 
Bateman, 1 Webs. P.R. 619. 

(b) Bentley, .. Fleming, 1 C. & 
K. 587. 

D 

(c) Westrupp and Gibbim' 
Patent, 1 Webs. P.R. 555; Horli
bulfs Patent, 9 1\Ioo. P. C. C. 
390. 

(d) Sec Webster on Subject 
1\Iattcr, p. 98. 

(e) 2 H. Bl. 492. 

• 

• 
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whether mad.e to· produce old or new effects, for a. new 
piece of mecha.~iem: is certainly a. thing made. Under 
the pr'l.cti.ce of making, we may class all new artificial 

·· manners of operating with the hand or with instruments 
in common use, new processes in any art producing 
effects useful to the public." 

In R. v. WAeeler, (a) Abbott, C. J., said "that the word 
'manufacture' had generally been understood to mean 
either a thing made or some part of an engine or instru
ment to be employed in making some previously known 
article Ol' in some other useful purpose." 

" The word ' manufacture' in the statute," said 
Parke, B., "must be construed in one of two ways; it 
may mean the machine when completed, or the mode of 
constructing the machine." (b) In Ralston v. Smith, (c) it 
was said that it is not every useful discovery that can be 
made the subject of a patent, but that the words" new 
manufacture" will comprehend not only n. production, 
but the means of producing it, and in B1tah v • .Fore,(d) 
Coleridge, J., said: "Manufacture includes both pro
cess and result." 

The amount of labour and thought bestowed, or ex
penditure of money, is immaterial in considering 
whether or not a patent should be granted, for inven
tions are of various kinds, sometimes they are the 
result of study, sometimes of accident. (e) 

It was objected in Orane v. P1·ice, (f) that the quality 

(a) 2 B. & Ald. 349. 
(b) Morgan v. Seaward, 2 M. 

& W.558; M. & H. 58; 1 Webs. 
P.R. 193. 

(c) 11 H. & C. 223. 
(d) Macr. 176. 

(e) Liardet v. Johnson, Bull 
(N. P.) 76; 1 Webs. P. R. 
53. 

(f) 4 M. & G. 604; 5 Scott 
(N. R.) 390; 1 Webs. P. R. 
410 . 

• 
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or degree of invention was so small, that it could not 
become the subject matter of a. patent, but Sir N. 0; 
Tindal, 0. J., said that in point of law the labour of 
thought or experiments, and the expenditure of mont:~y, 
are not the essential grounds of consideration on which 
the question, whether the invention is or is not the subject 
matter of a patent ought to depend, for if the inven
tion is new and useful to the public, it is not material 
whether it is the result of long experiments and profound 
research, or of some sudden and lucky thought, or mere 
accidental discovery. Where the invention consisted in 
the manufacture of tubes without the use of a maundril, 
so as to weld them without hammering them on any 
solid surface, " though that seems to be a. very simple 
invention," said Lord Lyndhurst, "it has been produc
tive of great advantages, inasmuch a.s it has enabled 
the manufacturer to construct pipes for gas and other 
purposes very correctly, and also of lengths much be
yond what could be done previously to this dis
covery." (a) 

In the case of Lewis v. Davis,(b) the amount of inven
tion was very small, but the patent was supported. The 
patent was for a. machine to shear from list to list, by 
means of rotary cutters. Before the patent the shearing 
of cloth from list to list by means of shears was known, 
and the shearing it from end to end, by means of rotary 
cutters, was also known. Lord Tenterden said : "If, 
before the plaintiff's patent, the cutting from list to list, 
and the doing that by means of rotary cutters, were not 
combined, I am of opinion that this is such an invention 

(a) Russellv.Cowley,1 Webs. (b) 1 Webs. P.R. 488. 
P. R. 467 ; 1 C. M. & R. 875. 
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·.· ~~ CnAP. III. ·by. the plaintiffs as will entitle them to maintain the 
' 

present action/' 
. Mode or pro- It was at one time considered doubtful whether a mode, 
. cess ofmn.nu- f a . ull. rt fr th thin faotUrin_g apm-t or process o pro ncmg a res u, apa om e g 
· ' :ro:Ju~ed1: produced could be the subject of a patent. The point 
.. ~~C:e;f~c~t was not actually decided until the case pf Orane v. P'l'ice, (a) 

• 
• 

• 
• 

• 

patent. but it had previously been discussed in several cases, and 

• -

• 

• 

' 

the received opinion was that such a patent would be 
• 

valid. In Bm,lton v. Bull, (b) Eyre, C. J., said: "When 
the effect produced is some new substance or composi
tion of things, it should seem that the privilege of the 
sole working or .making ought to be for such new sub
stance or composition, without regard to the mechanism 
or process by which it has been produced, which though 
perhaps also new, will be only useful as producing the 
new substance, when the effect produced is no substance 
. or composition of things, the patent can only be for the 

, mechanism, if new mechanism is used, or for the process, 
if it be for a new method of operating, with or without 
old mechanism by which the effect is produced." His 
lordship then referred to the case of Hartley's patent, 
where the invention consisted in the method of applying 
iron plates to secure buildings from fire, and to a list of 
patents with which he had been fnl'llished, where there 
were several for new methods of manufacturing articles 
in common use, and said that he thought these 
methods might be said to be new manufactures. His 
lordship ·then proceeded, " The patent" (which was for a 

• 

method of lessening the consumption of steam and fuel 
i.n :fire engines) u ca-nnot be for the effect produced, for it 

(a) 4 M. & G. 602; 5 Scott 
(N.R.) 388; I W~bs. P.R. 409 . 

• 

(b) 2 B. Bl. 493. 

I 
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is eitht>: no substance at all, or, what is exactly the sa.me CHAP. III. 

· thing as the question upon a patent, no new substance, 
but an old one produced advantageously, for the public", 
It cannot be for the mechanism, for there is no new 
mechanism employed, it must then be for the method, 
and I would say in the very significant words of L9rd 
:Mansfield in the great case of the copyright, it must be 
for method detached from all physical existence whatever." 
In R. v. Wheeler, (a) Abbott, C. J., said that the word 
"manufacture" might extend "to a new process to be 
carried on by known implements or elements acting 
upon known substances and ultimately producing them 

-
in a cheaper or more expeditious manner, or of a better 
or more useful kind." 

In Hall v. Boot,(b) the patent was for applying the 
flame of gas to singe off the superfluous fibres oflace where 
the flame of oil had been used before for the same pur
pose, and the patent was supported. 

In Losh v. Hague, (c) the patent was for the use of an 
old wheel on railways. Lord .Abinger, C. B., refen-ing 
to the above case, said that that was the application of 
a new contrivance to an old object and was good, but 
that applying a new contrivance to an old object and 
applying an old contrivance to a new object were different 
things. (d) In Gibson v. Bmnd, (e) the jury specially found 
that the alleged invention was not new or a new combi-
nation, but that it was an improved process. " Sir N. C. 
Tindal, C. J., said that it was not necessary to go into 
the question, whether or not a patent could be supported 

(a) 2 B. & Ald. 350. 
(b) 1 Webs. P.R. 100. 
(c) 2 WP-bs. P. B. 207. 
(d) See also Stevens v. Keating, 

2 Webs. P. B. 183; Curtis v. 
Platt, 11 L. T. (N. S.) 245. 

(e) 4 l\I. & Gr. 199; 4 Scott 
(N. R.) 1879; 1 Webs. P.R. 633. 
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• 
• 

• • • 

• • 

for a. process only, and that if the specification were pro·
perly prepared it might probably be considered a fit sub
ject for a. patent, and in support of his opinion cited the 
remarks of Eyre, C. J., and .Abbott, C. J., noted above • 

Shortly after the decision in Gibson v. Brand the case 
of Orane v. Price (a) came before the same court, when the 
question as to whether there could be a. patent for a 

• 

process was fully discussed. The patent was " for an 
improvement in the manufacture of iron." The specifi
cation described the subject of the invention to be the 
application of anthracite or stone coal, combined with hot 
air blast, in the smelting or manufacture of iron from iron
stone mine or ore. It was distinctly stated that the 
patentee did not claim the use of a hot-air blast separately 
as his invention, when uncombined with the application 
of anthracite or stone coal ; nor did he claim the appli-
cation of anthracite or stone.coal when uncombined with 
the use of hot-air blast; but that what he did claim as 
his invention was the application of anthracite or stone 
coal and culm, combined with the use of the hot-air blast 
in the smelting and manufacture of ironstone mine Qr 
ore. The question in the suit therefore was whether, 
admitting the use of the hot-air blast to have been known 
before in the manufacture of iron with bituminous coal, 
and the use of anthracite or stone coal to have been 
known before in the manufacture of iron with the cold 
blast, but that the combination of the two together (the 
hot-air blast and the anthracite) was not known before 
in the manufacture of iron, such combination could be 
the subject of a patent. Sir N. C. Tindal, C. J., ill de
livering the judgment of the Court, said : " We are of 

(a) G Scott (N. R.) 388; 4 M. & Gr. 602; 1 Webs. P.R. 409. 

• 
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opinion that if the result product 1 by such a combina-
tion is either a new article or a better article or a cheaper 
article to the p~blic thnn that produced before by the old 
method, such combination is an invention or a manuiac-

• 

ture intended by the statute, and may well become the 
subject of a patent." 

The decision in Omne v. Price was questioned in 
Horton v. Mabon,(a) by Willes, J., who said that the only 

· ground on which it could be supported was that the pro
duct was a materially better article, but it has never 
been oven·uled. In Murray v. Olayton,(b) Sir w_. M. 
Jn.mes, L. J., said: "No doubt Orane v. Price has been 
questioned, and if I may be permitted to say so with all 
respect to the very powerful tribunal which decided that 
case, I have never been satisfied with the decision. That, 
however, was simply because I could not see how the 
word ' combination' could be properly applied to the 
introduction of a particular kind of fuel in the making 
of iron; and neither I, nor, so far as I am aware, any 
other judge, has ever questioned the principles upon 
which that case was decided," and his lordship quoted 
the judgment of Sir N.C. Tindal cited above. 

In Stevens v. Keating,(c) Sir F. Pollock, C. B., said: 
_ " The real invention may be not so much for the thing 

when produced, as for the mode in which it is produced ; 
and its novelty may consist not so much in its existence 
as a new substance, as in its being an old substance, but 
produced by a different process. In one sense an old 
substance produced by a new process is a new manufac
ture ; of that there cannot be a doubt; and therefore 

(a) 12 C. B. (N. S.) 448. 
(b) L. R. 7 Ch. 584 . 

• 

(c) 2 Webs. P. R .. l82. 
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although the language of the Act has been said to apply 
only to manufactures and not to processes, when you 
come to examine it, either literally or even strictly, it 
appears to. me the expression 'manufacture' is free · 
from objection, because although an old thing, if made 
in a new way, the very making of it in a new way makes 
it a manufacture." 

In Newall v. Elliott,(a) the patent was for "improve
ments in apparatus employed in laying down submarine 
telegraph wires." The specification claimed : " First, 
coiling the wire or cable ronnd a cone; secondly, the 
supports placed cylindrically outside the coil round the 
cone; thirdly, the use of the rings in connection with 
the cone as described." The patent was objected to as 
being for a mode, but it was held that there was such an 
improvement as to constitute a good subject matter for 
a patent. 

".A method of performing a process," said Rooke, J., 
"means the mode or manner of effecting. .A newly inven
ted method, therefore, means the idea of a new mode of con
struction;" and Heath, J., said that when a mode of doing 
a thing is referred to something permanent it is properly 
termed an engine; when to something fugitive, a method. (b) 

" and method," said Lawrence, J., in Horn-
blower v. Boulton, (e) "mean the same thing and may be the 
subject of a patent. Method, properly speaking, is only 
placing several things and performing several operations 
in the most convenient order; but it may signify a con-

• 
trivance or device, ~o may an engine, and therefore I 
thjnk it may answer the word method. So principle 

(a) 10 Jur. (N. S.) 954; 13 
W. R. 11. 

(b) Boulto1z v. Bull, 2 H. BI. 
478, 468. 

(c) 8 T. R. 106. 
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may mean a. mere elementary truth, but it may also mean 
constituent parts." 

" ' " . • 
• • 

• .. 
• 

" . 

CHAP. Ill . 
• 

• • 

Though a patent may be gx:anted for a. method or No patent can 

' 
• • 
• 

• 

' 

itself, which is ma.de, nevertheless a patent cannot be on Y· 

granted for a. bare principle. · 
The leading case on this point is Boulton v. Bull. (a} 

The patent was for "a. method of lessening the con
sumption of steam and fuel in the fire-engines." The 
specification commenced by saying, " My method of 
lessening the consumption of steam and consequently 
fuel in fire-engines consists of the following principles," 
and then described how ·they were to be carried into 
effect. The patent was objected to on the ground that 
a patent could not be granted for a principle. 

The judges differed as to the construction of the speci
fication, but they were all agreed that there could be no 
patent for a principle. Rooke, J., said: " The term 
principle is equivocal, it may denote either the radical 
elementary truths of a science or those consequential 
axioms which are founded on radical truths, but which 
are used as fundamental truths by those who do not find 
it expedient to have recourse to first principles." Heath, 
J., said that the patent must be for the vendible matte1• 
and not for the principle, and that it had always been 
held that . the organization of a machine might be ·the 
subject of a patent, but that principles could not. Bul
ler, J., said: "The very statement of what a principle is 
proves it not to be a ground for a patent. It is the first 
ground and rule for arts and sciences, or in other words, 
the elements and rudiments of them. A patent must 

- (a) 2 H. BI. 463. 

• 
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• 

be for some new production from those element-s and 
not for the elements themselves." And.Eyre, C. J., said: 
"Undoubtedly there can be no patent for a mere prin
ciple; but for a principle so far embodied and connected 
with corporeal substances as to be in a condition to act, -
and to produce effects in any art, trade, mystery, or 

• 

in manual occupation,.! think there may be a patent." 
Owing to the difference of opinion among the judges 
as to construction of the specification the case went
to the Court of King's Bench, and it was una.nimously 
determined that there could be no patent for a prin
ciple.(a) In the case of R. v. Wheeler,(b) Abbott, C. J., 
said, "No merely. philosophical or abstract principle can 
answer to the word ' manufacture.' Something of a cor
poreal and substllJltial nature, something that can be made 
by man from the matters subjected .to his art and skill, or 
at the least some new mode of employing practically his 
art and skill,.is requisite to satisfy this word." (c) 

A patent may, however, be granted for the application 
of a principle to some machine or process. The patent 
in such a case is not for the principle, but for the mode 
of carrying it into effect. (d) " You cannot," said Alder
son, B., "take out a patent for a principle; you may 
take out a patent for a principle coupled with the mode 
of carrying it into effect, provided you have not only dis
covered the principle but invented some mode of carrying 
it into effect." (e) 

(a) Hornblower v. Boulton, 8 
T. R. 95. 

(b) 2 B. & Ald. 350. 
(c) See also Househill Iron 

Co. v. Neilson, 1 Webs.P.R.683. 

(d) Boulton v. Bull, 2 H. Bl. 

463; Crossley v. Potter, Macr. 

244; Walton v.Bateman, 1 Webs. 
P.R. 620. 

(e) Jupe v. Pratt, 1 Webs. P. 
R. 146; R. v. Cutler, I Stark. 

354; Minter v. J.'lfower, 6 A. & 

.. .. 
• • 

• 
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In Neilson v. Harford (a) the patent was "for the 
· improved application of air to produce heat in fires, 

· .. : . 
• 

· forges and furnaces where bellows or othe1• blowing 
apparatus are required," and the specification described 
the invention to consist in passing a blast of air from the 
ordinary blowing apparatus into an air vessel which, 
during the continuance of the blast, was to be kept 
heated to a considerable temperature, and from that 
vessel by means of a pipe into the furnace. The form 
of the vessel was stated to be immaterial, and might be 
adapted to the local circumstances or situation. It was 
necessary sometimes to use water twires to prevent the 
pipe from melting. It was contended that the patent 
was void as being for a principle, but it was held that 
the patent was not merely for a principle, but for a 
principle embodied in a machine. Alderson, B., said : 
" The blowing apparatus was perfectly well known; the 
heating of air was perfectly well known; the twire was 
perfectly well known as applicable to blast furnaces ; 
then what he really discovered is that it would be better 
for you to apply air heated up to red-heat or nearly so 
instead of cold air as you have hitherto done. That 
is the ·principle; that is the real discovery; but in 
order to take out a patent you must have an embodiment 
of the principle, and his embodiment of the principle 
is the heating of air in a separate vessel intermediately 
between the blowing apparatus and the point where it 
enters the furnace. Then he says, 'I do not mean to claim 
any shape in which it is done; it may be done in a vessel 
of any shape, provided only you have such a vessel of 

E. 735 ; Hullett v. Hague, 2 A. 
& E. 370 . 

• 

• 

(a) 1 Webs. P.R. 331. 

CHAP. III. 
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space between the blowing apparatus and the furnace the 
air arrives at the red-heat.' • • .. I take the distinction 
.between a patent for a principle, and a patent which can 
be supported, to be, that you must have an embodiment 
of the principle in some practical mode described in the 
specification of carrying the principle into actual effect, 
and then you take out your patent not for the principle 
but for the mode of carrying the principle into effect. 
In Watt's patent, which comes the nearest to the pre
sent of any you can suggest, the real invention of Watt 
was, that he discovered that by condensing steam in a 
separate vessel a gre!Lt saving of fuel would be effected 
by keeping the steam cylinder as hot as possible, and 
applying the cooling process to the separate vessel and 
keeping it as cool as possible, whereas before, the steam 
was condensed in the same vessel; but then Mr. Watt 
carried that practically into effect by describing a mode 
which would effect the object. The difficulty which 
presses on my mind here is, that this party has taken. 
out a patent in substance like Watt's for a principle, that 
is the application of hot air to furnaces, but he has not 
practically described any mode of carrying it into effect. 
If he had perhaps he might have covered all other modes 
as being a variation." 

The same patent was the subject of litigation before 
the Court of Session, in the c.nse of The Househill Iron 
Oompany v. Neilson, (a) and Lord Justice Clerk Hope 
said : " It is quite true that a patent cannot be taken 
out solely for an abstract philosophical principle for 
instance, for any law of nature, or any property of 

(a) 1 Webs. P. U. 683. 
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matter apart from any mode of turning it to account in 
the practical operations o( manufacture, or the business 
and arts and utilities of life. , The mere discovery of 

• 

such a. principle is not an invention in the patent law sense 
of the term. Stating such a principle in a patent may 
be a. promulgation of the principle, but it is no applica
tion of. the principle to any practical purpose. And 
without that application of the principle to a practical 
object and end, and without the application of it to 
human industry or to the purposes of human enjoyment, 
a person cannot in the abstract appropriate a principle 
to himself. But a patent will be good, though the 
subject of the patent consists in the discovery of a great 
general and most comprehensive principle in science or 
law of nature, if that principle is by the specification ap
plied to any special purpose, so as thereby to effectuate a 
practical result and benefit not previously attained." (a) 

"The skill and ingenuity of the inventor," said Lord 
Hatherly in Oannington v. Nuttall, (b) "are shown in the 
application of principles. Few things come to be known 
now in the shape of new principles, but the object of the 
invention generally is the applying of welll-nown prin
ciples to the achievement of a practical 1•esult not yet 
achieved." And Lord West bury said : " I may con
struct an apparatus, and may in point of fact make the 
merit and the benefit of that apparatus depend upon the 
applicatil)n of some natural force or property which is 
perfectly well known, but my invention consists in the 
construction of the apparatus in such a manner as to 
bring the natural ageacy or power to bear upon and 

(a) And see Dangerfield v. 
Jone8, 13 L. T. (N.) 142 ';Baxter 
v. Combe, 1 Ir. Ch. 284. 

(b) L. R. 5 H. L. 216. 

• 
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effect the object which I desire to effect, and that I do 
by means of an apparatus constructed so as to bring into 
action that natural power. If, for example, I avail 
myself of the well-known expansive :force of steam in 
order to effect a new object or a more beneficial result, 
and I introduce that by means of an apparatus con
structed for the purpose of bringing this well-know 11 expan
sive power into utility for my particular purpose, I have 
no right of invention in the discovery of that expansive 
power. My invention consists in the arrangement of the 
apparatus, in order to receive that ordinary and well
known dynamic agent, and make it a fit instrument for 
effecting a new result." 

In Jones v. Peal'ce,(a) the patent was for an improve
ment in carriage wheels, and consisted in the application 
of the suspension principle to their construction. The 
means of application was described, and the patent was 
supported. 

In Minter v. Wells, (b) the patent was for " an improve
ment in the constructing, making, and manufacturing of 
chairs." The specification described the invention to 
consist " in the application of a self-adjusting leverage to 
the back and seat of a chair, whereby the weight on the 
seat acts as a counterbalaJJce to the pressure against the 
back of such chair." The claim was in the same words. 
It was objected that the claim was for a principle, and not 
for any particular mode of applying it, but it was held 
that the application of a self-adjusting leverage pro· 
ducing the effect, constituted the machine, and that the 
patentee Claimed that machine and the right to make it 
by the application of the par~icular form of self-adjusting 

(a) I Webs.P.U.I2I. (b)IWebs.P.R.I34; IC.l\I.&R.507. 
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leverage. Lord Lyndhurst, C. B., said: "It is not a CuAr. III. 

leverage only, but the application of a self-adjusting 
leverage; and it is not a self-adjusting leverage only, but 
it is a self-adjusting leverage producing a particular 
effect by the means of which the weight on the seat 
counterbalances the pressure against the back." It was 
said, in argument, that this was nothing more than one 
of the first principles of mechanics, and Parke, B., 
said : " But that not being in combination before, 
cannot that be patented ? It is only for the application 
of a self-adjusting leverage to a chair cannot he patent 
that? He claims the combination of the two, no matter 
in what shapes or way you combine them ; but if you 
combine the self-adjusting leverage which he thus applies 
to the subject of a chair that is an infringement of his 
patent." 

In Hills v. London Gas Light Oompany,(a) it was con
tended that the mere application of hydrated oxides to 
absorb the sulphuretted hydrogen from coal gas, was not 
the subject of a patent, as that property of it was pre
viously well known. It was held that the application of 
the hydrated oxide was the principle, and that if a man 
were to say, "I claim the use of hydrated oxide of iron 
for the purification of coal gas," without saying how it 
was to be applied, the objection might be well founded, 
but that as the patent said: "I claim it in the manu
facture of gas in the way I have described," and showed 
how it might be used, the objection failed. 

In a patent for cc improvements in giving signals and 
sounding alarums in distant places by means of electric 
currents transmitted through metallic circuits," one of 

(a) 5 H. & N. 369. 
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the improvements was described. as an improvement 
" whereby a set of combined conducting wires having a 
voltaic battery, and a set of buttons or finger keys, and 
also a dial with metallic needles for giving signals, as 
well as an apparatus for sending alarnms at each end of 
the set, may also have duplicates of such dials with 
needles and apparatus for alarums, at intermediate places 
between the two ends; all such duplicates operating 
simultaneously with each other and with the two end 
dials and alarums, to give like signals and to sound like 
alarums." The jury found that rc the sending of signals 
to intermediate stations" was a new invention of the 
patentees. In an action for infringement it was insisted 
that the giving of duplicate signals at intermediate 
stations was not the proper subject of a patent, being an 
idea or principle only, and not a new manufacture. The 
Court of Common- Pleas, however, held that the patentees 
not only communicated the idea or principle, that dupli
cate signals might be given, but showed how it might be 
done, and that it was the fit subject of a patent, for 
though it might be probable a priori that a circuit 
having a distant coil could have an intermediate one also 
which would operate in the same manner, still it was a 
matter of experiment that it could be practically done. (a) 

Particular Where a subject is not new, any patent taken out for 
method can- h d f not be ex- a met o o performing the operation will be substan-
tended becaust> tially confined to that method and cannot be extended 
of common ' u . 
principle. to other methods obviously different, because they in-

volve some common principle applied to the common 
object, and may apparently be described by the same 
general terms. (b) 

{a) Electric Telegraplt Co. v. 
Brett, 8 C. B. 883. 

(b) Bovill v. Pimm, 11 Exch. 
739 . 

. ' 
• • 
' 
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If the ·11pecification does not point out the mode by 
which the process is to be performed, so as to accomplish 
the object in view, it will be a statement of a principle 
only, and the patent will be invalid. Thus, where a 
patentee stated in his specification the principle of his 
invention, and that he proposed to unite lead and tin by 
pressure, but did not give the exact proportions in which 
they were to be used, nor the mode in which they were 
to be combined; and a subsequent patentee specified the 
proportions of the two metals, gave the details of the 
mode of working, and did not claim the production of 
the new material, except hccording to the directions 
given, it was held that as the earlier patent only stated 
a principle, the latter patent, as it did not claim the 
discovery of the principle, but only a new mode of 
carrying it into effect, was valid. (a) 

. " 

CHAP. III. 

Ifmodenot 
pointed out. 
patent will be 
for principle, 
and invalid. 

• 

If the patentee claims a principle to be carried into So if every 
re • • h' h •t b d th l . . f, mode of carry-euect m any way m w lC 1 can e use , e c aim IS ar ing principle 

h . . l d th t t . b d I th f th into effect is ,t e prmmp e an e pa en 1s a . n e course o e claimed. 

argument of Neilson v. Harford (b) the plaintiff's counsel 
said that tho patentee claimed every vessel and every 
shape of vessel in which air could be hea:ted between the 
blowing apparatus and the furnace. Alderson, B., said: 
"Then I think that is a principle, if you claim every 
shape. If you claim a specific shape and go to the jury 
and say that which other people have adopted is a colour
able imitation, then I can understand it. If you claim 
every shape you claim a principle. There is no dift'erence 
between a principle to be carried into effect in any way 

(a) Betts v. ~llfenzies, 10 H. & 
C. 117; Bovill v. Keyn·orth, 7 
EI. & m. 735. 

• 

• 

(b) 1 Webs. P. H. 355. 

E • 

• 

• 
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you will and claiming the principle itself; you must 
• 

detail some specific mode of doing it. Then the rest is a 
question for the jury." But it is not.necessary to claim 
every mode which will succeed so long as some mode is 
pointed out. See the remarks of Lord Abinger in the 
same case, p. 356 • 

There was formerly a doubt as to whether there could 
be a patent for an addition to an old manufacture. This 
doubt rested entirely on Bircot's case,(a) where Lord Coke 
held that there could not be such a patent; but in Bo~tlton 
v. Bull, (b) Eyre, C. J., said that the principle on which it 
was decided had not been adhered to; and Buller, J., 
said: " What were the particular facts of that case we are 
not informed, and there seems to me to be more quaint
ness than solidity in the reason assigned, which is, that 
it was but· to put a new button to an old coat, and it is 
much easier to add than to invent. If the button were 
new, I do not feel the weight of the objection that the 
coat on which the button was to be put was old. But, in 
truth, the arts and sciences at that period were at so low 
an ebb in comparison with that point to which they have 
since advanced, and tho effect and utility of improvements 
so little known, that I do not think that case ought to 
preclude the question. In later times whenever the -point has arisen the inclination of the Court has been in 
favour of the patent for the improvement, and the parties 
have acquiesced where. the objection might have been 
brought directly before the Court." 

In Mor1'is v. Bransmn (c) it was. decided that an addition 
to an old stocking frame was the subject of a patent, 

(a) 3 Inst. 184. 
(b) 2 H. Bl. 463 . 

(c) Bull(N.P.)76c.; I Webs. 
P.R. 51. 

• 

• 
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·Lord Mansfield saying that the objection, that there could 
not be a patent for an addition, would if valid go to 
repeal almost every patent that was ever granted. · And 
in Hornblower v. Boulton, (a) Grose, J., said that if Bircot's 
case were law it would set aside many patents for very 
ingenious inventions in cases where the additions to 
manufactures before existing are much more valuable 
than the original manufactures themselves, and that Lord 
Coke's opinion seemed to have been formed without due 
consideration, and was not well founded. The addition 
or jmprovement must be new and of benefit to the public. 
The law on this point was thus laid down by Buller, J., in 
R. v. Arkwright: (b) "In the case of an invention, many 
parts of a machine may have been known before, yet if 
there be anything materia1 and new which is an improve
ment of the trade that will be sufficient to support ~t 

patent." 
• 

If it appears that any part of the invention which is 
claimed as an improvement is not so, the patent will be 

. void as the Crown is deceived in the grant.(c) In Mm·gan 
• 

v. Seaward (cl) Parke, B., in considering this point said: 
"Upon the authorities we feel bound to hnln that the 
patent is void upon the ground ot' fraud on the Crown, 
without entering into the question whether the utility of 
each and every part of the invention is essential to a 
patent where such utility is not suggested in the patent 
itself as the grotmd of the grant~ That a false suggestion 
of the grantee avoids an ordinary grant of lands or tene
ments from tha Crown is a maxim of the Common Law, 

• 

(a) 8 T. R. 104. 
(b) 1 Webs. P.R. 71. 
(c) Losh v. Hague, I 'Yebs. 

P.R. 208. 

• 

(d) 2 M. & W. 561; M. & H. 
60; 1 Webs. P. R. i96. 

CnAP, Ill. 

•• 

Addition or 
improvement 
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nnd of benefit 
to the public, 

• 
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• 

• 
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• 

and. such a grant is void. not against the Crown merely, 
but in a suit against a third. person. It is on the same 
principle that a patent for two or more inventions when 
one is not new is void. altogether, as was held in Hill v . 
Thompson(a) and Bruntonv. Hawlces,(b) for although the 

• 

statute invalidates a patent for want of novelty, and con-
sequently by force of the statute the patent would be void 
so far as related. to that which was old, yet the principle 
on which the patent has been held to be void altogether, 
is that the consideration of the grant is the novelty of all, 
and the consideration failing or, in other words, the Crown 
being deceived in its grant, the patent is void and no 
action is maintainable upon it. (c) 

The claim to a patent for invention is not affected by 
tho circumstance that by subsequent discoveries improve
ments have been made which lead to results being ob
tained which could not be obtained by the original 
invention.Where the plaintiff's invention was described. 
both in the title and in the specification as consisting in 
" improvements in giving signals and sounding alarums 
in distant places by means of electric cnXTents transmitted 
through metallic circuits," and it was subsequently dis
covered by the defendant that the circuit need not be 
continuously metallic, but that the earth might be used 
as a connecting .medium, it was contended in an action 
for infringement that the words" metallic circuit" would 
mislead a person who was in possession of improvements 
identical with those of the plaintiff~ but which he in
tended to use in giving signals by non-metallic circuits. 

(a) 2 B. Moo. 424; 8 Taunt. 
375; I Webs. P.R. 237. 

(b) 4 B. & Ald. 542. 
(c) Barber v. Grace, 1 Exch. 

339 ; Huddart v. Grimshaw, 1 
W cbs. P. R. 85 ; Heath v. Smith, 
3 EI. & Bl. 256. 

• 

• 
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It was held, however, that the title did the earth circuit CnAP. III. 

not being publicly known give suffi~.--ient notice to any 
person secretly. acquainted with that discovery. In 
delive1-ing the judgment of the Court of Com.mon Pleas, 
Cresswell, J., said, "It appears to us reasonable to hold 
that a cla.im for a patent for improvements in the mode-
of doing something by a known process is sufficient to 
entitle the claimant to a patent for his improvements 
when applied either to the process as known at tho time 
of the claim, or to the same process altered and improved 
by discoveries not 1.-:o.own at tho time of the claim, so long 
as it remains identical with regard to the improvements 
claimed. (a) 

A patent for an improvement on an existing patent is 
valid.(b) In Ora,nev. Prica(c) Sir N.C. ~rindal, C.J.,said 
that upon reason and principle there did not appear to be 
any objection to such a patent, the new patent after the ex-
piration of the old one would be free fi·om every objection, 
and while the former existed the new one could bo legally 
used by the public by procuring a licence from the original 
patentee or by purchasing the apparatus from him or 
some of his agents. (d) 

But if the improvements cannot bo used without the 
machine for which the first patent has been granted, the 
patentees must wait until the original term has expired. (a) 

It is a question fo:r the jury to decide whether the im-

Improvement 
• • on e; •Htmtt 

pat{;nt valid. 

• 

Value of im
provement 

. querltion for 
• 

• 

(a) Electric Telegraph Co. v. 
Brett, 10 C. B. 881. 

(b) Hill v. Thomps011, 3 Mer . 
629; 1 Webs. P.R. 237; Bovill 
v. lJfoore, 2 Marsh. 211; Lewis 
v. Davis, 3 C. & P. 502; Harmar 
v. Playne, 11 East, 101 • 

• 

(c) l Webs. P.R. 41 
(d) See Lister v. Lc<, 

EI. & BI. 1017. 
I' 8 
' 

(e) Ex parte Fox, 1 V. & B. 
67; Lewis v. Davis, 3 C. & P. 
502; Fox v. Dellestable, 15 W. 
R. 194. 

JUry • 
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• 

CaAP. III. provements claimed are trifling and insignificant and not 
· · worth a patent.(a) 

• 

. . A patent may be granted for a combination of machinery 
Patent for a • 
combination of or substances, all of which were known and m use pre-
lmown articles • I h b · · · d JJ.hl I . . in new manner vwusly so ong as t e com mat10n 1s new, an use1' . n 

· valid. 
• 

Bmdton v. Bull,(b) Buller, J., said that it is no objection 
to a patent for a mechanical or chemical discovery that 
the articles of which it is composed were known and were 
in use before, provided the compound article which is tho · 
object of the invention is new. (c) 

"There are," said Lord_ Ellen borough, "common ele
mentary materials to work with in machinery, .but it is the 
adoption of those materials to the execution of any par· 
ticular purpose that constitutes the invention; and if the 
application of them be new, if the combination in its 
nature be essentially new, if it bo productive of a new 
end and beneficial to tho public, it is that species of inven
tion which protected by the king's patent ought to con
tinue to the person the sole right of vending." (d) 

Where the patent was for" an improvement or improve
ments in the making or manufacture of elastic goods or 
fabrics applicable to various useful purposes," and the in
vention consisted in the use of elastic threads or strands 
of India rubber covered with filaments wound round them, 
with yarns of cotton or other non-elastic materials placed 
alternately side by side as a warp and combining them 

(a) Loslt v. Hague, 1 Webs. 
P. R. 205. 

(b) 2 H. Bl. 487. 
(c) See nlso Lukie v. Robson, 

2 Jur. 201. 
(d) Huddart v. Grimsltaw, 1 

Webs. P. U. 86 ; Bovill v. 

:lJfoore, 2 1\Inrsh. 211; Hill v. 
Tlwmpson, 8 1\Ier. 629 ; 1 W cbs. 
J>. R. 237 ; Derosne v. Fairie, 
ib. 154; Gamble v. Kurtz, 3 
C. B. 425 ; Batemmt v. Gray. 
1 C. L. R. 514; Camzington v. 
Nuttall, L. R. 5 H. L. 205. 

• 

.. 
' 
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by means of a weft, when in extreme tension and deprived 
of their elasticity, so that a cloth was produced in which 
the non-elastic threads formed a limit up to which the 
elastic threads might be stretched, but beyond which they 
could not be stretched and therefore could not be easily 
broken, and the materials were old; but the jury found that 
the combination was new, the patent was supported. (a) 

In Bovill v. Keyworth(b) the specification of a patent 
for improvements in manufacturing wheat and other grain 
into flour, claimed as the inventlon exhausting the dusty 
air when the same had been blown through the grinding 
surfaces of the mill stones from the chambers receiving 
the meal, by means of a blast of air. This invention 
consisted of the combination of a blast and an exhaust, 
both of which had been used separately in mills, and it 
was held to be the subject of a patent. 

" If," said Lord Westbury, "a combination of ma
chinery for effecting certain results has previously existed, 
and is well known, and an improvement is afterwards dis-

• 

covered, consisting for example of the introduction of 
some new parts, or an altered arrangement in some par
ticulars of the existing constituent parts of the machine, 
an improved arrangement or improved comi.Jination may 
be patented." (c) 

A patent may be granted for a machine formed by the 
mere arrangement of common elementary mechanical ma
terials, even if it produce no other results than have been 
previously accomplished by other mechanical arrange
ments and construction, if it appears that the results ob-

(a) Comish v. ](eene, 4 Scott, 
337; 3 Bing. (N. C.) 588; 1 
Webs. P.R.lil7. Amlsec Car
pcnterv.Smitlt,l Wcbs.P.R.li38. 

(b) 7 El. & Bl. 725. 
(c) Foxwell v. Bostock, 12 W. 

R. 725. 

• • 
.• • 

-
CnAP. III. 

• 
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tained are produced with greater expedition ·and economy, 
and are of a better quality. (a) 

The discovery of 11 property in a combination of known 
articles for useful purposes may be the subject of a patent. · 
Thus the discovery that the combination of copper and zinc 
of a certain quality in specified proportions for the pur
pose of making an alloy, which combination would be de
feated by the introduction of any foreign ingredients, was 
held to be a good subject matter for a patent.(b) 

• 

· each part as 
new . 

A patent for a combination is not a claim that each part 
of it is new, but on the contrary each part may be old, 
and yet a new and useful combination of such old parts 
may be valid.(c) 

• 

• 

A valid patent. for a process gives protection to each 
part that is new and material for the process without any 
express claim of particular parts, and although the parts 
of the combination are old. (d) 

Combination A patent may be granted for a combination of old and 
of things partly • 
old and partly new machinery. (e) 
!ewt. f It In order to teat whether a part of a combination for 
~es o nove y 
o.f combina- which a patent is taken out is new, it ought to be con-
tlon. • 

• 

s1dered whether a patent could be granted for the part by 
itself. (f) 

And in order to discover whether the whole invention 
is J?.eW the proper mode is to take the specification alto-

(a) Murray v. Clayton, L. R. 
7 Ch. 570. 

(b) llfuntz v. Foster, 2 Webs. 
P. R. 93; Walt01z v. Potter, 
Webs. P. R. 604. 

(c) Lz'ster v. Leather, 8 El. & 
Bl. 1017. 

(d) Lister v. Leatlwr, 8 El. & 

Bl.1 023; Parkes v. Stevens, L. R. 
8 Eq. 367; on app., L. R. 5 Ch. 
36. 

(e) Sellers v. lJickenson, 5 
Exch. 312; Newton v. Grand 
Junction Raz'lway Co., ib. 331. 

(f) Parkes v. Stet ms, L. R. 
5 Ch. 36 . 

• 

• 

• 
• ., 

• 
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gather, and see whether the matter claimed as a whole is CuAP. III. 

new. (a) "I take it," said Lord Hatherley in Oannington 
v. Nuttall,(b) "that the test of novelty is this: Is the pro· 
duct which is the result of the apparatus for which an in-
ventor claims letters patent effectively obtained by means 
of your new apparatus, whereas it had never before been 
effectively obtained by any of the separate portions of 
the apparatus which you have now combined into one 
valuable whole for the purpose of effecting the object you 
have in view." 

A patent cannot be granted for the application of a Applicati!'n of 
• old machme to 

well known machme to purposes analogous to the purpose nnnlogons pur· 

h. h · h 1r d b li d un1 h d f poses or new to w IC 1t as a ea y een app e , ess t e mo e o mnterinls can-

application is new (c) not be patented 
• unless mode 

In Kay v. Ma1·shall(d) the plaintiff claimed to have in- of application 
new. 

vented "new and improved machinery for preparing and 
spinning flax, hemp, and other fibrous substances by 
power." The specification, after setting forth and de
scribing the invention and in what manner the same was 
to be performed, claimed as the invention in respect of 
new machinery, for preparing flax, hemp, and other 
fibrous :substances certain macerating vessels, and the 

· trough of water described in the specification; and claimed 
as the invention in respect of improved machinery for 
spinning flax, etc., the trough for holding the rovings 
when taken from the macerating vessels, and placing the 
retaining rollers and the drawing rollers nearer to each 
other than they had ever been placed before. It was 
shown that before the date of the patent fibrous substances 

• 
• 

(a) Newtan v. Grand Junction 
Railway Co., 5 Exch. 334. 

(b) L. R. 5 H. L. 216. 

(c) Loslt v. H%'"'llC, 1 Webs. 
P.R. 208. 

(d) 2 W cb.s. P. R. 36. 

• 
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bad been spun ~t a shorter reach than two-and-a-half 
inches, but that it was not known that flax could be spun 
by means of maceration, as having a short fibre at a reach ' 
of two-and-half inches. It was held by the Court of 
Common Pleas on a case sent by Lord Langdale that 
there was not such an invention as to support a patent . 

• 

Sir N. C. Tindal, C. J., said: "Now whether a patent 
• 

can by law be taken out for placing the retaining rollers 
and the drawing rollers of a spinning machine, which 
machine itself was known, and in use before, within two 
inches-and-a-half of each other under the circumstances 
stated in the case is the real question between the. parties, 
and we think it cannot." The case then went to thE> 
House of Lords, where tho judgment of tho Court of 
Common Pleas was affirmed. Lord Cottenham said, p. 
82, " that if a man has discovered any means of using a 
machine which the world has not known before the b....,nefit 
of, that he has a right to secur;.' to himself by means of a 
patent, but if the mode was known before, then he cannot 
deprive the public of having the benefit of that which 
they enjoyed before!' 

In Pow v. Taunton(a) the patent was for tho application 
of a nipping lever to the surface of a wheel for the pur
pose of making it revolve; and it was held that, though 
the application of the nipping lever might be new, it must 
be shown that the means essential for carrying the appli
cation into effect were new also. So in Reg. v. 01ttler(b) 

it was held that tho application of iron tubes coated with 
brass to form the tubular flues of steam boilers could not 
be supported as, although the application of the tubes was 
new, neither the tubes themselves nor the mode of apply
ing them was new • 

(a) 9 Jur. 1056. (b) 2 C. & K. 215 . 



• • 

OF LETTERS PATENT. 59 

In Ha;rwood v. The Great Nm·tlwrn Railway Oo.,(a) the 
patent was for "improvements in fishes and fish joints 
for connecting the rails of railways." The material part of 
the specification was as follows : " The fishes are made with 
a groove or recess in their outer surfaces, which groove 
se•-vea to receive the square heads of the bolts, and pre
vent then turnli~3' round when the nuts are screwed on or 
off. W &~~era are 1J1~'!sd i · Lhe groove of the fish, which is 
next tc tile nut··, so as to allow of the nuts being turned 
round ; or the :iis~ on. this side may be made without the 
groove. The position of the bolts and nuts may be re;
versed if prefetTed, so that the nut may be prevented 
from turnin.ground while the bolt is screwed into ib. Tlte 
groove renders the fish lighter for an equal strength or 
stronger for an equal weight of metal than a fish which 
is made of an equal thickness throughout. The top and 
bottom of each fish is a plane surface, and tho parts of the 
rail with which they come in contact are also plane sur
faces forming the same angle as the top and bottom 
surfaces of the fish. The fishes are thus made to fit into 
their places with greater facility than if these surfaces 
were of curved or irregular forms. If, however, the 
surfaces of the rails are clll'ved, the fishes may be made 
to fit them." 

It was proved that before the date of the patent the 
rails of railways had been connected by fishes and fish 

. joints, attached to each side of the rails at the joints by 
means of bolts and nuts, but until the time of the patent, 
fishes for connecting the rails of railways had never been 
made with a groove or recess in their outer or lateral 
surfaces so as to receive the square heads of the bolts. 

(a) 11 H. L. C. 654. 

CnAJ•, III. 

• 

• 
• 
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CnAP. Ill. It was also proved that double channelled iron had been 
used for fishing the beams of railway bridges. Lord 
Westbury, in moving the judgment of the House of 
Lords, said : "The question is whether there can be any 
invention of the plaintiff in having taken that thing which 
was a fish for a bridge, and having applied it as a fish to 
a railway. Upon that, I think, the. law is well and 
rightly settled, for there would be no end to the interfer
ence with trade and with the liberty of adopting any 
mechanical contrivance if every slight diflerence in the 
qpplication of a well known thing should be held to 
constitute ground for a patent. . . There is the familiar 
contrivance of the button to the button hole taken from 
the waistcoat or coat, which may be applied in some 
particular mechanical combination in which it has not 
hitherto been applied, to constitute that application the 

• 

• 

• 

subject of a patent to be granted for a new invention. No 
sounder doctrine was ever established than .... that you 
cann~t have a patent for a well known mechanical con
trivance, merely when it is applied in a manner or to 
a purpose which :ig not quite the same, but is analogous to 
the manner or to the purpose in or to which it has been 
hitherto notoriously llf<{IO, The channelled iron was 
applied in a manner which was notorious, and the appli
cation of it to a vertical fisb. would be no more than the 
application of a well known contrivance to a purpose 
exactly analogous or COITesponding to the purpose to 
which it had been previously applied.'1 

In Jordan v. Moore, (a) it was decided that the combi
nation of iron and timber in the construction of ships, 
being already well known and commonly used, a patent 

(a) L. R. 1 C. P. 635 • 

• 

• 
• 
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for a peculiar combination of those two materials could 
not be sustained; and in Mackelcan v. Rennie, (a) it 
was said by the Court, though the point was not 

-expressly dt:Jcided, that the use of iron instead of tim
ber in the construction of floating docks was not an 
invention for which a patent could be granted. 

A patent cannot be taken out for the use of a machine 
known before, in a manner known before, so as to gain a 
particular advantage.(b) 

Ia 'l'etley v. Easton, (c) the patent was for an invention 
of "certain improvements in machinery, for raising and 
impelling water and other liquids." The specification 
described the machine, which was a pump working by 
centrifugal force, and the part of the machine upon 
which tho , , , , ';;tion arose was thus described : "In the 

• 
interior 01 ; case gg is placed a hollow wheel having 
hollow spokes or radial arms of which qq are two, rr I 
call a nave, which is hollow ; and ss are two hollow 
shafts, one at each side of the wheel." "In reference to 
the hollow wheel, I do not confine myself to the number 
or to the use of hollow spokes, but in some cases propose 
to substitute circular discs with a narrow water channel 
between, and a valve or flexible valve or valves on the 
circumference so as to have a channel or channels in tho 
interior thereof for the passage of liquids, and adapted to 
neutralize the effects of suction '!;y having a correspond
ing or proportionate degree of suction each side." The 
p::.tentee after disclaiming any exclusive right tJ wheels 
when consisting of hollow spokes or of a channel or 

(a) 13 C. B. (N. S.) 61. See 
Amold v. Bradbury, L. R. 6 Ch. 
706. 

• 

(b) Ralston v. Smith, 11 H. L. 
c. 223. 

(c) 2 C. B. (N. S.) 706. 

CuAP. III. 

Use of old rna· 
chine in old 
manner cannot 
be patented. 

• 

• 
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channels between discs, when considered apart or separate 
• 

from the machinery described, claimed as his invention 
" the means of increasing the action ' f the machine by 
causing the liquid to enter the wheel on both sides. It 
was proved that the form of the patentee's wheel was 
not now and that the plan of admitting water at both 
sides for the purpose ofboing projected forward by centri
fugal force was not now, it having been made known 
by a previous specification of a patent for a similar pur
pose. Cresswell J., said: "It may bo true that the 
plaintiff first explained the full benefit obtained by so 
introducing it, but the discovery that a particular advan
tage was obtained by the use of a wheel known before, 
in a manner known before, cannot bo called an inven
tion or application to sustain a patent." 

In the case of The Patent Bottle Envelope Oo. v. 
Seymmu-, (a) Willes, J., said that tho application of 
a well known tool to work previously untried materials 
or to produce new forms is not the subject matter of a 
patent, and that to hold the contrary might tend to 
produce oppressive monopolies jn the application of old 
and well known implements. to new materials without 
any further novelty or merit than discovery of the mate
rial or the form into which it is to be worked ; and that 
such a discovery was not one of a new manufacture 
within the statute, and that a patent for it alone could 
not be maintained. When a patent was taken out in 
the year 1853 for "certain improvements in preparing, 
dressing, finishing, and winding cotton and linen yarns 
or threads, and in the machinery connected therewith," 
the specification of which stated that "the yarns or 

(a) 5 C. B. (N. S.) 164 . 

• • 

• 
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thread to be dressed are wound upon a roller or beam at CuAP. III • 
• 

one end of the machine, pass through the operat-ion of 
sizing as in common use, and from thence to the cor
responding beam at the opposite or finishing end of the 
machine;" and in the year 1856 a patent was taken out 
for" an improvement in finishing yarns of wool or hair, · 
and in the finishing of woven fabrics or piece goods," 
a similar process being described by tho specification, 
except that no mor.tion was made of sizing, it was held 
that sizing was noli a part of tho process or apparatus 
patented in 1853, and that the latter patent was void as 
being for the application of the same machinery to a new 
material as had already been applied to other material 
with the same result.(a) 

A mere improvement in performing an operation already 1\Iere .impr~vc-

d l . d b h b' ment m PXlst-well known an ong practise cannot e t e su ~ect of ing proc!'RR 

I B t T:r k (b) l . . not Hubject of a patent. n 1'1tn on v . .uaw ·es t 1e mvent10n con- patent. 

sis ted in casting tho two flukes of an anchor in one piece ; 
previously thu two flukes had been welded to the slmnk, 
and the patent was held to be void. " A patent," said 
Abbott, C. J., "for a machine, each part of which was in 
use before, but in which the combination of different parts 
is new and a new result is produced, is good, because 
there is r.ovelty in the combination. But here the case is 
perfectly different; formerly three pieces were united 
together, the plaintiff only unites two; and if the union 
of those two bad been eflected in u. mode unknown be-
fore, as applied in any degree to similar purposes, I should 

(a) Brook v. A.~ton, 8 E. & B. 
478; affd., 5 Jur. (N. S.) 1025 ; 
28 L. J. Q. B. 175. See also 
Bush v. Fox, 5 II. & C. 707 ; 

Willis v. Davison, 1 N. R. 234; 
Rusllton v. Crawley, L. R. 10 
Eq. 522. 

(b) 4 B. & Ald. 540 . 

• 

• 

{ 
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have thought it a good ground for a patent; but unfor
tunately the mode was well known and long practised. 
I think a man cannot be entitled to a patent for uniting 
two things instead of three, where that union is effected 
in a mode well known and long practised for a similar 
purpose." · 

In Ormson v. Olarl~e, (a) it was held that casting 
tubular boilers in one piece, they having previously 
been made in several pieces, was not the subject of a 
patent. In Horton v. Mabon, (b) the patentee claimed 
as his invention the substitution of double angle iron, 
for two pieces of single angle iron in the formation 
of hydraulic cups or points to telescopic gas holders. 
It was well known that the cups might be made by 
riveting two pieces of single angle iron to a plate, and 
it was held that the substitution of double angle iron was 
not an invention for which a patent could be granted. 
Willes, J., said: "No doubt a new combination of old 
machinery or instruments, whereby a new and useful 
result is obtained, may be the subject of a patent. But 
there must be some invention. There is none here . 
By making a thing in one piece instead of as before 
uniting several pieces together the patentee no doubt 
effects a considerable saving of labour and expense. The 
merit is due to the person who first produced the article 
called double angle iron. That is old and well known, 
and had long been applied to purposes not dissimilar to 
that to which the present plaintiff applies it. The mere 
fact of its application to gasholders rendering their 
construction better or cheaper does not constitute a 

• 

subject matter of a patent." 

(a) 14 C. B. (N. S.) 475. (b) 12 C. B. (N. S.) 437 
atfd. 16 C. B. (N. S.) 141. 

• 
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. The invention must consist. either in some new com- CRAP. m. 
bination of old existing materials or else in the discovery or discovery. 

of something that did not exist before. Thus, in 
Thompson v. Jamas,(a) it was held that the sub~titution 
of steel for whalebone hoops for distending petticoats 

• • 

. was not the subject of a patent. (b) " The use of a new 
.. material," said Sir R. Malins, V. C., " to produce a 

known result is not the subject matter of a patent, but 
there must be some invention, something really new, 
~omething more valuable to the public than the simple 
use of a new material to produce a known article." (c) 

If the new application of any machine or process lies So'!le appli
catiOn of 

so much out of tho track of the former uso as not natur- thouaht and 
0 

't lf • h' · d study neces-ally to suggest 1 se to a person turmng 1s mm to sary. 

· the subject, but to require some application of thought 
or study; it may be the subject of a patent. (d) 

• If tho invention is in reality a modification or altera- A real altera-
. f h . . 1 ·a d th It d d . tion in the tion o t e ongma 1 ea, an e resu pro uce 1s new or!ffinal idea 

and useful, then it appears that a patent may be granted, ;a~e:~pport a 

although the machine or the process is old. Thus in 
Steiner v. Heald, (e) a known process applied to fresh mad-
der, was applied by the patentee to "spent madder," 
which, before the date of his patent was known to con- · 
tain some colouring matter, but no process was known 
by which it. could be extracted, and it was consequently 
thrown awuy as useless. The result of the invention 
was to render the "spent madder" valuable. It was held 
that though the properties of fresh and spent madder 

. (a) 32 Beav. 573. 
(b) And see lVhite v. Toms, 

37 L. J. Ch. 204. 

(d) Penn v. Bibby, L. R. 2 Ch. 
127; Harwoodv. Great Northem 
Railway Co., 2 B. & b. 208. 

· (c) RU8Mon v. Crawley, L. R. (e) 6 Exch. 607. 

• • • • . , 

10 Eq. 522. 

• 

• 

F 

• 

• 
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might be the same or might be different, it did not fol
low as a matter of ltt.w that the plaintiff's patent was 
void, but that it was a question for the jury whether the 
invention was a new manufacture. (a) 

• . . ' 

In Newton v. Vaucher,(b) the defendant obtained a 
patent for packing parts of hydraulic engines or machines, 
or rendering the same fluid tight. The invention con
sisted in the application of soft metal instead of elastic 
substances, which had been in use before for enabling the 
axis of the machine to work in a case and to be water, 
air, and steam tight. Nothing was said as to friction 
or bearings. .After the date of the defendant's patent 
the plaintiff discovered that when there was . pres~ure 
upon soft metal, friction was in a great degree 
diminished, and he took out a patent for the application 
of thid discovery to improvements in the construction of 
boxes for the axles or axle-trees of locomotive engines 
or carriages, and for the bearings of maehinery in 
general. It was held that the patent was for a new 
principle embodied in a new machine, that the applica
tion of the soft metal differed essentially from that of 
the specification, and that the patent was valid • 

Where the invention is for a mere process, any change 
in the order of the process constitutes a new manufacture. 
Thus, where the invention was the rendering fabrics 
waterproof, but at the same time leaving them pervious 
to air by immersing the fabric in a mixture of a solu
tion of alum with carbonate of lime and then in a solution 
of soap, and it appeared that before the plaintiff's patent 
a solution· of alnm and soap was made in which the 

(a) See alsoDeroane v.Fail'ie, 
1 Webs. P. R. 154. 

(b) 6 Excb. 859. 



' 

-
' • 

• 

OF LETTERS PATENT. 67 

fabric was immersed, it was held that the plaintiff's C1uP. m. 
' 

patent was good. (a) So, where the use of soap and 
water in the process of felting, instead of acidulated 
water, was known, and the use of rollers was also 
known, it was heM. that a patent for the application 
of soap and water in combination with rollers was a 
good subject matter for a patent. (b) 

The adaptation of a known substance to a purpose to Adaptation of 
known sub· which it has never before been applied, and the pro- stance to new 

parties and qualities of which for the purpose of being Jeu:r~;:~~:~~: 
adopted to the particular purpose have never been known 
or used before, is the subject of a patent. In Waltorb v. 
Potter (c) it was held that the adaptation of caoutchouc 
as a substitute for the fillets or sheets of leather which 

• 

are commonly used in the construction of cards, for 
carding wool, cotton, silk and other fibrous substances 
was a new invention. (d) 

An invention or a discovery by means of which some 
part of a machine or of a process may be omitted is a 

• 
useful invention, and the subject of a patent. (e) In 
Russell v. Cowley, (f) the inve:'ltion was for the manu
facture of tubes for gas and other purposes without the 
use of a maundril, which had always been previously 
used, and in Booth v. Kennarcl(g) the patent claimed the 
making gas directly from seeds and other oleaginous 

(a) Halliwell v. Dearman, 1 
Webs. P. R. 401. 

(b) Allen v. Rawson, 1 C. B. 
5lil. 

(c) 4 Scott (N. R.) 145; 3 
M. & Gr. 438 ; 1 Webs. P. R. 
604. 

(d) And see Cornish v.Keene, 

4 Scott, 337; 3 Bing. (N. C.) 
570; 1 Webs. P.R. 517. 

(e) Minter v. :llfower, 6 A. & 
E. 735; 1 Webs. P. R. 139. 

(f) 1 C. M. & R. 864 ; 1 
Webs. P. R. 463. 

(g) 1 H. & N. 527. 

Omission of 
part of proceus 
mny be subject 
of patent • 

' 
' 

' 
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substances, instead of making it from oil obtained from 
those substances, and thus got rid of one process. In 
both these cases it was held that, assuming the inven
tion to be new the patent could be sustained. In 
Wallington v. Dale, (a) it appeared that in the manu
facture of gelatine before the date of the plaintiff's 
patent the hides of animals were cut in large pieces 
and submitted to the action of caustic alkali, or else 
were reduced to pulp in a mill similar to a paper mill, 
and that blood was employed for the purpose of puri
fication. The patentee's invention consisted in reducing 
the hides to thin slices or shavings, so.as to retain a 
texture which could be dealt with mechanically without 
destroying the fibre, and by this means he avoided the 
use of acids or alkalis or blood, and the patent was held 
to be good. 

• 

A process by which old materials can be used again in 
the sa-:.ae manufacture is a good subject for a patent. (b) 

A rroc~ss, . .A. patent may be taken out for a discovery or an 
wliich makes • 
a chemical invention by means of which any substance previously 
curiosity avail- kn h · 1 · 't b 1' d h able for prac- own as a c f'ill!Ca cunos1 y may e supp 1e to t e 
~~~ l:;fa~ses, public for uspful and economical purposes. (c) 
tented. In Younf' v. Fernie (d) the pat~nt was for "improve-

• 

• 

ments in the treatment of certain bituminous mineral 
substances and matters or products therefrom," and the 
invention eonsisted in treating bituminoul:! coals in such 
manner as to obtain an oil conta.ining paraffine (which 

(a) 7 Exeh. 888. 
(b) Hills v. The Liverpool Gas 

Light Co., 9 Jur. (N. S.) 140; 
Hills v. The London Gas Light 
Co., 5 H. & ·N. 313 ; Steiner v. 

Heald, 6 Excb. 607 . 

• 

(c) Stevensv.Keating,2 Webs. 
P. R. 189; S,•l!~;·,; v. Dickinson, 
5 Exch. '326; Bewley v. Han
cock, 6 D. M. G. 391. 

(d) 4 Giff. 577. 

• • 

• 

• 
• 
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was called paraffine oil) and from which oil paraffine was CuAP. III. 

obtained. The coals which were deemed to be best 
fitted for this purpose were such as are usually. called 
parrot coal, cannel coal and gas coal, as they yielded, 
upon distillation at a high temperature, olefiant and other 
highly illuminating gases in condderable quantity. Par-
affine was first discovered by Dr. Reichenbach in 1830, 
and was first obtained from beechwood tt>ft. What first 
attracted the special attention of chemists was, that par-
affine, though a white solid substance, was composed 
of exactly the same elemants in exactly the same pro-
portion as olefiant gas. It had been supposed by some 
persons that paraffine might be obtained from certain 
schists, but the plaintiff's experiments led him to con-
clude. that the proper materials were the cannel and 
highly bituminous coals. The principle of the plain-
tiff's discovery was the degree of heat at which the 
distillation was to be carried on, and this was substan-
tially the process patented. It was proved that many 
j)ractical and manufacturing chemists had been endeaT 
vouring before the plaintiff's patent to manufacture 
paraffine oils so as to supply the market, but that none 
had been successful. 

In a book published by Dr. Reichenbach in 1854 
occurred the following pn ssage : " So remained paraffine 
until this hour, a beautiful item in the collection of 
chemical preparations, but it has never escaped from the 
rooms of the scientific man." Sir John Stuart, V.C., said: 

• 

" Something therefore remained to be ascertained in The question 

d t h ful 1. . f h' . l e id whether or er o t e use app wat10n o t lS artw e 10r econo- nnything re-
. 1 d ' 1 Th' '11 tr t th mnined to be miCa an commerCia purposes. 1s 1 us a es e discovered. 

important distinction between the discoveries of the 
merely scientific chemist and of the practical manufacturer 

• 
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who invents the means of producing in abundance,. 
suitable for economical 1\nd commercial purposes, that 
which previously existed as a beautiful item in the 
cabinets of men of :Science. 

The law looks "What the law looks to is the inventor and discoverer 
to the inventor • • 
who supplies who finds out and mtroduces a manufacture which sup-
useful article. plies t~,e market for useful and economical purposes with 

Chemical nnd 
· mechanical 

• • mvent10ns 
widely differ· 
ent. 

• 

• 

an artiJle which was previously little more than the 
ornament of a museum .... Inventions in mechanics 
are as widely different from inventions in economical 
chemistry as the laws and operations of mechanical forces 
differ frcm:!. the laws of chemical affinities, and. the results 
!)f analysis and experiruent in the comparatively infant 
scit)nce of chemistry with its boundless field of undis
co•w·ed laws and undiscovered substances." 

Ir.• Higgs v. Goodwin (a) it was held that a patent for 
" treating chemically the collected contents of sewers 
and drains in cities, towns and villages, so that the 

• 

samo 111ay be applicable to agricultural a:1d other pur-
poses/' by employing hydrate of lime for precipitating 
the animal and vegetable matter contained in the sewage 
water, could be supported as a process producing a new 
result, manure in a particular form. 

In Hills v. The London Gas Light Oo. (b) the patent was 
for " an improved mode of compressing peat and of 
manufacturing gas-and of obtaining certain substances 
applicable to purifying the saw~." It was known before 
the date of the patent that hydrated oxides of iron would 
absorb sulphuretted hydrogen; but it was not known 
that they could be practically used in the purification of 
coal gas from sulphuretted hydrogen. It was objected 
that the mere application of the hydrated oxides to absorb 

(a) EI. BI. & El. 529. (b) 5 H. & N. 312 . 

• .. 
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the sulphuretted hydrogen from coal gas was not the CuAP. Ill . 
• 

subject of a patent, as that property of it was previously 
well known, but it was held that as the patentee said 
that he claimed the application in the manufacture of gas 
in t!le way he had described, and had shown how it 

might· be used, the patent w.:;,s good. · 
.A. discovery that the mixture of two or more simi'le 

substances in certain definite proportions will form a 
compound substance, valuable for medical or other quali
ties, is a good subject matter for a patent. (a) 

There may be several patents hu.ving the same object There ruay be 
, l h d f tt . . h b' seveml patents in VIeV so ong as t e mo es o a ammg t e o ~ect are with the same 

different. (b) "There can be no doubt whatever," said ::!'~~~tbemJ\1~ 
Sir N. C. Ti'1dal, C .. J ., in Walton v. Potter,.( c) "that ferent. 

although one man has obtained a patent for a given 
object, there are many modes still open for other men of 
ingenuity to obtain a patent for the same object; there 
may be many roads leading to on" pla.ce, and if a man 
has by dint of his own genius and discov-ery after a patent 
has been obtained been able to give to the public without 
reference to the former one or borrowing from the former 
one, a new and superior mode of arriving at the se:'le 
end, there can be no objection to his taking out a patent 
for that purpose. In Palme1· v. Wagstqff(d) Sir F. Pollock, 
C. B., said, "If any other person can discover a method 
of producing the same effect by a totally different n::.eans, 
he has a right tc do so." 'rhe invention must be Invention 

1 . . lf d . h f h must be com-comp ete m 1tse an not requrre t e use o an.ot er plete. 

person's invention.( e) 

(a) Per Lord Cranwor.th in 
Bewleyv.Hancoch,6D. M.G.391. 

(b) Huddart v. Grimshaw, 1 

Webs. P.R. 92. 

• 

(c) 1 Webs. P. R. 591. 
(d) 9 I~xch. 501. 
(e) Woodcraft's Patent, 2 

Webs. P. R. 27 
• 

• 
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In Htiliett v. Hague(a) the patent was for "improve-· 
me~ts in evaporating sugar." The specifioa~on described· 
the invention to consist in a method or apparatus by 
which- I am enabled to evaporate liquids and solutions at 
a low temperature. And my invention and improvement 
consist in forcing by means of bellows, or any other. 
blowing apparatus} atmospheric or any other air, either 
in a hot or cold, ata.te, through the liquid or _solution 
snbjected to evaporation, and this I do by means of pipes ... 
whose extremities reach nearly (or within such distance as 
may be found most suitable under peculiar circumstances) 
to the ~pper or interior area of the bottom of the pan or 
boi.Jer .containing suc-h liquid or solution, the other ex
tremities .of such pipes being connected with larger pipes 
which communicate with the bellows, or other blowing 
apparatus, which forces the air into them." .A prior 
specification was proved in which tho same object was 
attained by means of a pipe or pipes, perforated with a 
number of small holes, coiled at the bottom of the boiler. 
It was held that though the object of the two patents 
was the samo, tho mode of effecting tho object was dif
ferent; and that as the latter patent was for the mode or 
appara.tus1 it was not void because of the prior specifics.-

\ tion. (b) 
The question as to whether an invention is a new 

me:nufacture or not is one of fact for the jury. (o)· 

(a) 2 B. & Ad. 370. 
(b) And see Booth v. Kenward, 

2 H. & N. 84; Seed v. HiggiM, 
8 H. & C. 550; Losh v. Hague, 
1 Webs. P. R. 207; Steiner v. 
' Heald, 2 C. & K. 1022; 6 Exch. 

(c) Losh v. Hague, 1 Webs. 

,607. 

P. R. 207; Steiner v. Heald, 6 
Exch. 607; Spencer v. Jack, ll 
L. T. (N. S.) 242; Ka!J v. Mar
shall, 5 Bing. (N. C.) 492; 
Saunders v. Aston, 3 B. & Ad . 
881 ; Manton v. Parker, Dav . 

• 

- • --

• 
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· -· Ail invention milst not cnly be new out it niust also be CnAP. m. 
' 

: usefuL This condition is not imposed by the Statute of Utility in the 

:Monopolies (21 Jac. I. c. 3, s. 6), which only requires that inve':lt~on is 
0 requ1s1te. 

the invention shall be new, not that it shall be useful; a.nd 
0 

if it is proved to be new then the condition imposed by the 
statute is complied with; (a) but it is a condition required 
by the common law, for the public have a right to receive 
a. meritorious consideration in return for the prot&ction 
which the patent claims. (b) "!think," said Ashurst, J., 
rt that as every patent is calculated to give a monopoly 

- to the patentee, it is so far against the principles of law 
an~ would be a reason against it, were it not for the 
advantages which the public derive from the commu'lica
tion of the invention after the expiration of the term for 
which the patent is granted." (c) 

0 

"A grant of a monopoly," said PMke, B., in Morgan 
v. Seaward,(d) "for an invention which is altogether use-
less may well be considered as ' mischievous to the state, 
to the hurt of trade, or generally inconvenient/ within 
the meaning of the statute of James I., which requires, as 
a condition of the grant, that it should not be so, for no 

' 

addition or improvement of such an invention could be 
made by ~ny one during the continuance of the monopoly, 

0 

without obliging the person making use of it to purchase 
the useless invention; and on a review of the cases it may 

P. C. 327 ; De la Rue v. Dickin· 
1on, 7 El. & Bl. 738; Hill v. 
London Gas Light Co., 27 L. J. 
Ex. 60; Bush v. Fox, 5 H. L. C. 
707. ' 

(a) Lewis v. Zlfarling, 4 C. & 
P.58; 10 B. & C. 27; 1 Webs. 
P.R. 497. 

(b) Boulton v. Bull, 2 H. Bl. 
477. 

(c) Turner v. Winter, 1 T. R. 
605; 1 Webs. P.R. 8. 

(d) 2 M. & W. 562 ; M. & II. 
61 ; 1 Webs. P. R. 197. 

• 

' 

• 

0 

' 

• 

' 

• 

' 

' 
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' I 

he doubted whether the question of utility~~ enything · 
more than a compendious mode introduced ip compara-. 
tively modern times of deciding the question whether the 
patent be void under the Statute of Monopolies." 

In .R. v • .A'rkwright, ('1.) Bnller, J., said that the question 
for the jury to consider was whet..her the improvement 
for which the patent was taken out WM material or 
useful; and in Morgan, v. Suaward,(b) .Alderson, B., said· 
tha.t .if t!le invention was useful, it was a. siibjeot to be 
supported by a. patent, a.nd if it was not useful, then it 
was no subject to be supported • 

In Manton v. Parker,(c) the patent was-held to be 
void, as the utility of the invention wholly failed. (d) 

A patent which is taken out merely for tha purpose of 
obstructing subsequent improvements, and to prevent 
the introduction of other inventions adapted to the par-

.· · ' ticula.r subject to which it is applicable, cannot be sup-
.·_ ported. (e) . 
: ~!"Wtor The amount of utility is not to be considered, it is 
. · utility uot con· • if h , till' In Mi 
, aidered. snffic1ent t ere 1s some u ty. organ v. Sea-
• 

· . ward, (f) Alderson, B., said: " It is not material that the 
· . improvement should be g.reat. It is sufficient if there is 

. an improvement at all." (g) 
'lnventi~n may If the invention is new and useful on the whole, it is 
. fail in miessen· 
:. tialparticulars. 
' 

' ' . 

. ' . 

• 

' ' . 
,• '. 

' 

• 

' ... 
-

' 

• 

' . 
' 

(a) 1 Webs. P. n. 73. 
(b) 1 Webs. P.R. 172. 
(c) Dav. P. C. 327. 
(d).See nlsoManton v. Manton, 

Dav. P. C. 349; Bovill v. Moore, 
ib. 399; Huddart v. Grimshaw, 
1 Webs. P. R. 85; Russell v. 
Cowley, ib. 467; 1 C. M. & R. 

·· 874; Hill v. Thompson, 3 Mer. ,. 

• • .. ' 
' 
' 

• • • 

. ' -
' ' . . . -' . • 

' ' 

' . 
. ' ' 
. ' ' • • . •.,_ . . . . 

• • • • 
' ' . . 
" ' ' . ·- ~ . . . 
···:;.· 

' . ' ,__ . 
,;,. '!-·.I ~ '·:· 

. 
' 

629; 1 Webs. P. R. 237 ; Min-
• 

• 

ter v. Wells, 1 Webs. P.R. 129; 
Brunton v. Hawkes, 4 B. & .\ld. 
541. 

(e) Crossley v. Potter, Macr. 
245. 

• 

(f) I Webs. P. R. 172. 
(g) B<u v. Walker, 14 Q. B . 

37 4; ~:i'tead v. Williams, 1 W eba • 
1'. R. 134. 

• 
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• • 

: no objection tha.t it fails in some pa.rtionla.r1 if that has ... 
. not been ola.imed as essential1 (a.) and there is no false 

· . euggaation. ("/;) 
Where the patent was for sn imJ?roved machine for 

· shearing woollen cloths by means of rotary cutters going 
from list to list1 and the plaintiff claimed in his specifica
tion, among other things1 the application of a proper 

·· substance to brush the oloth1 which turned out to be 
useless, but did not clwim it as essential, Lord Tenterden1 

C. J., said : "As to the objection on the ground that 
' 
the application of a brush was claimed as part of the 
invention, adverting to the specification, it does not 
appear that the patentee says the brush is an essential 
part cf the machine, although be claims it as an inven
tion. When the plaintiffs applied for the patent, they 
had made a machine to which the brush was affixed, but 

·before any machine was made for sale1 they discovered it 
to be unnecessary. I agree that if the patentee mentions 
that ·as an essential ingredient in the patent article, 
which is not so, nor even useful, and whereby he mis
leads the public, his patent may be void; but it would be 
very hard to say that this patent should be void, because 
the pla.intift's claim to be the inventors of a certain part 

. of the machine Dot described as essential, and which 
turns out not to be so. Several of the cases already 
decided have borne hardly on the patentees, but no case 
has hitherto gone the length of deciding that such a 
claim renders a pateJ:l.t void, and I am not disposed to 

· (a) Haworth v. Hardl'astle,: 1 
Bing. (N. C.) 182; 1 Webs. P. 
R. 480; Boulton v. Bull, 2 H. 
BI. 498; Neilson v. Harford, 8 

• 

M. & W. 806; 1 Webs. P. R . 

• • 

316; Huddartv. Grimshaw, Do.v. 
P. C. 265. 

(b) 1lforgan v. Seaward, 2 M. 
& w. 563. 

• • 
' 

• 

, . 

cu.p. m . 

• 

• 

' 

• 
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• 

• 
• 

. -
• . . 

make suoh a. precedent.'' .And Ba.yley, J.; ea.id.: ~t Now 

' 

at the period when' this specification was made, the plush . 
(the substance used) was in use, and there is no. reason 
to believe ·that this patentee did x.ot think it was a 
useful part of +.he machine. His p!!.tent is for an instrn- . 
ment where something of that kind was always thought 
material, a:11d I am of opinion that the subsequent dis
covery that the plush wa>3 unnecessary is no objection to 
tpe validity of the pate.nt. If the party knew that· it 
was unnecessary, the pate,nt would be bad on the ground . 
that this was a deception, but if he thought that it WRII 

proper, and only by a subsequent discovery finds out 
that it is not necessary, I think that it forms no ground 
of objection." (a) 

It is not necessary that a patent should be so useful 
as to exclude every _other means of attaining the same 
end, it is sufficient, if on any occasion it is useful. (b) 

. It is for the jury to decide whether or not the inven
tion is useful; (c) and it is not necessary to prove that 
the invention has actually been tried and found to 
answer, but the jury may accept the evidence of scientific 
persons that such an inventio~ would be useful. (d) The 
fact of an invention not getting into use is a presumption 
against its utility. (e) 

-
(a) Lewis v. Marling, 4 .C. & 

P.57; lOB. & C. 22; 1 Webs. 
P.R. 495. 

(b) Tetley v.Easton, Macr. 63. 
(c) Lewis v. Davis, 3 C. & P. 

502; Bloxam v. Euee, 1 C. & P. 
565; 6 :B. & C. 173; Ha.worth v. 

• 

Hardcastle, 1 :Bing. (N, C.) 182; 
. 1 Webs. P. R. 480; Tetley v • 
Easton, Mncr. 63. 

(d) Neilson v. Haiford, 1 
Webs. P. R. 316 . 

(e) Morgan v. Seaward, 1 
Webs. P.R. 186 . 

• 
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CHAPTER IV . 
• 

• 

OF THE SPECIFICATION • 

LL letters patent are now granted upon the express CuAP. IV. 

: · condition that they shall be void if the patentee does Condition 

· not particularly describe and ascertain the natpre of his ~~d~f!tir 
invention and in what manner the same is to be per- specf&cation 

. · not t~ccurnte. 
. formed, by an instrument in writing, called a speci-

• 
fication, and cause the same to be filed in the office for 
filing specifications within six calendar months, next and 
immediately after the date of the letters patent.(a) 

> 

' 

It ia of the greatest importance that th9 specification Accuncy im· 

h uld • h 1 d d • ' portant, . s o g:tve t e most amp e an accurate escnption of 

> 

> 

the invention, for the description of the invention is to 
be· taken from it and not from the patent. (b) 

In Morgan v. Seaward, (c) .Alderson, 13., said: u It is ab-
- . 

solutely necessary that the patentee should state in his 
specification not only the nature of his invention but 
how that invention may be carried into effect; unless he 
is required to do that, monopolies could be given for 
fourteen years to persons who would not on their part do 
what in justice and in law they ought to do, state fairly 
to. the public wha.t their invention is in order that other 
persons may know the prohibited ground, and in order . 
that the public may be made acquainted with the means by 

(a) 15 & 16 Viet. c. 8:1, s. 9. 
(b) Arku:right v. Nightingale, 

> 
> 

• 

• > 

• 

1 W cbs. P. R. 60. 
(c) 1 Webs. P .. R. 173. 

> 

• 
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. ; Object of spe. 
· · oif1cation is to 

. ena\lle J>Ublio 
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. t!oq at expira

. · tion of term. 
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78 THE SPECIFICATION • 
• 

which the invention is to be carried into effect.'' (a) .Abso-
• 

lute precision is of course not practicable. (b) The object 
of the specification is that the invention shall be so de
scribed that after the term has expired the public shall 
have the benefit of it, (c) and the specification must so far 
describe the invention as to enable any pArson of ordinary 
skill to make the machine or perform the process. (d) In R. 
v. Ark'W'ligM,(e) Buller, J., said: "A man to entitl9h.imself 
to the benefit of a patent for a monopoly must disclose his 
secret and specify his invention in such a way that others 
m~y be t!lught by- it to do the thing for which the patent 

• 
is granted, for the end and mea.ning of the specification 
is to teach the public after the term for which the patent 
is gr11nted, what the art is, and it must put the public in 
possession of the seeret in as ample and beneficial a way 
as the patentee himself uses it, and unless the discovery 
be true and fair the patent is void;" and in Liardet v. 
Johnson(f) it was said that one principal question on 
patents is, whether the specification is · to enable 
others to make it up, for the meaning of it is that others 
may be taught to do the thing for which the patent is 
granted, so that the public may have the benefit of the 
discovery when the term has expired. (g) 

{a) And see Mortem v, Mid
dlrton, 1 Dec. of Ct. of Sess. 3rd 

• • 

series, 719 ; Thomas v. Welch, 
L. R. 1 C. P. 201. 

(b) Boulton v. Bull, 2 H. Bl. 
..;.93. 

(c) Arkwright v. Nightlngale, 
1 Webs. P.R. 61. 

{d) Stead v. Willz'ama, ~~Webs. 
P. R. 135; Betts v. Menzies, 8 

· El. & Bl. 937 • 

• 

(e) 1 Webs. P.R. 66. 
(f) Bull (N. P.) 76; 1 W cbs . 

P.R. 53. 
(g) See also v. 

James, 2 Mer. 446; Hills v. Lon-
• • 

don Ga&light Co., 6 H. & N. 340 ; 
Ralston v. Smith, 9 C. B. (N. S.) 
117; Holmes v. The London and -
North- Western Railway Co., 
Macr. 16. · 

• 

• •• 

' 

. ' 
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:'i The specification is the. price that the inventor pays Cu.u. IV. ·· · 

' 

·, for i;pe patent privileges; (a) Specification 

"> It must describe the sa.me invention as the patent, (b) 18b. P.Jice paid, 
y IDVeJltoJ' 101' 

·!··· and the pate:1;1t will be void if the inventor attempts by patentd. 'be 
• • li-IWit 1'8Crl 

. ·· his specification to mclnde matters that are not of hill same invention 
• • liB patent, and . 

• •• 
• 
' . . ' ' • 

own actual mvention. not attempt to 

In Bill v. Pkompscm, (c) Lord said: " Not only !!~un~~ :r· , . 
· . must the invention be new and useful, and the specification ~:::~ 8 

m-

intelligible, but the specification must not attempt to · 
. , cover more than that which being both a. matter of 

.. 

actual discovery and of useful discovery, is the only 
proper subject for the protection of a patent." (d) 

In Oampion v. Benyott,(e) a patent was obtained for a 
" new and improved method of making and manufactur-
ing double canvas and sail-cloth, with hemp and flax, or 
either of them, without any starch whatsoever." The speci
fication described the invention to consist in an improved 

' 

· texture or mode of twisting the threads, to be applied to 
the making of unstarched cloth. It was proved that 
canvas had been .voven without starch before the date 
of the letters patent, and it was held that the patent was 
void as being taken out for more than the patentee had 
really discovered, and in Huddart v. Grim~kaw(J) Lord 

said, that if a patentee in stating the means 
by which ~e invention is to be used; oversteps his right, 
and appropriates more than ~s his own, he cannot avail 
himself of the benefit of the patent. 

(a) Walton v. Potter, 1 Webs. 
P. R. 695 ; Gibson v. Brand, ib. 

; Mo1gan v. Seaward, ib. 
173; Wood v. Zimmer, Holt (N. 
P..) 60; 1 Webs. P.R. 83. 

. (b) See the judgment of Ab· 
bott, C. J., in R. v. Wlreeler, 2 
B. & Aiel. 2lH. 

' 

. ' 

(c) 3 Mer. 626; 1 Webs. P. 
R. 237. 

(d) And sec Rushto11 v. Craze
leu, L. R. 10 Eq. 627. 

(e) 6 B. Moo. 71; 3 Brod. & 
Bing. 6 . 

(/) I Webs. P • .&. 86. 

• 

• 

I 

• 
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·80 THE SPECIFICATION. 
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•• 

• 

;\: • cBAP:.lv. . . The specification must give all th~ inventors knowledge 

L. ~ification to. the public, and if t~e pate~ tee knows a be~ter ni~de ~f 
.•.. miJIIt give best working than that which he gtves to the public, the speo1· 
. ·ml)lle of work· • : c A " 'd p ll k C B : ~ing known to fica.tion Will be votd. (a) ' man, sa1 o oo , • · ., 

·. -~e patentee.. "has no right to patent a principle, and then give the pub-

• 

• • 

• 

' ' 

• 

• 

• 

• 

lic the hum blest instrument that can be made from his prin· 
ciple, and reserve to himself all the better part of it." (b) 
Wher~ a substance directed to be used contained foreign 
matter which was injurious~ and the specification did not 
show any mef.:l10d of removing it, and it was not generally . 
known how it could be removed, the specification was 
held insufficient. (c) 

The rule was thus laid down by Gibbs, C. J., in Wood 
v. Zimmer:(d) u A man who applies for a patent and 
posses~es a mode of carrying on that invention in, the 
most beneficial manner, must disclose the means of pro
ducing it in equal perfection and with as little expense 
and labour as it costs the inventor himself. The price 
that he pays for his patent is that he will enable the 
public at the expiration of his privilege to make it :in the 

Omission of same way and with the same advantages. If anything 
material part 
ofproceB!I bad. that gives an advantageous operation to the thing 

• 

-
' 

' 

-
' .. 

. .. 
• 

. 
' . " . \ 

• 
" . ' . 

• 

• 

' . 
•• 
·: ..... ... • . .. 

•• 

• 

. . . - . -
' . ' . ••• • 1' •• 

• 

• 

. ' . 
• 

invented be concealed, the specification is void." In this 
case the specification described a mode of making verdi
gris, but it appeared that the patentee had been in the 
habit of clandestinely using aquafortis, by means of which 
the process was hastened, and it was held that the speci· 

(a) Walton v. Bateman, 1 
Webs. P.R. 622. 

(b) Tetley v.Eastcn, Macr. 76. · 
And see Sturtz v. De la Rue, 
6 Russ. 322; 1 Webs. P. R. 
83 n . 

' 

-
. . 

(c) Dero81ze v. Fairie, 2 C. M. 
& R. 476 ; 1 Gale, 109 ; 1 Webs. 
P.R. 157. 

(d) Holt(N.P.)60; l Webs. 
P.R. 83. 
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• 

~-~'·' . ' ;(:_"'··· 

~:·: fieationwasvoid. InLewisv.Marling,{a) Bayley,J., . CnAP. IV. 

\:(~.-~,To support a patent it is necesssn'Y that the specification· · 
ff:, .·should make a full disclosure to the public. If the . 
t· patentee suppresses anything, or if he misleads, or if ·he 
{ does n<?t communicate all he knows; his specification is 
~-~-bad; but if he makes a full and fair communication, a.s far 
' . . 
:/ ' as his knowlegge extends, he has done all that is required." 
:L . · In M01'gan v. Seaward, (b) Alderson, B., said, u If a 
f:'' patentee i'l acquainted with any particnlar mode by which 
<. his invention may be most conveniently carried into 
:_-.- · effect, he ought to state it in his specification," and re-

• 

• ·: particnlarly to the case of Itiardet v. Johnson,(c) 
. · ._ where the patentee om!tted what was very necessary for 
: _ tempering steel, namely rubbing it with ta.llow; and Lord 
• . Mansfield held the patent to be void on that account. 
• . Where a patent was taken out for "improvements in 

Boating docks," and it appeared that the construction 
• • 

: of Boating docks was not novel, but the plaintiff alleged 
that his invention did not consist in the construction of 
floating docks; but in the application of iron so as to 
forn1 air-tight and water-tight chambers, it was held that 
as there was no mention of iron in the spacification, the 

-. plaintifF bad not complied with the conditions of the 
. letters patent by duly desCI·ibing the nature of his in

vention, and the manner in which it was to be can-ied 
into efFect, and that the pateut was therefore voii!. (d) 

• 

• 

But the specification will not be bad if the omission is Omission not 
. nl h d f h b fi fatal ifit goes slight, and goes o y to t e egre_e o t e ene t con- to the 

fenoed by the invention; and it will be sufficient if a work- benefit. of 

(a) 4 C. & P. 57 ; 10 B. & C. 
26 ; 1 Webs. P. R. 496. 

• 

• 

_(b) l Webs. P. R. 175. 

• • 

• • 

G 

(c) Bull (N. P.) 76; 1 Webs. 
P.R. 53. . • 

(rl) Mackelt'.an v. Rennie, 13 
C. B. (N. S.) 59 .. 

-

• 

• 

• 

• •• 

• 

• 

• 

• 

• 

• 
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THE SPECIFICATION.· 
• 

' . 

- ' 'I' 
' ~ . · . 

. .,. " 
. ' 

• 
• 

.. ' 

· CHAP. IV! man is able to construct a ma{)hlne t!:at would . be pro- . 

• 

' ' 
• 

' • • ' 

· -- ductive of some benefit. (a) . 

• 

• 

• 

' 

S~t1cation . If anything j~ stated in the specification as being 
~.~~~~':s· material which is not so, it will be void, as the considera-
stated. tion of the grant has failed in part. (b) 

• 

• 

' 
• 

. .. 

• 

• 

, In Savo'i"JJV. Price, (c) the patent ·was "for a method of 
making a neutral salt. or powder possessing all the pro· 
parties of the medicinal spring at Seidlitz under the 
name of Seidlitz Powders." The Rpecification gave 
recipes for preparing the ingredients to be used, and 
directed how . th.ey were to be mixed. It wa.s prol'·ca 
that the result obtained by following the specification 

.. was new and useful, but it appeared that the ingredients 
were well known, and were sold iii chemists' shops before 
the date of the patent. It was held that the specification 
could not be supported. .Abbot, C. J., said, u It is the 
duty of a patentee to specify the plainP.~t and most easy 
way of producing that for which the patent is granted,. 
and to make the public acquainted with the mode which 
he himself adopts. By reading this specification we are 
led to suppose a laborious process necessary to the pro· 
duction of the ingredients, when in fact we might go to 
any chemist's shop and buy the same things ready made. 
The public are misled by this specification, which tends to 
make penple believe that an elaborate process is essential 
to the invention." 

. ' 

· {a) NeilsonvJlarj'ord,1Webs. 
P. R. 322; Houaehill Iron Oo. 
v. Neilson, 1 Webs. P. R.. 695; 

' . 
Macnamara v. Hulse, Car. & M. 
471. 

(b) Huddart v. Grimshaw, 1 
Webs. P. R. 93; Bloxam v. 
Elllee, 6 B. & C. 178; Hill v. 
Thompson, 8 Taunt. 401; 2 B. 

• 
• 

Moo. 242 ; 1 Webs. P. R. 244 ; 
R. v. Arkwright, l Webs. P. R . 
70, where the specification stated 
ten different instruments, and it 
appeared that four only were ne
cessary. 

(c) Ry. & Moo, l; 1 Webs. 
P.R. 83. 
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• 

· ' So if. a. patentee can only make .the a.rticle specified 
·.with two ·or th.ree of the ingredients na.med, and he 
. has inserted ot.hers which will n.ot answer th,e purpose, 

the patent w.ill be avoided. Thus, where the specifi.-

CHAP. IV. 

. cation directed different kinds of salts to be used, and 
it appeared that one of them only would produce the 

'required effect, the patent was held to be void, (a) and 
where the specification il.irected the use of '' the finest 
and purest chemical white lead," and it appeared that 
no such substance was known in the trade by that name, 
but that '\"mite lead only was known, the specification 
was held to be bad. (b) . 

• 

' 

If the patentee makes the articla with cheaper mate- Ch_enper ma-
. 'al tl..- th h h d · th ifi · - tenals. l'l s •1mn ose e as name m e spec cation, aJ.G 

though the latter will answer the purpose equally well, 
the patent is void, because he does not put the public in 
poRsesl1ion of his invention, or enable them to derive 

· the same benefit from it which he himself does. (c) 
. If a whole class of substances are stated as being useful Class of sub-

. . will stances, some 
and one of them is not, this . mislead and the patent not useful • 

• 

will be void. (d) · 
In Stevens v. Keating, (e) the specification of a patent 

for "a certain process or method of combjning various 
materials so as to form stuccoes, plasters or cements, 
and for the manufacture of artificial stones, marbles, and 

(a) Turner v. Winter, 1 T. R. 
606; 1 Webs. P. R. 80. 

(b) Sturtz v. DelaRue,5 Russ. 
322; 1 Webs. P. R. 83 n. See 

· also Derosne v. Fairie, 2 C. M. 
& R. 476 ; 1 Gale, 109; 1 Webs. 
P. R. 163 ; Lewis v. Marling, 
10 B. & C. 25; 4 C. & P. 67; 
I Webs. P. R. 493. 

' 

• 

• 

(c) Turnerv. Winter, 1 T. R. 
606; 1 Webs. P. R. 80. 

(d) Bickford v. Skewes, 1 Q. B. 
938; 1 Webs. P.R. 218; Cross-

• 

ley v. Potter, Macr. 246. 
{e) 2 Exch; 772; 2 Webs. P. 

R. 192. 

• • 

• 

' 

• 

• 

• 

• 
• 

• 

• 
• . 

• 

• • • 

• • • 

• • 

• 

• 

• 

• 

• 
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.cnSP..,.ECmOATION. 
• 

.·· other like substances used for buildings, decorations, or 
\->ther similar purposes," desc1ibed the invention to con· 
a:\st in producing certain hard cements of combinations of 
tho powder of gypsum, of powder of limestone, and of 
the powder of chalk, with other materials, such combina
tions being, when produced accox-ding to the patentee's 
invention (subsequently to their being mixed) submitted 
to the action of heat. The process or method of making 
a cement from gypsum was described e.s consisting in 
uniting powdered gypsum with aJka.li (such as beat 
A rnerica.n. pearlash) dissolved in water, the solution to be 
neutralized with acid, sulphuric acid being the best for 
the purpose; keeping the solution in agitation, and 
adding acid gradually until effervescence ceased. A 
certain proportion of water was then to be added, · 
with the · of the alkali used, powder was to be 
added until the mixture WBS of' a. consistence suitable to 
be CBSt or moulded intO bricks or other forms which were 
to be heated to a red heat in a reverberatory furnace • 
The method of maJcing cement from limestone and chalk 
did not rnaterially differ from the a-bove process. After 
describing the manner in which the cement was to be 
used, the specification ·concluded by stating that as other 
allm1ies and acids besides those mentioned wonid answer 
the purposes of the invention, though not so well as the 
acld and e.Jlmli specifica.lly mentioned, the patentee 
claimed_ as his invention the process of mising the 
powdered materials, alkalies and acids as described, and 
subsequently bpt•11ing them. It was held that the speci
fication bad, for either the inventor claimed all acids 
and aJJcalies, or all acids and alkalies that would answer 
tb.e purpose. H the claim were for all acids and alkalies, 
it was bad, as there were some which would not answer 

• 

• 
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the If for. those only which would answer the 

· purpose, then it was bad in consequence of not stating 
. · those which would answer, and distinguishing them .from 
· those which would not. 

. Hillsv. T~ Gas Light Oompany,(a) is another 
• 

case to the same effect. A patentee in the specification 
of a patent dated 1840, after speaking of the use of black 

· · · oxide of manganese for purifying gas, continued, "The 

•· 

effect may be produced by the application of the 
: · oxide of zinc and the oxide of iron treated precisely in 

the way above described." It was held that 
that the. patentee meant to claim all oxides of iron 

• 

for purifying gas, · as some would not answer, 
the Court could not say as a measure of law that a. patent 
could not be had by a person who afterwards discovered 
that precipitated hydrated oxides were those which it 
was proper to use. 

Cau. IV. 

• 

But a specification wm not necessarily be avoided if it con• 
tain matter,solong as the pnblicarenotmisled, b'emat•=~'f. 
a8 the unnecessary matter may be treated as superfluous. (b) auperduoUJ. 

In Lewi8v. Marling(e) Parke, B., said that "the patent . ' 

will not be void because the patentee claims to be the 
inventor of a certain part of the machine not described as 
essential, and which turus out not to be useful." (d) 

• 

It is for the jury to say whether or not any particnlar Materiality of 

. part of the is a material part of the invention. (e) lie,~ J::;: 
It is not necessary to claim all the substances which Not 

• • • • • to c)aim all 
will answer the purpose of the mvention if the public 

(a) 6 H. & N. 812. 
(b) Boulton v. Bull, 2 H. Bl. 

493. 
(c) 10 B. & C. 26 ; 4 C. & P. 

67; 1 Webs. P. B. 493. 

• 

• 

(d) See ante, p. 74. 
(e) v. Gri'1111haw, 1 

Webs. P. B. 94 ; Beard v. Eger
ton, 8 C. B. 166. 

• 

• 

• 
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~. CaAP. IV. ~ot misled. In Bicl(ord v. SkeweB.(a.) the specification ofa : · 
. uaeful BUb- .. patent instl'•lment called "the Miners' Safety Fuse," after 

atanc;es if. describing the manner in which the case of the inslirnment 
·. pnbho not ~ · 
.ceived. · was to be made proceeded as follows: u by means whereof 

I embrace in the centre of my fuse in a continuous line 
throughout its whole length a small portion or compressed . 

• 
cylinder, or rod of gunp·owder, or other proper combustible · 
matter prepared in the usual pyrotechnical manner of the .. 

• 

• 

• 

. ' 

• 

Specification 
need not 11tate 
e:ract propor-
• tiona. 

• 

.. . 
• • 

firework for the discharge of ordnance." In an action for . 
infringing the patent, it was objected that the patentee · 
had not shown that any other·materia.l but common gun- · 

• 

powder had ever been used :in the fuse; or, if inliroduced, 
would·a.nswer the purpose. The objection that. any other 
material but common gunpowder had ever been used in the 
fuse was considered to be immaterial, because though other 
materials not specified but still within the description 
given would answer the purpose, no ambiguity WM 

· occasioned, nor was the difficulty of hereafter making 
the instrument increased by the introduction of tel'lns, 
which imported that the patentee himself had ever used 
other materials than gunpowder in the construction of 
the instrument. · 

It is not necessary for the patentee to describe the 
mode of making everything he uses,-or to detail known 
processes, or explajn the terms appropriate to the par-
ticular art or science or branch of industry to which his 
invention belongs. (b) 

The-specification of an invention which consists in the 
use of known materials in certain proportions is not bad for 
uncertainty, because the patentee does not limit his claim 

• 

(a) 1 Q. B. 938; I Webs. P. Webs. P. R. 341 ; Derosne v . 
R. 218. Fairie, ib. 154. 

(b) Neilson v. Harford, I 

• • 

-

• 

• 
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. to.the precise proportions recommended, but the relative 
_ _ _ proportions must be ascerta.ined, Thus where the. pa.tent 

Was for incr£>asing the hardness and durability of type by 
•. using tin and antimony, the best proportions Laing 75 .per 

' 
cent. of tin and 25 per cent. of antimony; but it wa.s said 
that these proportions might be varied if lea.CJ. were used, 

• 

provided that it did not exceed 50 per cent. of the whole, 
and the specification was objected to on the ground of 
uncertainty, the objection was overruled. (a) But where 

: the specification leaves it uncerta.in what proportions are 
• 

t-o be used it w il1 be bad. (b) 

• • 

CUAP. IV. 

• •• 

• 

-
If the patentee between the time of applying for the All improve

ments must be 
- patent and the time when the specification must be filed stated. 

• 

" 

makes any fresh discoveries or any improvements in the 
method of working the patent, he is bound to introduce 
them into the specification and communicate his latest 
knowledge to the public. The object of allowing the 
patentee six months' protection is that he may be able 
freely to make experiments and improve his invention with
out any fear of the consequences of publication and user. (c) 

The specification must describe means competent to Me~s com-

perform all comprised in the patent. (d) fo~~n!;~cr.z-·_ 
Wh. d I! bin sh fication must ore a. patent was grante 10r a mac e to arpen be described. 

knives and scissors, a.nd the specification directed this to 
be done by passing their edges backward a.nd forward in 

-
(a) Patent Type Founding Co. 

v. Walter, 1 Johns. 381. .And 
see Hill v. Thompson, 8 Taunt. 

. 382; 1 Webs. P.R. 243. 

(c) ·Crossley v. Beverley, 9 B. 
& C. 63.; 1 Webs. P.R. 117; 
Crane v. Price, ib. 404; Jonf.s v. 
Heaton, ib. 404 n.; Lt"ardet v. 
Johnson, ib. 54 n. 

• 

(b) Muntz v. Foster, 2Webs. 
P.R. 109 ; Bett8 v. Menzies, 10 
H. L. C. H7. See note to 
Liardet v. Johnson, 1 Webs. P. 
R. 64. 

' 

(d) Crossley v. Be-rierley, 1 
Webs. P.R. 117. 

- • 

·' 

' . 

. . 

• 

• 

• 
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,_ . 
:, '· CHAP. IV... · an angle to be formed by the insertion of two · 

• • • 

. -. · and it also stated that other materials might be . 
• • • 

• 

• 
• -
• 

• 

' 

Mode must be 
pointed out. 

. One mode at 
least must be 
etatecl. · 

• 

• 
- ' 

• 

' 

• 

• 
• • 

• 

• 

-

' 
! 
• 
' 

• 

• 

• 

• 

. . ~ ' 

•• 

. used according to ·the delicacy of the edge; but it was 
proved that for scissors there ought to be one circular file 
and a smooth &nrface, and that two Turkey stones might also 
succeed; it was held that the specification was bad, as it 

• 

neither directed the machines for scissors to be . made· 
with Turkey stones, nor to be made with one circular :file · 

• 
and a smooth surface. (a} 

-A claim to perform a. certain process which does not .· 
point out the mode in the specification is too large and 
cannot be supported. (b) 

One mode at least which wm succeed must be stated • 
In Def'omev. Fairie, (c) a patent was granted for" certain 
improvements in extracting sugar or syrnp from cane . 

• 

juice, and other substances containing sugar, and in re-
fining. sugar and syrup/' The specification stated the 
invention to consist in a means of discolouring syrups of 
every description by means of charcoal, produced by the 
disti11ation of bituminous schistus alone or mixed with 
animal charcoal, and even of animal chai-coal alone. '.fhe 
discoloration was to be produced by means of a :filter 
made of charcoal, and it was tltated that "the carboniza-

' tion of bituminous schistus has nothing particular, it is 
produced in closed vessels, as is done for producing animal 

' charcoal, only it is convenient before the carbonization 
. to separate from the bituminous scbistus the sulphurate 
of iron which are mixed with it." It appeared that the 
operation failed if applied to cane juice befora it 

(a) Felton v. GrearJel, 3 C. & 
r 

P. 611; Bainbridge v. Wiglev, 
1 Carp. P. C. 270. 

• 

' 
• 

(b) Booth v. Kennmtl, 2 H. & 
N. 95 • 

(c) 2C.M.&R.476; 1 Gale, 
109; 1 Webs. P. R. 164 . 

' 

' 

• 
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·.boiled, and nothing sa.id in the specification a8 to any 
. ' -
process before filtering; but it was sa.id that syrnp in a 
proper state might be obtained by a. mixture of sugar 
and water. It was shown in evidence that the process 

. ' 
· was applicable with advantage to the syrup after it hM 
undergone a certain amount of heat before granulation 
took pla.oe, though it would fail if granulation had taken 
pla.oe. It wa.s held, therefore, that the expression" ex
tract11 might fairly be understood to mean the process to 
be applied with advantage to the extracting of. syrup 
from cane juice before it al'l'ived at that consistency at 
which granulation took place. 

• 

. ' -
CnAP· IV. 

• 
• 

• 

If the specification represents that there are many s~cation 
od f d . thin h . ~ t nl will d th bad if one only m es o omg a. gw en m 100 one o y o, e ofmany:Diodet 

patent will be avoided ; (a) so, too,· if it is stated that the succesaful. 

invention may be carried into effect by either of two 
modes, and one is impracticable. (b) 

The specification is bad if it is so manifestly am bi- A_n~bignity . 
• • • Vltlt.tes specl• 

guous that 1ts meanmg ca.nnot be discovered by any ficatio 

person of ordinary jndgment.(c) "It is incumbent on 
the patentee to give a. specification of the invention in 
the clearest and most unequivocal terms of which the 
subject is capable. And if it appears that there is any 
unnecessary ambiguity affectedly introduced into the 
specification, or anything which tends to mislead the 
public, in that ~se the patent is void." (d) 

· (a) Lewis v. Marling, 4 C. & 
P. 67; lOB. & C. 22; 1 Webs. 
P.R. 496. 

(b) R. v. Cutler, 3 C. & K. 
215 ; 14 Q. B. 372 n. ; Turner 
v. Winter, 1 T. R. 608 ; 1 Webs . 

• 

P. B. 82. · 

• 

• 

• 

(c) Galloway v. Bleaden, 1 
Webs. P. B. 524. 

(d) Per ¥burst, J., in Turner 
v. Winter, 1 T. R. 605; 1 Webs. 
P. R. 80. See Spencer v • .iaok, 
11 L. T. (N. S.) 244, 

• 

• 

• 

' • 

• 
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• •• 
• 

. ' Cnu. IV. In Hastings v. Brown, (a) the specification of a. patent 

• 

' 

• 

• 

-

• 

• 

. . 

· .for " cettain improved arrangements for raising ships~ · 
· anchors and other purposes/; claimed as the invention ·_ 

an alleged improvement upon the structure of that part 
• 

of a ship's windlass round which the chain cables of 
anchors are wound, and by which they are held fast 
without slipping. The form which was claimed by the 
invention was denominated a scalloped shell, and the 
applicability of a windlass so constrUcted to every size 
of chain cable was also claimed. It was admitted 
that there was no novelty in constructing a wind· 
lass so as to hold fast a single chain cable of any 
given size. The specification, so far as is material, 
was as follows : " The scallop shell in which the iron 
chain cable appears in the drawing is upon a new plan to 
hold without slipping a chain cable of·any size, as shown 
by the opening form of the scallop at the top and bottom 

• • 

of fig. 2." ".And I also claim as my invention· the new 
form of a scalloped shell (a8 shown in :fig. 2), in conjunc-

• 

tion with the arrangements herein described." The 

• 

drawings referred to in the specification appeared to show 
a construction applicable either to a single cable or to 
cables of different sizes. It was proved that the specifi
cation and drawings would enable a competent workman 
to make a cable holder which would hold chains of dif- . 
ferent sizes ; but it was held that, as the 101peci:fication did 
not state distinctly for what the patent was claimed, and 
was ambiguous, as it did not point out clearly whether it 
was an invention of a cable holder to hold a chain of one 
particular size, o1• to hold cables of different sizes, it was 
therefore void. 

In Blom.m v. Elsee (b) the patent was for a machine for 

(a) 1 El. & Bl. 450. (b) 6 B. & C. 169; 1 C. & P. 558 • 

• 

• 
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making paper in single sheets. without seam or joining, 
·from one to twelve feet and upwards wide, and from one 

• • 

. tO forty-five ·feet and upwards in length. It a.ppeaTed 
'• ' . 
. · that the machine was capable only of producing paper of 

a. definite width, and that in order to v.~r.v the Width a new 
machine 'was required. It was held that the meaning of 

·the paten·t was that paper varying in width between those 
extremes should be made by the same machine, and that 
the·patent was therefore void. 

In Ralston v. Smith (a) the description "a roller of hard 
· ·metal or other suitable material " was considered not to 

be too uncertain on account of the use of the words "or 
• 

other suitable material," as such words would mean any 
material equaJly sufficient fot· the ·purpose with hard 
metal. -

And in Macnamara v. Hulse (b) it was held that a 
patent taken out for blocks for paving with " stone or 

• 

other suitable material" would include wood pavement, 
although nC' wood pavement was in actual use at the date 
of the patent, and although the inventor might not have 
had wood pavement in contemplation. 

' 

CliAP. IV 

• 

• 

It is usual in the specification, after the patentee has t:isim iil tl1e 

d 'b d h' . ti d th fi . 't ~pecification escn e lS mven on an e means or carrymg I not necessary. 

into effect, to insert a short clause, in which the patentee 
expressly states what he claims as his invention. But a 

. cla.im is not an essential part of the specification, nor 
necessary for the protection of the invention. (c) 

The claim is introduced for the security of the patentee Its object. 

that he may not be supposed to claim more than what he 
can support as an invention; it is not intended to be any 

(a) 11 H. L. C. 223. 
(b) Car. & M. 471. 

• 

• 

(c) Lister v. Leather, 8 El. & 
Bl. 1004. 

• 

• 
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description of the means by which the invention is to be -
' 

performed, but is for the purpose of m_aking the descri~ · · 
tion intelligible, not to aid it, but to ascertain the extent 
of what is claimed as new.(a.) 

' 

· A patentee describing his invention in the specification 
is to be taken to claim as part of his invention all that he · 
describes as the means by which it is to be carried into 
·effect, unless he clearly expresses a contrary intention. (b) 
Where the specification of a patent for "improvements in 
apparatus for stitching and sewing," to which drawings 
were at!;ached, after describing an instrument marked 
"g," continued," It is the arranging an instrument' g' 
as herein described, which, while it is the means of holding 
the fabric • • • • is also the means by whioh the step-by
step motion is given to the fabric, which constitutes the 
peculiarity of my invention." It was held that this was · 
not a claim of all instruments which were at once the 
means of holding and moving the fabric; nor on the · 
other band of the exact machine with all its arrangements 
contained in the drawings; bllt a claim to the exclusive 
right to nse "g," or any similar instrument, for the par
pose of holding and moving the fabric at the same time. (c) 
Where the patent was for " a method of discharging or 
giving fire to artmery, and all other fire arms, mines, 
cha.mbets, cavities, and places in which gnnpowder or 
other combustible matter is or may be put for the purpose 
of explosion," and the means, by which the inve~tion was · 
to be applied, were pointed out in the specification, the 
patentee was held to be entitled to the. exclusive applioa-

' 

(a) Kay v. Marihall, 8 My. & (c) Thomas v. Welch, L. R. 1 
C.-. 378 ; 2 Webs. P. R. 39. - C. P. 192. 

{b) Tetky v. Ea&ton, 2 C. B. 
(N. 8.) 706. 

. . . ' .. 
' ' 

" ' ' .. . . 
" 
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• 

. tion of the detonating mixture as priming, whatever the CsAP: m 
• oonstrnction of the lock by which it was discharged. (a) 
. So where the invention consisted ·in the discovery of the 
· principle that air heated to a high temperature was very 
. beneficial in bla.st furnaces, and the patentee directed that 
. ' 
it should be heated in a vessel immediately before enter-

·. ing the fo••oace, it was held that the specification was not 
. void, because no particular shape of vessel was claimed. (b) 

A chum for the a.p}1lication of a new material to an old Claim for 
· ' d d '11 t .tP t th lidit f th application of .. purpose 18 goo , an w • no auec e va y o e new material 

patent. (c) ~~~ purposesess 

· If thes as conWning the description, be General words 
· fti • tl · • • f th which do not ·. sa Clen y precise, 1t 1s o no consequence at expres- profese to be 

.· sions are used in the claim, which would be tlo ~·eneral ~:!ri~8:,~ do 

. if they professed to be part of the description. (d) Thus ~J:a~=.tiate 
· where the specification described the invention sad the . 

machinery by which the manufactured article was pro
duced, and said that the article was made by machinery, 
and that nothing but machinery would avail to make it, 
a cla.im to perform the work " by machinery 11 was held 
not to be too large. (c) 

· But if the says definitely that th,, invention Claim may not 

is to be ca.Jried out by a pa.rticnla.r process or machine; !iv:ili':nexten
describing it; which is claimed; the claim w m be confined apecificntion. 

to ilia operation of the process or machine. In Barber 

(a) For&ythv.Rimere, 1 Webs. 
P. R. 97. · See also Neilson v. 
Tltomp8on, ib. 283; Cochrane v. 
Braithwaite, 1 Carp. P. R. 493 ; 

• 

Neilson v. Baird, 6 Dec. of<;:t. of 
Sess., 2nd series, 61. 

(b) Neil&on v. Harford, 8 M. 
& W. 806; 1 Webs. P. R. 
311. 

' 

(c) Neil&on v. Betta, I .. R. 5 
II. L. 1. 

(d) Kay v. MaraTiall, 1 My. 
& Cr. 373; 2 Webs. P. R. 
39. 

(e) Arnoldv.Bradbsry, L. R. 
6 Ch. 706. 

• 

• 

• 

' 
• 

.• 

• 
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v. Grace(a) it wa.s held that a specification which claimed · 
as the invention a process of :finishing hosiery by means . 

• 

of a press heated by steam; and the drawings represented 
the press ar! consisting of two boxes ; could not also in
clude a. process of finishing goods by mea.ns of heated 
rollers. 

Where the patentees claimed cerliain machinery for -
giving diagonal or vibratory motiiin to the selvages of 
cloth, and went on to say, "as it "'is not practicable to 
describe every possible mode in detail, we desire it to be 
understood that any mode even of moving one side or 
selvage of the cloth whilst the other remains stationary, 
we shall consider to be an evasive imitation of our inven
tion, if for the purpose of drawing the threads into 
diagonal positions by mechanical means instead of manual 
labour;" it was held that the patentees only claimed as 
their invention those improvements on the old machine 
that gave the vibratory motion to the fabric while in the 
course of drying. (b) 

In Minter v. Wells(c) the patentee claimed as his in
vention" the application of a self-adjusting leverage to the 
back and seat of a chair, whereby the weight on the seat 

· acts as a counterbalance to the pressure against the back 
of such chair as above described," Alderson, B., said: . 
" If it could be shown that any self-adjusting leverage 
had been before the plaintiff's patent applied to a chair, 
the patent would be void, because the priority of the 
specification given by him would claim every species of 
the application of a self-adjusting leverage to the back 
and seat of a chair; he would have claimed, not the par--

(a) 1 Excb. 339. (c) 1 Webs. P. R. 130. 
(b) M' Alpi11e v. Mangnall, 3 

C. B. 491) . 

• 
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• 

. 

tioula.r way of accomplishing the pa.ftionlar purpose by the 
particular engine, but he would have claimed too much, 
because he would have claimed -the application of such 
self-adjusting leverage to the back and seat of a. chair." 

CHAP. IV. 

-
A patentee cannot by making a general cla.im obtain General claim 

f • doea not in-the benefit o Improvements of which he was ignorant at elude improve-

. the date of his patent. (a) menta. 

The specification is not conclusive evidence of that for Parol evidence 

which the patent was obtained, but parol evidence of the :i!te~et~d
pa.tent~e is admissible to prove that the patent was not explain claim. 

obtained for some of the things obtained in the specifica-
tion, but for the new combination of several old matters. (b) 

Where a patent is for a new mode of applying old sr;cification 

materials, the claim must be for the materi<tls and the ~e!a::::o:r 
mode of applying them together, else the patent will be !i!~:fs -:!~st 
Void A patentee claimed " the metal fixings and the claim materials • and mode of 
mode of applying the same, described herein as the applyingthmnem. 

B(3COnd part of my invention." The jury found that the 
· metal fittings by themselves were old, but that the moile 

oh.pplying them was new. Erie, C. J., said: "If the 
true construction is, that the metal fittings are claimed 
separately from the mode of applying the same, the pa-

. tent is void for want of novelty. Then are the metal · 
fittings claimed separately ? We think not. The context 
expresses that one part of the invent ~')n consists of metal 
fittings, and the mode of applying them described herein. 

. 
• 

• If the patentee meant to claim the metal fittings as one 
separate part, and the mode of applying them as anothe!' 

• 

part, his words do not express that meaning." (c) 

• • 

• 

• 

(a) Tetleyv.Easton, Macr. 77 . 
(b) Bateman v. Gray, 8 Exch . 

· 906; Macr. Ill ; Crossley v . 
. .. Potter, Moor. 253. 

• • 
• 

' ' . ' 
• " .. • • • 

• .. 
• • 
• r,·- .• . - " 

. ' 

(c) Oxley v. Holden, 8 C. B. 
(N. S.) 705. 

• 

• 

-

• 

• 
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, If a. principle· is claimed while the invention consists .· 
• 

. .: Cn.AP. IV. 
--• 

: . Diseov~ of 
.' . principle and 

·. apjllic;:ation of 
· Pl'lllclple to be 
ilistinguished. 

• 
only in the application of the principle by new machinery, 
the specification is bad. Thus where a. patentee ck.iinoo · 

• 

the principle of introducing fuel at the lower part of the 
gra.te in a. perpendicular or oblique direction, and the 
principle was not new, though the application _of the 
principle 8s described was, the patent was held· to be 
void.(a) . 

. af:Uication Where the patent is for the application of a. known 
·. ! ~=ti~~~f· instrument-to a new mr:.terial or purpose, it must ~ppear 
· oflinventio~ that the means essential for carrving the application into 

to new material " -· ·· · =~:Ta: effect are new, and the specification must claim them. 
m.:ane of Thus. where the patent was for the invention of a ·nipping 
~lfecto~ting 
mvention, lev·er for causing the rotation of wheels, shafts or 

cylinders, and in the specification the patentee claimed 
• 

as his invention " the nipping lever, with its tusk 
sliding box (before described), applied to a rimmed 
wheel, or to a rimmed flange, for the purpose of causing 
the same to rotate or move together with any shaft, 
eylinder, or other suitable machinery which may be at
tached thereto," and it appeared that the nipping lever 

•• 

• 
was not new, but that its application by means of Cte 
sliding boxes was, it was held that it must also be shown : 
that the use of the slidmg boxes was necessary or essential 
to the use of the invention. (b) 

· · Specification 
. Clf patent for 
addition or 

. · improvement 
must be for 

' · addition or 
• . •mprovement 

. only. 

• • 

• 

• 

If the invention is for addition or improvement~ the 
patent must be taken out not for the whole machine with 

• 

the addition, but for the addition or improvement only{c) 
as the public have a right to purchase the improvement 

• 

(a) H. v. Cutler, 1 Stark. 354. 
See also Gamb!e v. Kurtz, 3 C. B. 
425. 

(b) Powv. Taunton,9Jur.1056 • 

(c) Hontblower v. Boulton, 8 
T. R. 103; Bovill v. Moore, 2 
Mll!'sh. 214. 

• • 

' . 
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., by itself without being inoumbereC:. by other things, (a) and 

if the specification claims discovery when the invention - . 
·. is merely for an addition or improvement, it is bad.- In 
. Hill v. Thompson, (b) the specification contained among 
• other things the following claim, ''and that my said 

improvements do further consist in the use and application 
· of lime to iron, subsequently to the operations of the -

blast furnace, whereby that quality in iron from which 
· · the iron is called ' cold short' howsoevt.:lr and from what-

• 

_'ever substance such iron be obtained, is 'sufficiently 
prevented or remedied and by which such iron is rendered 
more tough when cold. And I do further declare that 
I have discovered that the addition of lime or limestone 

. or other substances consisting chiefly of Hme, and free or 
:_ ne!l.rly free from any ingredient known to be hurtful to 

the quality of iron, will sufficiently prevent or ·remedy 
. that quality in iron from which the iron is called ' cold 

-
short,' and will render such iron more tough when cold ; 

. and I do for this purpose if the iron, howsoever, 
11,nd from whatever substance the same may have been 
obtained, be expected to prove ' cold short' add a portion 
of lime or limestone or of the other said substances, of 
which the quantity must be regulated by the quality of . ' 

.. the iron to be operated upon, and by the quality of the 

. · iron wished to be produced; and further, that the said 
lime or limestone or other aforesaid substances may be 

. added to the iron at any time subsequently to the reduc· 
·- tion thereof in the blast furnace, and prior to the iron 
• • 

becoming clotted or coming into nature, whether the same 
· be added to the iron while it is in the refining or in the 

(a) Boulton v. Bull, 2 H. Bl. 
. 489. 

• • 
' 

-·; . 
• 

• , 
. , . 

• . , ... 
' . -· ~-: . . 

·~·\,-

"' ,,. ,.. ' . ~~ . 

(b) 8 Tnunt. 124 ; 2 B. Moo. 
424; 1 Webs. P.R. 237. · 

H 

' 

• . ' 

• 
• • 

• • 
• 

Cn'AP. IV. · 
' 

, 

•• 

• 

-
' 

' 

' 

.. 
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puddling furnace, or in both of them, previous to the said 
iron being put into either of the said furnaces." It 
appeared that" cold short" had been prevented by the 
use of lime before; a11d Dallas, J., said : "The purpose 
is to render bar iron more tough by preventing that 
brittleness which is called ' cold short,' and which renders 
bar iron less valuable ; the means of prevention stated 
are application of lime. In what way, then, is lime 
mentioned in the patent? The first part of the speci
:ficatioD, in terms, alleges certain improvements in the· 
smelting and working of iron, during the operations of 
the blast furnace; and then, introducing the mention of 
lime, it states that the application of it to iron subse
quently to the operation of the blast furnace will prevent 
the quality called ' cold short.' So far, therefore, the 
application of lime is in the terms claimed as an improve
ment and nothing is said of any previous use of which 
the use proposed is averred to be an improvement; it is, 
therefore, in substance a claim of entire and original dis
covery. The recital should have stated, supposing a 
previous use to be proved in the 0ase, that, whereas lime 
has been in part, but improperly, made use of, etc., and 
then a different mode of application and use should have 
been s11ggested as the improvement claimed. But the 
whole of the patent must be taken together and this 
objection will appear to be stronger as we proceed. .And 
here, again, looking through the patent in a subsequent 
part of the specification, the word ' discovery' first occurs 
and I will state the terms made use of in this respect: 
And I do further declare that I have discovered that the 
addition of lime will prevent that quality in iron from 
which the iron is called 'cold short' and will render such 
iron more tough when cold; and that for this purpose 

• 
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I do add a portion of lime or limestone, to be regulated 
• 

by the quantity of iron to be operated upon, and by the 
quality of 'iron to be produced, to be M.ded at any time 
subsequently to the reduction in the blast fm'Xlaoe, and 
this from whatever substance the iron may be produced, 
if expected to prove 'cold short.' Now this appears to be 
nothing short of a claim of discovery in the most exten
sive sense of the effect of lime applied to iron to prevent 
brittleness, not qualified and restrained by what follows as 
to the preferable mode of applying it under various cir
cumstances, and therefore rendering the patent void, if 
lime had been made use of for this purpose before; 
subject to the qualification only of applying it subse
quently to the operations in the blast furnace." (a) 

In Bramah v. Hardcastle, (b) Lord Kenyon, C. J., said : 
· 11 Unlearned men look at the specification and suppose 
everything to be new that is there. If the whole be not 
new it is hanging terrors over them." 

• 

Where the plaintiff's invention which was admitted to 
be ingenious and useful consisted in the insertion of a 
pipe into an old stove for conveying the air into it; but 
the specification claimed the whole apparatus, and did not 
confine the invention to the a::_Jplication or addition of the 
pipe to an old stove, the patent was held to be void. (c) 

And where the specification claimed the exclusiva 
liberty of making lace, composed of silk and cotton
thread mixed not of any particular mode of mixing them; 
and it wa::. proved that silk a.nd cotton-thread had often 
previously been mixed on the same frame for lace, in 

. different modes, the patent was held to be void, as the 

(a) See also Saunders v.Aston, 
3 B. & Ad. 886. 

(b) 1 Webs. P. R. 76 . 

(c) 'Williams v. Brodie, 1 

W cbs. P. R. 75. 

CUAl'. IV • 

• 

• 
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CHAP. lV. 

• 

Additions nnd 
improvemPnts 

· must be dis
tinguished. 

• 

• 

• 

• 

-

• 
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• • 

specification did no_t claim the particular mode of mixing · 

the lace. (a) 
A claim for a p:1tent for improvements in the .mode of 

doing something by a known process is sufficient to en
title the patentee to a patent for his improvements when 
applied either to the process as known at the time of the 
claim, or to the same process altered and improved by 
discoveries not known at the time· of the claim so long as 
it remains identical with regard to improvements claimed 
and their application. (b) 

Where a patent is for an entirely new invention, i~ is 
not necessary tha~ the specification should describe and 
distinguish the different parts. But where the invention 
consists of additions or improvements, all the parts which 
are new must be described, and distinguished from those 
which are old, (c) and must be distinctly claimed as new.(d) 
It is not sufficient to give a gt.neral description of the 
construction of the machine without making such distinc
tion. (e) In Saunders v. Aston (f) the specification of a 
patent for making buttons stated the improvement to 
consist in the substitution of a flexible material for metal 
shanks by the help of a metal collet. The use of the collet 
was new, but it was not claimed, ar. che specification was 
held to be bad. Littledale, J., saying: "Neither the 
button nor the fleXible shank was new, and they did not 

(a) R. v. Elsee, Bull (N. P.) 
76 ; 1 ·w cbs. P. R. 76. 

(b) Electric Telegraph Co. v. 
Brett, 10 C. B. 838. 

(c) Nickels v. Ross, 8 C. B. 
723; Dangerfield v. Jones, 13 
L. T. (N. S.) 144. · 

(d) Morris v. Bransom, Bull 
(N. P.) 76; 1 Webs. P.R. 51; 

Ormson v. Clark, 14 C. B. (N. S.) 
490. 

(e) Macfarlane v . . Price, 1 
Stark. 199 ; 1 Webs. P. R. 7 4; 
R. v. Cutler, 1 Stark. 3S4; 1 
Webs. P. R. 76 ; R. v. Ark
wright, 1 Webs. P. R. 67. 

(f) 3 B. & .Ad. 881; 1 Webs. 
P.R. 75 n. 

• 
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-
by merely being put together constitute such an inven

. tion as could support the patent. It is contended that 
the· operation of the collet under the present patent is 

· new, but that is not stated in the specification as the 
. object· of his invention, a.nd is in fact only one mode of 
carrying it .into effect." Lord Westbury in Foxwell v. 
Bostock, (a) laid down the rule as follows: "In flo patent 

· for an improved arrangement or new combination of ma
chinery the specification must describe the improvement 
and define the novelty otherwise, and in a more specific 
form than by the general description of the entire 
machine, it must assign the d·ifferentia of the new combi
nation. 'l'his obligation flows directly from the condition 
of the patent that the specification shall particularly de
scribe and ascertain the invention.}) (b) 

A patent which includes the snbject matter of an exist-
-

ing patent is valid, but the specification must properly dis-
tinguish the new from the old. (c) In Hannarv. Playne,(d) 
it was held that a specification describing a whole machine 
the subject of two patents, but not refe.·ring to the former 
specification or pointing out the particular improvements 
the subject of the latter patent, except in so far as the second 
specification recited the former, was sufficient. (e) Where 
a. patentee has taken ont a fresh patent for improvements 
on his original invention, it is sufficient, if on reading his 
second specification with the first, an artisan would have no 
substantial difficulty in ascertaining what was claimed. (f) 

(a) 4 De G. J. & S. 313; 10 
L. T. (N. S.) 144. . 

(b) And see Parkes v. Stevens, 
L. R. 8 Eq. 358; ~furray v. 
Clayton, L. R. 7 Cb. 585. 

(c) Crane v. Price, 4 M. & 
Gr. 580; 5 Scott (N. R.) 338; 

1 Webs. P. R. 413 ; Bovill v. 
~Ioore, 2 Marsh. 211. 

(d) 11 East, 101. · 
(e) And see Foxwell v. Bos

tock, 10 L. T. (N. S.) 1'44. 
(/) Parkes v. Stevens, L. R. 

8 Eq. 358. 

' '. "' 
-

CHAr, IV •. 

lmpro,·ement 
• • on ex1stm~ 

patent vahd, 
but must be 
distinguished. 

• 
-

• . ' • • • 

• 

• 
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If there is a patent for a machine and also for an im
provement in the use of it, if it cannot be supported fm.· 
the machine, although it might be for the improvement 
merely, it is bad on account of its attempting to cover too 
much. (a) But if taking the whole specification together 
the court can see that ·the improvements only are claimed 

• 

it will be sufficient. (b) Thus where the specification of a. 
patent for " improvements in the manufacture of frills or 
ruffles, and in the machinery or apparatus employed 
therein " described a process of plaiting fabrics by means 
of a reciprocating knife in combination with a sewing 
machine and claimed (1) the general construction, arranb'e· 
ment and combination of machinery for producing plaited 
frills or trimming in a sewing machine; (2) the application 
and use of a reciprocating knife for crimping fabrics in a 
sewing machine; and (3) the peculiar manufacture of 
crimped or plaited frills or trimming "as hereinbefore 
described " and illustrated by a drawing; it was conten
ded that the manufacture described included the use of 
the sewing machine, or that it was a manufacture by means 

• 

not only of the reciprocating knife, but of a sewing 
machine, without which the completed article could not 
be produced in the manner described. It was held, how
ever, looking at the whole specification and claim, that 
this was only pointed out as the best mode of completing 
the manufacture, as the sewing machine was treated as a 
known invention already in use, and it was separate and 
distinct from the mode of crimping or plaiting to which 
the plaintiff laid claim. (c) 

' 

(a) Hill v. Thompson, 3 Mer. 
626; 1 Webs. P.R. 237. 

(b) McAlpine v. Mangnall, 3 
C. B. 515 • 

• 

(c) Wr(qht v. Hitchcock, L. 
R. 5 Exch. 37. 
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Where the invention is partly original and partly CaAP.· IV. 

communicated from a foreign country, the part com- p rt f. . . a o mven-
municated from the foreign country must be defined in tion fobereign 

. - ~-

the specification. (a.) . distingirished. 

If a patent is taken out for an invention consisting· of Specification 
· · t d f th · h h l bad where one distinct par s, an any one o em 1s not new, t e w o e of distinct 

is void. In Kay V. Marshall, (b) the patent was for " new parts not new. 

and improved machinery for preparing and spinning flax, 
hemp and other fibrous substances by power." The spe-
cification claimed as the patentee's invention in respect of 
new machinery for preparing flax, etc., the macerating 
vessels marked Bin th(l plan or drawing annexed to the 
specification, and the trough of water marked C ; and in 

• 

respect of improved machinery for spinning, the wooden 
or other trough marked D for holding the rovings when 
taken from the macerating vessels, and placing the retain
ing rollers e e and the drawing rollers c o nearer to each 
other than they had ever before been placed, say within 
two-and-a-half inches of each other for the aforesaid pur
pose. Before the date of the patent, flax, hemp and other 
fibrous substances were spun with machines with slides, 
by which the reach was varied according to the length of 
the staple or fibre of the article to be spun, and the reach 
varied in difl'erent kinds of spinning between ! of an inch . 

. and 14 inches, but it was not known that flax could be 
spun by means of maceration as having a short fibre at 
a reach of 2t inches, or about those limits. On a case 
sent to the Court of Common Pleas by Lord Langdale it 
was held; and aflh·rned on appeal to the House_ofLords, (c) 

(a) Renard v. Levenstein, 10 
L. T. (N. S.) 177. 

{b) 5 Bing. (N. C.) 492; 7 
Scott, 548; 2 Webs. P.R. 71. 

• 

(c) 8 C. & F. 245; 2 Webs. 
P.R. 79. 

• 

• 

• • 

• • 

' ' 

• 

' 
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-
• 

• 
• • 

that there were two distinct processes, and that though . · 
the first relating to macerating the flax was new and 

' 

· · useful, a:ud the proper subject of a patent, yet that the. 

One of t<everal 
inventions not 
·improvement 
patent void. 

second being merely an application of a piece of machinery 
already well known and in use, to the new macerated state 
of the flax, the specification claiming both processes as 
invention could not be supported. (a) 

If a patent is taken out for several inventions which are 
• 

claimed as improvements, and one of them is not an im-
provement, the patent is void. (b) 

In Brunton v. Hawkes(e) the patent was for improve· 

• ments in the construction of ship's anchors, windlasses, 
. and chain cables or moorings. That part-of. the patent 

which related to the manufacture of anchors was proved 
not to be new, and the whole patent was therefore held 

• 
• 

to be void, although there was great merit in the other 
inventions: 

Patent for A patent for a combination, is not a claim that each 
combination 
does not claim part of the combination is new; (d) but if the specification 

· ench part liB f fi b' . f ·new; but 1f o a patent or a com mation o things partly new and 

• 

• 

~;::~c~t~le partly old, claims the whole combination as new, the 
·combination 88 patent will be void· the nature of the invention must be 
new, when not ' 
ao, it is bad. described in such a manner. that a person of ordinary in-

• 

• 

• 

telligence can, on reading it, see what is claimed as new, 
and what is old. 

In the case of Holmes v. The London and North 

(a) And see Templeton v. 
Macfarlane, 1 H. L. C. 595; 
Gibson v. Brand, 4 Scott (N. 
R.) 844; 4 M. & G. 179; 1 
Webs. P. R. 634. · 

(b) Morgan v. Seawa1·d, 2 M. 
& W. 544; 1 Webs. r. R 197; 

Cornish v. Keene, 1 Webs. P. R . 
505; Lash v. Hague, ib. 204; 
R. v. Arkwright, ib. 72. 

(c) 4 B. & Ald. 542. 
(d) Lister v. Leather, 8 EI. & 

BI. 1017 . 

• 
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·.· W'estem Railway. Oo., (a) the specification· of "an jm. 
proved turning table for railway purposes " described 
the invention a to consist in supporting the revolving 
plate and upper platform of the turuing table, as also its 
stays, braces, arms and· supports, on the top of a fixed 
post, well braced and resting on, or planted in, the 
ground, the top of which post forms a pivot for the table 
to turn on, while the supporting arros, radiating from a 
frame work (the weight of which is also suspended on the 
post), moving round the bottom part of the post with 

, friction rollers, and fastened to the outer edges of the 
plate, stay the plate at all sides, and keep it steady to 
receive the superincumbent weight of carriages or what
soever is to be turned upon it." The manner in which. 
the invention was to be performed was then described 
with reference to drawings, and the specification con
cluded as follows : "Now, whereas I claim as 'my inven
tion the improved turning-table hereinbefore deseri.bed, 
and such my invention being, to the best of my know
ledge and belief, entirely new, and never before used, I 
do declare this to be my specification of the same ; and 
that I do verily believe this my specification doth comply 
in all respects fully, and without reserve or disguise, with 
the proviso in the hereinbefore in part recited letters 
patent contained ; wherefore I hereby claim to maintain 
exclusive right and privilege to my said invention." The 
jury found that the only novelty in the plaintiff's inven
tion consisted in the suspension rods ; as it was proved 
that, previous to the date of the specification, the rest of 
the machinery had been described in a patent for an in
vention for the same purpose, granted to another person, 
-

(a) 12 C. B. 831. 

• 

••• • 
···~ . .... 
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• 
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80 • 

• 

' 

• 

• 

and it was held that as the plaintiff's specification ola:imed 
the whole combination as new, the patent was void.( a) 

If the specification claims any portion of the combina
tion as new which is not so, the patent 5s void.(b) Where 
letters patent wera granted for " improvements in agri
cultural machines," a:lld the specification described the 
invention to consist in " the constructing and placing of 
holding fingers, cutting blades, and gathering reels re
spectively, in a manner described, and the embodiment of 
these pru.·ts so constructed and placed, all or any of them, 
in machines for reaping purposes," it was held that the 
patent was for the combination, and that the use of a knife 
alone similar to that described in the patented machine 
was not an infringement.( e) · 

In Thomas v. Fo-xwell,( d) the patentee of a sewing 
machine claimed "the application of a shuttle in combi
nation with a needle, as shown in the drawing, for form
ing and securing loops of thread or other substances for 
the purpose. of producing stitches, either to unite or orna
ment fabrics, whatsoever may be the means employed for 
working such shuttle and needle when e~ployed toga- ' 
ther." The shuttle and needle had been worked together 
previously ; and it was held that as the claim was not 
confined to the single application of a shuttle in combina
tion with a needle, as shown in the drawings, but extended 
generally to the application of a shuttle in combination 
with a needle, for the purposes of the invention, the 
patent was void. 

(a) See also Bovill v. Moore, 
2 Marsh, 211 ; Carpenter v. 
Smith, 1 W ~bs. P. R. 532. 

(b) Lister v. Leather, 8 El. & 
Bl. 1011. 

(c) McConnick v. Gray, 7 
H. & N. 25 ; Parkes v. Stevens, 
L. R. 8 Eq. 367. 

(d) 5 _Jur. (N. S.) 37; afl'd. 
6 Jur. (N. S.) 271. 

• 
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A patentee· will not however be presumed to have 
claimed anything so generally in use that he must have 
]mow·n that to claim it would be to vitiat~ his patent.(a) 

If a patent includes matters some of which are new 
and some are old, it may be l'OOO by limiting the claim to 
the particular combination in the particular manner 
described in the specification.(b) 

C11.u. IV. 

Patentee not 
presumed to 
claim anything 
well known.· 
Claim in 
specification 
may be limited. 

A patent is a patent for a combination, if a combina- Combination 
o • 1 ~-t d · th 'fi . b f need not be tion 18 express y sw. e m e spec1 cat1on to e a part o exJ.lressly 

the invention, although the combination is not actually clatmed. 

claimed.( c) 
• 

A patent will be good, although each principle or pro- Combination 
of old matters. 

cess in it is well known to all persons engaged in the trade 
to which the patent relates, provided that the mode of 
combination is new and produces a beneficial effect, and 
also that the specification claims, not the old processes, or 
any one of them, but only the new combination.( d) 

The rules governing the construction of specifications Rulesoofcon-

h rd. l -. th . t t . f . structton, arc t e omary ru es · ·:. · e m erpre ation o wntten 
instruments, having regard especially to the rule that 

• 

·. the specification is void if it docs not particularly ascer-
tain and describe the nature of the invention and the 
manner in which it is to be performed.( o) 

The title must be read in connection with the specifi
cation, and the whole instrument must be taken together 
for the purpose of interpretation.(!) 

(a) Hmoorth v. Hardcastle, 
1 Webs. P. R. 484. 

(b) Daw v. Eley, L. R. 3 l<:q. 
496; Seed v. Higgins, 8 H. L. C. 
261, where there was an express 

(c) Lister v. Leather, 8 El. & 
m. Ioo4. 

(d) Cannington v. Nuttall, L. 
R. 5 H. L. 205. 

• 
(e) Simpson v. Holliday, 13 

Title and 
specification 
rend together. 

• 

· disclaimer of previous inventions; 
° Fozwell v. Bostock, 4 De G. J. 

& S. 298; 10 L. T. (N. S.) 144. / 

W. R. 578, on app. L. R. 1 H. L. 
320. 

(f) Beard v. Egert.Jn, 8 C. B. 

• • 

' 

0 
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• 

• 
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• 

'Formedy specifications were construed more strictly 
against the inventor than- they are now, the reason 
being that a patent was looketl upon as a monopoly pre. 
judicial to t.he public interest. In Hullett v. Hayue,(a) 
Lord Tenterden, 0. J., said, "I cannot forbear saying 
that I think a great deal too much critical acnm~n has 
been applied to the construction of patents, as if the object 
was to defeat and not to sustain them." 

The rule now followed is, that specifications are to be 
. ' 

read in a spirit of fairness and candour, not astutely with 
the defect of setting aside the patent,(b) but on the prin
ciples of good faith.( c) 

In Stevens v. Keatiny,(d) Sir F. Pollock, C.B.; said: "I 
take the rule to be that you are not to intend anything 
in favour of a specification or patent, and certainly not 
to intend anything against it." 

In Palmer v. Wagsta,ff,(e) the same learned judge 
said, "A patent should be construed in the sense in 
which the patentee intended, and if any expressions 
are ambiguous, the Court will endeavour to give effent 
to the intention, and will expound the patent favourably 
to the patentee. But the Court will not viola.te the 
obvious meaning of the language, unless it is quite clear 
that the patentee intended something different from that 
which the expressions indicate." 

168; Newton v. Vaucher, 6 Exch. 
834; Crossley v. Beverley, 3 C. 
& P. IH4; 1 Webs. P. R. 117; 
Housellill It·on Co. v. Neilson, 
1 W cbs. P. R. 679 ; Neilson v. 

• 

Harford, S M. & W. 323 ; 1 
W cbs. P. R. 312 ; Russell v • 
Cowley, 1 Webs. P. R. 470. 

(a) 2 B. & Ad. 377 • 

• 

(b) Bickford v. Skewes, 1 Q. 
B.951; 1 Webs.P.R.219; Stead 
v. Anderson, 2 Webs. P. R. 153 ; 
Sellers v. Dickenso711 5 Exch. 326. 

(c) Neilson v. Harford, 1 
Webs. P. R. 341; Russell v 
Cowley, 1 Webs. P. R. 470. 

(d) 2 Webs. P.R. 187 • 
(e) 9 Exch. 501. 

• 



• ' . . ' 
• • • 

• 
" 

• 
• 

• 

• 

THE 
• - 109 • 

• 

_ "There can be no rule oflaw," said Sir N.C. Tindal, C.J'., 
· · "which requires the Conrt to make any forced construc

tion of the specification, so as to extend the claim of the 
·-patentee to a wider range than the facts would warrant; 

on the contrary, such construction ought to be made as 
will, consistently with the fair import of the language 
used, ma.ke tho claim of inventio~ co-extensive with the 
new discovery of the grantee of the patent. (a) 

-
• 

CRAP. IV. 

In Turner v. Win~er,(b) Buller, J'., said: "Many cases 1\~ust be fnir 

t t h . - 'thi f dtBcovery. upon pa ens ave ansen W1 n our memory, most o 
which have been decided against the patentees, upon the 

·ground of their not having made a full and fair discovery 
of their inventions. Whenever it appears that the 
patentee has made a fair disclosure, I have always had a 

-· strong bias in his favour, because, in that case, he is 
entitled to the protection which the law gives him;" and 

·in Oa1·twright v. Arnott,( c) Lord Eldon said that patents 
were to be considered as baJ·gains between the inventors 

· and the public, to be judged of on the principle of keep
ing good faith, by making a fair disclosure of the inven· 
tion, a:nd to be construed as other bargains. 

• 

Any objection must be clearly made out.( d) .After a Objections 
• • • must be clearly 

patent has stood mqmry and the test of time, the Court made out, and 

d b l b. . h 'fi ti' ( ) verbal objec-
0 not encourage ver a o ~ections tot e spem ca on. e tions dis-

" The patentee should not be tripped up by captious ob- couraged • 

. jections, which do not go to the merits of the specifica
tion."(/) 

· . (a) Haworth v. Hardcastle, 1 
Webs. P. R. 485. 

(d) Bickford v. Skewes, 1 Q. 
B. 951; 1 Webs. P.R. 219. 

' .. ... 
( :-, " ... 

(b) 1 T. R. 606; 1 Webs. P. 
R. 81. 

(c) Easter Term, 1800, cited 
11 East. 107. 

(e) Neilson v. Betts, L. R. 5 
H. L. 1 ; Muntz v. Foster, 2 
Webs. P.R. 95. 

(f) Per Alderson, B., in Mor• 

• 

.. 

• 

• 
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-An evident mistake will not vitiate a specification, as 
where air · was . described as " an imponderable sub
stance;"( a) nor will the misuse of words vitiate a specifi
cation. Thus, where the patentee, a foreigner, used the 
word "baked" for boiling, and the word "discolora-
tion" for discharge from colour, it was held that the 
specification was not to be avoided on that account, Lord 
Abinger, C. B., saying, "One would not be disposed, 
from any obscure word in the specification, which might 
be interpreted in favour of the patentee, to deprive him 
nf his patent;" (b) and the specification will be sufficient, 
if, although foreign words are used in it, skilful mechanics 
can make the machine with the asaistance of the drawings 
an~exed. (c) 

. . 

N~r u_se of The use of scientific terms, unjntelligible to ordinary 
scientific terms. ,__ .11 • • ifi · "Wh " ·a 

• 

worJUUen, WI not VJtmte a spec cation. ere, sa1 
Lord Abinger, "a specification uses scientific terms, 
which are not 1mderstood, except by a person acquainted 
with the nature of the business, the specification is· not 
bad because an ordinary man does not understand it, 
provided a scientific man does; hut where the specifica
tion does not make use of technical terms, where it uses 
common language, and where it states that by which a 
common man may be misled, though a scientific man 
would not, when it does not profess to use scientific terms, 
and an ordinary man reading the specification is misled 
by it, it would not be good." (d) 

gan v. Seaward, 1 Webs. P. R. 
174. 

(a) Neilson v. Harford, 1 
Webs. P. R. 340. 

• 

(b) Derosne v. Fairie, 2 C. M. 
& R. 476; I Gale, IO!i; 1 Webs . 

• 

P. R. 157; Mr'nter v. Mower, I 
Webs. P.R. I41. 
. (c) Bloxam v. Elsee, 1 C. & P. 
563 • 

(d) Neilson v. Harford, I 

Webs. P.R. 341. 

• 
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The terms ora· specification are to be construed according CnAP. IV. 

to the state of knowledge at the time it was drawn up.( a.) Specification 

The language of the specification is the language of be cordn~trued 
acco mg to 

the patentee himself; (b) and the words used in it are to state onnow-
• • • ledge when 

be const.rued accordmg to the1r ordmary and proper drawn. -

:meaning,( c) and a fair and reasonable interpretation given Lan~fingt': of. 
spec1 ca 1on lB 

to them, 1mless there is something in the context, which ~anguage of 
mventor. 

may be explained by evidence, to show that there ought Words con-

dim • ( l ) strued to be a uerent construct1on. d) In E liott v. Turner,( e nccor~ing 

the specification stated that -part of the invention con- ~~~%~ry 
sisted in " the application of such fabrics only wherein 
the ground or face of the ground thereof is produced 
by a warp of soft or organizine silk, such as is used 
in weaving satin and the classes of fabrics produced 
therefrom, which are well known, viz., satin ground, 
with ornamental centre figure, &c. ; " and the pa-
tentee claimed as his invention the applic11tion of such 
figured, woven fabrics to the covering buttons with 
flexible shanks, L1ade by pressure in dies, as have the 
ground, or the face of the ground, woven with soft or 
organizine silk for the warp, when such fabrics have 

' 

ornamental designs or figures for the centre of but-
tons. Parke, B., in delivering the judgment of the 
Court, said: "The word 'or,' in its ordinary and proper 
sense, is a disjnnctitre particle; and the meaning of the 
term ' soft or organizine' is properly either one or the 
other ; and so it ought to be construed, unless there be 

. something in the context to give it a different meaning." 

(a) Crossley v. Beverley, 3 
C. & P. 514; 1 Webs. P. R. 
107. 

• 

· · (b) R. v. Wheeler, 2 13. & Ald. 
349 • 

(c) Househill Iron Co. v. 
Neilson, 1 Webs. P.R. 679. 

(d) Beard v. Egerton, 8 C. B. 
165. 

(e) 2 C. B. 446. 

• 

. . . -' ' . • •• • 

' 

' 
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_ In Simpson v. Holliday( a) tho invention described by 
the patentee consisted. in tho mixing of aniline with dry 
arsenic acid for the purpose of producing a. rich purple 
colour; and the patentee, after describing that process, 
added : " Or I accelerate the operation by heat..ag it to 
or near to its boiling point." It was proved that mixing 
aniline with dry arsenic acid, without the application of 
heat, would not produce any effectual result. It was 
contended that the word " or" ought to be read "and;" 
but the House of Lords, affirming the decision of Lord 
Chancellor Westbury, held there were two operations de
scribed in the specification, and that there was nothing 
in tho terms of the description, nor upon the face of the 
specification itself, which could justify the Court in 
changing the form of tho expression. 

The construction of the specification is the duty of the 
Court after the meaning of any terms of art or of com
merce has been ascertained by the jury. (b) In Neilson v . 
Harjo1·d, (c) Parke, B., s.aid: "The construction of the 
specification, as of all written instruments, belongs to the 
Court alone, whose duty it is to construe all such instru
ments as soon as the true meaning of the words in which 
they arc couched, and the surrounding circumstances, if 
any, have been ascertained by the jury; and it is the 
duty of the jury to take the construction from the Court 
either absolutely, if there be no words to be construed as 
words of art or phrases used in commerce, and no sur· 
rounding circumstances to be ascertained; or condition~ 
ally when the words or circumstances are necessarily 

(a) 13 W. R. 577, on npp., L. 
R. 1 H. L. 315. 

(b) Hill v. Thompson, 3 Mer. 
626; 1 Webs. P. R. 237; De-

• 

rosne v. Fairie, 1 ·w cbs. P. R. 
156. 

(c) 8 M. & W. 823; 1 Webs. 
P. R. 370. 
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refen·ed to them;" and in Hills v. Evans(a) Lord CuAl'.IV. 

Westbury laid down the rule as follows: "It is undoubtedly 
true as a propo:>ition of law that tho construction of a 
specification, as of all other written instruments, belongs to 
the court; hut tho specification of an invention contains 
most generally, if not always, some technical terms, svmo 
phrases of art, some processes, and requires generally the 
aid of the light doriv('.f from what are called surrounding 
circumstances. It is, therefore, an admitted rule of law 
that the explanation of the words or technical terms of 
art, tho phrases used in commerce, and tho proof and 
results of tho processes which are described (and in a 
chemical patent tho ascertainment of chemical equivalents) 
-that all these are matters of fact upon which ovidonce 
may bo given, contradictory testimony may be adduced, 
and upon which, undoubtedly, it is the province and 
tho right of a jury to decide. But when those portion::; 
of a specification are a1stracted and made the subject of 
evidence, and therefore brought within tho province of 
the jury, tho direction to be given to tho jury with regard 
to tho construction of tho rest of the patent which is 
conceived in ordinary language must be a direction given 
only conditionally; that is to say, a direction as to the 
meaning of the patent upon the hypothesis or the basis 
of the jury arriving at a certain conclusion with regawl 
to the meaning of those terms, tho signification of those 
phrases, the truth of those processes, and the result of 
the technical procedure described in tho specification."(v) 

(a) 4 De G. F. & .J. 288; 8 

Jur. (N. S.) 527. 
(b) See too Bucill v. Pimm, 

11 F ... ,.ch. 719; Simpson v. Holli
day, L. R. 1 H. L. 320; Betts 

I 

\', 1llen::ie.~, 10 II. L. C. }:j:J: 

.'·ijm!l'er v. Jaclt, 11 L. T. (X. f.\.) 
242; Thomas v. Foxzrell, 6 Jnr. 

(N. S.) 271. 
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Where in a specification terms of trade are used, they 
must be construed according to their ordinary commer
cial moaning. Thus where a specification described the 
articles used as a tho best selected copper" and "that 
quality of zinc known in England as foreign zinc," it was 
held, that what tho patentee was endeavouring to describe 
for tho information of tho public was, that the copper and 
zinc should bo of tho best kind which at that time were 
known to exist and were represented by that description 
of each respective article, and that the patent was not 
void because a best selected copper" was well known 
before the patent was granted, and that " foreign zinc " 
was no longer made ;(a) and in Stevens v. Keating,(b) Sir 
F. Pollock said that a claim for the use of" acids" would 
not vitiate tho patent if some very unimp,ortant acids 
known only in the laboratory would not answer the pur
pose, but that it was otherwise when an acid well known 
in trade was useless. 

Brit where one of the ingredients in a composition was a 
white substance imported from Germany, and which could 
only be purchased at one or two colour shops in London, 
and the only description given of it in the specification 
was" the purest and finest chemical white lead," and there 
was no article known by that name in the trade, or in the 
shops where white lead is usually sold, and the finest white 
lead which could be obtained would not answer the pur
pose, it was held that the specification was insufficient.( c) 

In construing similar specifications of different dates, 
it must be remembered that it is possible that the terms 
of art used, although identical, may have different mean-

(a) 1liunt:: v. Fuster, 2 "' cbH. 
P. R. 104. 

(b) 2 "'cbs. P. R. 18i . 

(c) Sturtz ,., De la Rue, 5 
RnsR. 322; 1 "Webs. P. R 33, n, 
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ings owing to the advance of science, and it is necessary, CnAP, IV. 

therefore, to ascertain whether or not this is so by evid-
ence. In Betts v. Mcnzies,(a) where tho patent was 
objected to on the ground ofprior publication in a speci-
fication, tho following question was put to tho judges: 
(( Can the court pronounce B's patent to be void, simply 
on the comparison of the two specifications without 
evidence to prove identity of invention ?" The answer 
of the judges was in the negative, and Lord Westbury 
in moving tho judgment of the House, said that tho 
answer showecl that a even if there is identity of language 
in two specifications, and (remembering that those speci-
fications describe external objects) oven if the language is 
verbatim the same, yet if there are terms of art found in 
the on!:l specification, and also terms of art found in the 
otl10r specification, it is impossible to predicate of the 
two with certainty that they describe the same iclenticnl 
external object, unless you ascertain that the terms of art 
used in the one have precisely the same signification and 
denote the same external objects at the date of tho one 
specification as they do at tho date of the other." 

After the meanings of the terms of art have been Comparison of 
. . C ] Rpecitications 

ascertmned by the JUry and the ourt 1~s put the is qu<'Htion for 
• 

legal construction upon the specifications, there still Jnry. 

remains the comparison of the specifications, which is the 
duty of the jury. In Hill.~ v. Evans,(b) Lord Westbury 
said: a As it is always a matter of evidence what external 
thing is indicated and denoted by any description, when 
tho jury have been informed of tho meaning of tho 
description contained in each specification, the work of 

(a) 10 H. L. C. 117. (b) 4 De G. F. & J. 288; 8 
Jnr. (N. S.) 527 . 

• 

• 
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comparing the two and ascertaining whether the words 
(as interpreted by the Court) contained in specification 
A, do or do not denote the same external matter as the 
words (as interpreted and explained by the Court) con
tained in specification B, is il· matter of' f'act, and is, I 
conceive, a matter within the province of' the jury and not 
within tho function of tho Court," (a) and his lordship also 
said that tho observation of Lord Cmnworth in Bush v. 
Fo.?J, (b) "that it is the duty of tho Court to compare tho two 
specifications together" is an obitc1· dictnm, and cannot bo 
taken as a declaration of tho law. 

But where tho want of' novelty appears distinctly on tho 
f'aco of the specification, and the question of novelty do
ponds solely on its construction, and no evidence of'fact is 
required, and there is no question to go to the jury, then 
it is for the Court to determine the identity of' the inven
tions. In Seed v. Ht'ggins,(c) Lord Campbell said: "Where 
novelty or infringement depends merely on the construc
tion of the specification, it is a pure question of law for 
the judge; but whore the considl ration arises, how f'ar one 
machine imitates or resembles another in that which is the 
alleged invention, it generally becomes a mixed quefltion 
of' law and fact, which must be left to tho jury." 

Tho specification of a patent f'or improvements in the 
manufacture of gas, described the invention to consist in 
the direct use of seeds, leaves, flowers, and beech nuts, 
fruit, and other substances, and matters containing oil or 
oily and resinous matter, and stated that the mode of 
using the seed and constructing the apparatus might be 

(a) See too li:Iuntz v. Foster, 
2 Webs. P. R. 105; Walton v. 
Potter, 4 Scott (N. R.) 91 ; 3 

• 

M. & Gr. 411; I Webs. P. R. 
585, 597. 

(b) 5 l . L. C. 707. 
(c) 8 il. L. C. 261. 
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the same as the apparatus used in the mode of making CuAP. IV. 

gas from coal; but that the inventor preferred placing the 
seed in a red-hot retort, and the claim was "for making 
gas direct from seeds and matters therein named for 
practical illumination or other useful purposes instead of 
mak-ing it from oils, resins, or gums, previously extracted 
from such substances." It was proved that a patent had 
previously been granted to A for improvements in artificial 
light, the patentee using the residuary matter obtained in 
the manufacture offatty substances, and also the residuum 
aft.er the oil had been pressed from the seeds, such as oil 
cakes, and also beech nuts, or mast, cocoa nuts, and all 
others abounding in oil. The judge directed the jury to 
find for the defendant, and it was held that the direction 
was right, as the two patents were substantially tho same 
and it was the province of the court to take notice of the 
identity apparent upon the written document, and the 
consequent want ofnovelty, and that it was not necessary 
to submit tho question of novelty to thejw·y.(a) 

Whether or not tho description of the invention con· Sufficicn_cv " 
the spcCltlca-

tained in the specification is intelligible is a matter of fact tion 1s a 11ues 
. "d (b) d h . find" . ) tion for the for the JUry to dem e, an t mr mg is conclusiVe.( c jury. 

In WaltOib v. Potter,(d) Sir N.C. Tindal, C. J., said, 
referring to the objection that the specification did not 
particularly describe the nature of the invention : 
" Generally speaking, the rule which is laid down upon 

(a) Booth v. Kennard, 2 H. & 
N. 84. See also Tltomas v. Fox
well, 5 Jur. (N. S.) 37; 6 Jur. 

(N. S.) 271; Allen v. Razt"8un, 
1 C. B. 571 ; Tetley v. Easton, 
2 C. B. (N. S.) 706 Hill8 v. 
London Ga.~ Light Co., 5 H. & 
N. 312. 

(b) Hill v. Tltompson, 3 Mer. 
626 ; 1 W cbs. P. R. 235; Wel
lington v. Dale, 7 Exch. 888 ; 
iliurtun v. liiiddleton, 1 Dec. of 
Ct. of Sess. 3rd series, 718. 

(c) Bickford v. Skewes, 1 Q. 
B. 938; 1 Webs. P. R. 220. 

(d) 1 Webs. P. R. 595. 
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occasions where tho sufficiency of tho specification is 
called in question is this t.hat as these specifications are 
drawn by men who are more conversant with the parti
culm· article thanjuries, who are selected indiscriminately 
from the public, and certainly much m0re than judges 
whoso knowledge is confined to one particular department, 
credit is given to witnesses if they are conversant with 
the subject-matter of tho invention, and they tell you and 

• 

you believe it that they see enough on tho face of the 
specification to enable them to make the article without 
difficulty • • . . it always is a proper answer when a 
patent is set up to say that you have not so described it 
that it may not be understood." 

All exaggerated cases on both sides must be discarded, 
and if the jury think in substance that the informa
~ion really communicated would be enough in all ordinary 
cases or in such cases as are likely to occur, tho specifica
tion will be sufficient.(a) 

·whether or not a specification contains a sufficieut 
description can only be ascertained by an experiment, and 
in making tho experiment, knowledge and means may be 
employed which have been acquired since tho date of the 
patent.(b) 

Tho specification may bo read with the aid of plans or 
drawings which will be considered part of it, so as to limit 
the claim.( c) In Blo.-cam v. Elsee,(d) Abbott, C. J., said 

(a) Morgan v. Seaward, 1 

W cbs. P. R. 180; Neilson v. 
Baird, 6 Dec. of Ct. of Sess. 
2nd series, 51. 

(b) Betts v. Neilson, L. R. 3 
Ch. 429. 

ib. 178 ; Ex pm·te Fox, 1 V. & 
B. 67; Morton v. Middleton, 1 
Dec. of Ct. of Sess. 3rd series, 
718; Dazv v. Eley, 14 W. H. 
126; 11 Jnr. (N. S.) 923. 

(d) 1 C. & P. 564. And ~cc 
(c) R. v. Arkwright, 1 Webs. Barber v. Grace, I Exch. 339. 

P. R. 71 ; Morgan v. Seaward, 
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"An inventor of a machine is not tied down to make such 
a specification as by words only would enu,ble a skilful 
mechanic to make the machine, but he is to be allowed to 
call in aid the drawings which he annexes to tho specifica
tion, and if by a comparison of the words and dmwings 
the one will explain the other sufficiently to enablo a 
skilful mechanic to perform the work, such a specification 
is sufficient." 

But plans or drawings are not necessary. In BMtlton 

v-. Bttll,(a) Rooke, J., said: ((I am not aware of any rule 
of law which requires a model or drawing to be set forth, 
or which makes void an intelligible specification of a 
mechanical improvement merely because no drawing or 
model is annexed." 

If, however, in a patent for improvements the patentee 
is unable to distinguish the new from the old parts of the 
machine by words only, he must do so by reference to 
plans or drawings.(b) 

It is not necessary that the plans or drawings should 
be very skilfully executed or highly finished, it is enough 
if they would give an ordinary workman sufficient in
formation to enable him to make the machine.( c) 

A drawing alone may apparently be a sufficient specifi
cation. In Brunton v. Hawl•es,(cl) Abbott, C. J., said that 
if a drawing or figure enabled workmen of ordinary skill 
to construct the improvement it was as good as any written 
description, and in Foanvell v. Bostock,( e) Lord Westbury 
said that a patent for a new machine might be good if 

(a) 2 H. Bl. 4RO. 
(b) Macfarlane v. Price, 1 

Stark. 201 ; 1 Webs. P. R. 
74, n. 

(c) Bovill v. Moore, 2 Marsh. 
211; Dav. P. C. 368. 

(d) Carp. P. R. 410. 
(e) 4 De G. J. & S. 303; 10 

L. T. (N. S.) 144. 

CnAP, IV. 
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the specification contained nothing but clear drawings 
and a description of them. 

The specification must be so clearly expressed as to 
enable the machine to be constructed or the process to be 
performed, simply from reading the description without 
the necessity of trying experiments. 

In R. v. Wheelm·, (a) Abbott, C. J., said that a specifi
cation which casts upon the public tho expense and labour 
of experiment and trial is undoubtedly bad. There tho 
patent was for " a new and improved method of drying 
and preparing malt." The specification stated that tho 
invention consisted i11 exposing malt previously heated 
to a very high degree of heat ; but it did not describe 
any machine for this purpose, nor the state in which tho 
malt was to be taken for undergoing tho process, whether 
moist or dry, nor what was the proper amount of heat to 
be applied, nor how it was to be known when tho process 
was completed and the patent was held to be void. 

In T1trne-r v. Wtntm·, (b) the specification directed heat 
to be applied until the result aimed at was obtained. It 
appeared that fusion was necessary, but it was not men
tioned, and Buller, J., said that the specification was defi
cient for that reason. 

Where the patent was for " an improved method of 
drying and finishing paper," and the specification de
cribed the invention to consist in conducting paper by 
means of cloth, or cloths, against a heated cylinder, and 
contained these words : " which cloth may be made of 
any suitable material, but I prefer it to be made of linen 
warp or woollen weft," the patentee knowing, from re
peated trials, that no other substance would do, Lord 

(a) 2 B. & Ald. 349. (b) 1 T. R. 607; I Webs. P.R. 81. 

• 
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Tenterden, G. J., said: "The patent was obtained for CuAP. IV. 

the discovery of a proper conducting medium. The 
plaintiff found, after repeated trials, that nothing would 
serve tho purpose except the cloth described in his spe-
cification, yet he says the cloth may be made of any 
suitable material, and merely that he prefers the parti-
cular 1..-ind there mentioned. Other persons, misled by 
the terms of this specification, may be induced to make 
experiments which tho patentee knows must fail, and the 
public therefore has not tho full and entire benefit of tho 
invention." (a) 

In R. v. A1·kwriyht(b) a witness stated that he should, 
from reading tho specification, have made one part of the 
machine differently from tho same part in tho patentee's 
machine, but that from the knowledge he had acquired 
by seeing the machine he could now make it properly ; 
and Buller, J., said that it does not prove a specification 
to be sufficient, that a man, from the knowledge he has 
got from trials and from seeing people employed about 
the machine, is able to make it. In Mm·yan v. Seaward, (c). 
Alderson, B., said: " The specification of a patent 
must not merely suggest something that will set the 
mind of an ingenious man at work, but it must actually 
and plainly set forth what the invention is, and how it is 
to be carried into effect so as to save a party the trouble 
of making experiu~ents aud trials," and his lordship said 
that the criterion was whether at the time when the spe-

(a) Crompton v.lbbetson, Dan. 
& L. 33; 1 W cbs. P. R. 83. 
Sec too lJ.facnamam v. Hulse, 2 
Webs. P. R. 128, n.; Stevens v. 
J(eatillg, 2 Exch. 778 ; 2 Webs. 
P. R. 194; Hills v. Liverpool 

Ga.~ Ligltt Co., 9 Jur. (N. S.) 
140; ~funtz v. Foster, 2 Webs. 
P.R. 109. 

(b) 1 Webs. P.R. 67. 
(c) 1 Webs. P. R. 179 
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cification was introduced to the world, a witness who had 
been employed to mako models for the patentee for tho 
purpose of the trial, would have heen able to construct 
the machine with his ordinary knowledge and skill, with
out the peculiar knowledge he had since obtained from 
his employment. But it appears that the specification 
is not defective if the experiments are only necessary to 
produce the greatest beneficial effect.(a) 

The specification must be so clear as to enable skilled 
workmen to make the machine or perform the process. 
" It must," said Lord Ellenborough, " convey to the 
public a corresponding advantage with that of the indi
vidual whose sole right is protected, so that any person 
who is skilled in the subject may accomplish the end." (b) 

Technical words are not necessary so long as the spe
cification shows the patent to be for a manufacture, and 
enables a workman to make tho machine. (c) 

The amount of skill demanded from a workman em
ployed to construct the machine depends entirely upon 
_the !'>'-'-bject-matter of the invention. "The specification," 
said Lord Loughborough, " is addressed to persons in 
the profession having skill in the subject, not to men 
of ignorance; and if it is understood by those who~e 
business leads thorn to be conversant in such subjects, it 
is intelligible." ( cl) 

In Morgan v. Sec~warcl, (e) Alderson, B., said: ".A. speci-

(a) Neilson v. llarforcl, 1 

W cbs. P. R. 320. 
(b) llucldart v. Grimsltaw, 1 

W cbs. P. R. 86; Gibso1t v. 
Brand, 1 Webs. P. R. 629; 
Betts v. J'lfenzies, 8 El. & BI. 
937. 

(e) Ilornblozcer v. Boulton, 8 
T. R. 98 ; Boulton v. Bull, 2 
H. Bl. 475; Minter v. Mower, 1 
W cbs. P. R. 141. 

(d) Arltwrigltt Y.Nightingale, 
1 Webs. P. R. 176. 

(e) 1 Webs. P.R. 176. 
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fication is addressed to all the world, and therefore all the 
world, at least those possessed of competent skill, ought 
to be able to construct the machine by following that 
specificv.tion ;" and in Neilson v. Harford (a), Parke, B., 
said: " Yon are not to ask yourself the question whether 
persons of great skill a first-rate engineer or a second
rate engineer whether they would do it, because, gene
rally, those are men of great science and philosophical 
knowledge, and they would upon a mere hint in the spe
cification probably invent a machine which would answer 
the purpose extremely well; but that is not the descrip
tion of persons to whom this specification may be sup
posed to be addressed. It is supposed to be addressed 
to a practical workman who brings the ordinary degree 
of knowledge and the ordinary degree of capacity to the 
subject." (b) 

The specification has also been said to be addressed to 
persons of ordinary (c) or tolerable skill. (d) 

The specification must be such that workmen may be 
able to make the machine by following the directions 
given, without any new inventions or auditions of their 
own. Whore the patent was for spinning machinery, 
and tho specification said nothing as to the comparative 
velocity of the rollers, Buller, J ., said: cc The man that 
comes to give an account of the invention says, ' I had 

(a) 1 W cbs. P. R. 314. 
(b) And sec also House/till 

Iron Co. v. Neilson, 1 ·w cbs. 
P. R. 692; Bickford v. Skewes, 
I Q. B. 938; 1 Webs. P.R. 218; 
Elliott v. Aston, 1 Webs. P. R. 
224; Galloway v. Bleaden, ib. 
524; Walton v. Bateman, ib. 

621 ; Bcm•d v. Egerton, 8 C. B. 
212. 

(c) Sf:!trtz v. De la Rue, 5 
Russ. 327; Foxwell v. Bosloclt, 
10 L. T. (N. S.) 147. 

(d) 11£unton v. Manton, Dav. 
P. C. 349. 
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• 

CnAP. IV. calculated it, and the difference of the velocity was to be 
as five to one; this is th~ way I mado my rollers.' Now 
the defendant has not said a word of that in his specifica
tion. In that he has kept back the knowledge he had 
as to the size of the rollers, and velocity, and it is left to 
people to find it out, as chance may direct." (a) 

In M01·ffan v. Seward, (b) Alderson, B., said that people 
in trade ought to be told tho manner in which the inven
tion ought to be carried out, " not by themselves be
coming invent-l'S of a method of carrying it into effect, 
but by following the specification without making a new 
invention, or making any addition to the specification. 
If the invention can only be carried into effect by persoru; 
setting themselves a problem to solve, then they who 
solve the problem become the inventors of the method of 
solving it, and he who leaves persons to carry out his in
vention by means of that application of thei.r understand
ing, does not teach them in his specification that which, 
in order to entitle him to maintain his patent, he should 
t9ach them, the way of doing tho thing, but sets them a 
problem which, being suggested to persons of skill, they 
may be able to solve. That is not the way in which a 
specification ought to be framed. It ought to be framed 
so as not to call on a person to have recomse to more 
than those means of ordinary knowledge (not invention) 
which a workman of competent skill in his art or trade 
may be presumed to have. You may call 0-:J. him to exer
cise all the actual existing knowledge common to his 
trade, but you cannot call upon him to tax his ingenuity 
or invention." 

(a) R. v. Arkwrigf.t, 1 Webs. 

P. R. 66. See also R. v. Fussell, 
1 Carp. P. R. 449. 

(b) 1 Webs. P.R. 174. 
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If the specification contains a false statement in any CnAP. IY. 

material circumstance of such a nature that if literally Untrue stnte

ncted upon by a competent workman it would mislead men~ viti~tes 
spectficnt10n 

him, and he would be unable to make the machine, it even if it 
would not 

will be void, although there is evidence to prove that it deceive work-

is not likely that competent workmen would be misled; mnn. 

for this would be to support the invention by the work-
man's sh-ill and not on its own merits. (a) 

But when in the specification of a patent for improve
ments no directions are given respecting a portion of the 
machine which any competent workman would know to 
be necessary, the specification will not be void. In 
01·osslcv v. Bevm·lcy (b) the patent was for an "im-
proved gas apparatus," the specification omitted to state 
that a condenser was necessary, but as it was shown that 
any workm!'.,n who was able to construct a gas apparatus 
would know that a condenser was necessary, the specifica-

tion was held to be good. 
A deviation from the precise dimensions shown by tho 

specification and model, so as to make the different parts 
work together, is within the knowledge of any workman. 
Thus where the defendants put in a model made according 
to the specification which would not work though a very 
slight alteration would have made it work, Alderson, B., 
said: u Now a workman of ordinary skill when told to 

put two things together, so that they should move, would 
of course by the ordinary k-nowledge and skill he pos
sesses make them of sufficient size to move. There he 
would have to bring to his assistance his knowledge that 

(a) R. v. Arltwl'z'gltt, 1 W cbs. 
P. It. 67; Neilson v. Ilal'jord, 8 
1\I. & W. 824; 1 Webs. P. H.. 

371 ; Simpson v. Holliday, L. R. 
1 II. L. 315. 

(b) 9 n. & c. 63; 3 c. & r. 
515; 1 W cbs. P. R. 110, n . 

• 

But omisBion 
not fatui if it 
does not miH· 
lend. 
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CnAP. 1Y. the size of tho part i~ material to tho working of the 
machine. That is within tho knowledge of every work
man. He says: 'I see this will not work, lJecanso 
it is too small,' and he makes it a little larger and finus 
it will work; what is required is thnt the specification 
should be such as to enable a workman of ordinary skill 
to make the machine; with respect to that therefore I do 
not apprC'heml you will find much difficulty." ( n) 

In Neilson v. llMj'ol·tl, (Z.) tho specification of n patent 
for "the improved application of air to produce heat in 
fires, forges nnd furnace;:; whore bellows or other blowing 
r.ppnro.tus arc necessary," did not state that it was 
necessary to usc water twires in order to protect tlJC 
pipe convoying tho hot air into the blast furnace. J t 
was proved that tho blast could be used to n benC'ficial 
extent without the water twires, and that any pC'rson 
acquainted with smelting would apply them if nccl'ssary, 
and the patent was hrld to Lc good. In Rw:.~ell v. C'mc

ley, (c) the patent was for improvements in manufacturing 
tubes for gas and othrr purposes without the usc of a 
maundril, which had always been used previously in the 
manufacture of iron tubes. The specification did not 
give any directions as to omitting the usc of the maun
dril, but it was held that on readinrr the specification any 
person of ordinaryintelligPncc woul<l b.::·c that the inv0ntion 
was for the manufacture of tubes ·without a maundril. 

"\1, here the specification is of a long and complicated 

process con::;isting of SO\ L ral operntions following 0110 
another in regular order and the description us n whole 
i~ sufficient, it w-ill not he void b0cause of some obscurity 

(a) ;l[uJ:!{II/1 ,., Sl'flll'll1"d, 1 a],o llousf'!dll Iron Co. , ..• Y,.,'!-

"' elJ,;. }', fl. 1 iu. SOli, ih. \)87. 

(/1) 1 "'l'l>s. 1'. H. 318. Sl'l' (c) I \\'l'L,;. 1'. I:. -15i. 
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in a part of the description which would not mislead a CnAr. I\'. 

competent workman. In lJcm·£1 v. EyCI'fon, (n) the patent 
was for " a new and improved modo of oLtaining tho 
spontaneous reproduction of all tho images received on 
the focus of tho camern. obscnra." Tho specification 
stated that tho process was divided into five operations. 
"'fho first consists in polishing aml c·leaning tho silver 
surfacP of tho plate, in order to properly prepare or 
qualify it for receiving tho sensitivo layer or coating 
upon which tho action of tho light traces tho design. 
'fhe second operation is, the applying that sensitive layer 
or coating to tho sih·er surface. The third in suLmitting-
in the camera obscura the prepared surface or plate to 
the action of light so that it may receive the images. 
The fourth in hringing out m· making appear tho image, 
pictmc or repre~cntation, which is not visiulo when tiH' 

plate is first taken out of tho camera obscura. 'rl!C fifth 
and last operation is that of removing tho sensitive layer 
or coating which would continue to be afi'cctcd, and 
undergo different changes from the action of light, this 
would necessarily tend to destroy the design or tracing-
so obtaincJ in the camera obscura.'' A Jescription was 
thPn given of the first operation, preparing the silver 
surface of the plate; tho concluding part of which 
directed that nitric acid JissolveJ in water was tn lJc 

npplieJ three difl'erent times, care ueing taken to sprinkle 
the plate each time with powder, anJ ruh it dry allll Wl'.Y 

lightly with clean cotton. No oujection was made to 
this part of the specification, hut some further informa-
tion was given respecting tho preparation of tho plate as 
follows: " \\rhen the plate is not intenJeJ f(•r immediate 
use or operation, the acitlmay uc used only twice upon 

(a) 8 ('. B. 21-1. 
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CIIAP. IV. its surface after being exposed to heat. The first part or 
the operation, that is, tho preparation as far as the second 
application of tho acid, may be dono at any time ; this 
will allow of a number of plates being kept prepared up 
to tho last slight operation. It is however considered 
indispensable, that, just boforo tho moment of using the 
plates in tho camera, or the roproclucing the clesigu, to 
put at least once more, some acicl on tho plate, nnd to 
rub it lightly with pounce as before statecl : finally, the 
plate must be cleaned with cotton from all pounce d11st 
which may be on tho smface or its edges." Upon thi~ 
part of the specification it was contended that the direc
tion to apply acid just before tho moment of using tlw 
plates in the camera (which was tho third operation) 
was a direction to uso it after tho second operation, viz. 
tho coating tho plato with iodine ; and that using aciu 
at that period would entirely spoil tho whole process. 
It was held however that the specification was free from 
any such mistake or obscurity as wouhl mislead a per::;on 
of fair intelligence. "It must be remembered," said 
Sir T. 'Vilue, C. J., "that tho passage in question i::; part 
of tho directions given for performing the first operation, 
viz. preparing the plate to receive thd iodine. It is to 
be observed when the plato is not intenclecl to bo usc<l 
immediately, and whore it has previously been partially, 

' 

but not entirely, prepared for tho iodine, tlus last appli-
cation of acicl is still to precede the second operation. 
The whole passage may bo considered as in a paren
thesis; ancl tho expression, "just before tho moment of 
using the plate in the camera," is put in opposition to 
the time of partially preparing tho plate ; after which it 
is supposed to have been laid by for futme use. That 
this is tho real moaning of tho passage, is further mani-
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fasted by what follows in a sub~<eq11ent part of the 
printed specification. ' After this second operation (viz. 
the application of iodine) is completed, the plate is to be 
passed to the third operation, or that of the camera 
obscura. Wherever it is possible, the one operation should 
immediately follow the other.' It is plain therefore that 
the patentee did not intend any separate operation to 
intervene between the application of iodine and the in-
troduction of the plate into the camera obacura. The last 
application of acid must therefore have been intended to 
precede the second operation. 

u 'l'his we think is tho fair construction of tho language 
of tho specification. .And although thoro may at first 
sight be some appearance of o'Lscurity in h, we think 
that it is cleared away by a construction of tho whole; 
and that it is sufficient to be unuerstood by an operator 
of fair intelligence." 

CIIAP. IV. 

But the omission must appear distinctly on the face of The omi~sion 
must be putcnt. 

the specification and drawings. In Simpson v. Holli-
day (a) Lord ·west bury said, a When it is stated that an 
error in a specification, which any workman of ordinary 
skill and experience would perceive and correct, will not 
vitiate a patent, it must be understood of errors which 
appear on the face of tho specification or tho drawings it 
refers to, or which would be at once discovered and cor-
rcctcu in following out the instructions given for any 
process or manufacture, and tho reason is, because such 
errors cannot possibly mislead. But the proposition is 
nvh a correct statement of the law if applied to errors 
which arc discoverablo only by experiment and further 
inquiry ; ueithor is the proposition true of au erroneous 

(a) 13 W.lL 677. 

K 
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CnAP. IV. statement in a specification amounting to a false sug
gestion, even though the eiTor would be at once observed 
by a workman possessed of ordinary knowledge of the 
subject. For example, if a specification describes several 
processes or several combinations of machinery and affirms 
that such will produce a certain result, which is the object 
of the patent, and some one of the processes or combina
tions is wholly ineffectual ann useless, the patent will 
be bad, although tho mistake committed by the patentee 
may be such as would at once be perceived by an ordinary 
workman." 

Evidence. The Court may, in tho exercise of its discretion, refuse 
to consider questions n,rising on tho construction of the 
specification until the evidence on the whole of the case 
h11s beeu heard. (a) 

The evidence of persons who say that they could not 
make the machine from the specifiration, and that they 
think it is not probable that the person who drew tho 
specification meant to describe the invention is nothing 
more than a corollary from their own opinion, because it 
is not intelligible to them. (b) 

• 

(a) Young v. Fernie, 4 Giff. 
577. 

(b) A1·lut'right v. Niglltingale, 
1 W cb~. P. R. 61. 



CHAPTER V. 

OF DISCLAIMERS. 

EFORE the year 1835 a patentee whose speeific11tion CnAl'. v. 
was void by reason of unnecessary matter having ;, & 6 Will. 

been introduced into it, was unable to obtain any relief, IV. c. 83. 
Any person 

although his invention might in other respects be meri- hnYing ob
tained letters 

torious. By 5 & 6 ·wilL IV. c. 83, s. 1, it was provided pntent_for nny 

h 
, h , lll\'Cnt!OD may 

that "any person w o as grantee, assignee, or ot erWise t•nter a dis-

h b · d h h 111 f b · 1 claimer of hat o tame , or w o s a wrea tor o tam, etters patent nny pnrt of 

for the sole making exercising vendin()' or using of any his specific,,-
' ' o twn or a nwnto· 

invention may if he think fit enter with tho clerk of rnndut~ of 
1 ' 1 nlt<·rntwn 

the patents of England, Scotland, or Ireland, respectively therein. 

as the case may be, having first obtained the leave of His 
Majesty's Attorney-General or Solicitor-General in case 
of an English patent, or of the Lord Advocate or Solicitor
General of Scotland in tho case of a Scotch patent, or of 
His :Majesty's Attorney-General or Solicitor-General for 
Ireland in the ease of an Irish patent, certified by his 
fiat and signature, a disclaimer of any part of either the 
title of the invention or of tho specification, stating the 
reason for such disclaimer, or may with such leave as Reasons mu~t 
aforesaid enter a memorandum of any alteration in the be stated. 

said title or specification, not being such disclaimer or 
such alteration as shall 'extend' the exclusive right 
granted by the said letters patent." 
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132 DISCLAIMERS. 

The reason for a disclaimer is no part of ~·he disclaimer 
itself. (a) 

Tho word "extend" in the above secticn cannot be 
used in its ordinary sense of" adding to" or" enlarging," 
because the exact meaning of the term "disclaimer," to 
which it is applied, is the renunciation of somo previous 
claim actun11y made or apparently made or supposecl to 
be made. It must, therefore, be intended to compre
hend a case where the disclaimer would give the patentee 
a right which he could not havo enjoyed unde1' the 
specification as originally framed. (b) 

The object of the act is that where a specification is 
void for claiming too much, the patent is not necessarily 
to be avoided, but may be amended by disclaiming the 
useless part; that is to say, if there is a general claim and 
a particular claim, and by a disclaimer tho general claim 
is struck out, tho particular claim may be good. '' The 
spirit of the Act," said :Maule, J., "seems to bo this, 
that where there are objections that go only to a small 
and insignificant part of a patent, which if sustained would 
defeat it altogether, the patentee may relieve himself 
from tho difficulty by a disclaimer." (c) In Ralston v. 
Smith (d) the law was very fully laid down by Lord 
Westbury, who said, " Tho obj oct of the Act authorizing 
disclaimers was plainly this, that when you have in your 
specification a sufficient and good description of a useful 
invention, but that description is imperilled or hazarded 
by something being annexed to it which is capable of 

(ll) Camzingto11 v. Nuttall, L. 
R. 5 H. L. 227. 

(b) Per Lord Chelmsford in 

Ralsto11 v. Smith, 11 H. & C. 
254. See ulso Foxwell v. Bo-

&lock, 4 De G. J. & S. 306 ; 10 
L. T. (N. S.) 144. 

R. v. Mill, 10 C. B. 395. 
(d) 11 II. L. C. 243. 
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being severed, leaving the original description in its 
integrity, good and sufficient without tho necessity of 
addition, then you might, by the operation of a dis
claim~r, lop off the vicious matter and leave the original 
invention as described in the specifcation untainted and 
unimpaired by that vicious excess. But it was never 
intended that you should convert a bad specification, in the 
sense of its containing no description of any useful inven
tion at all, into a good specification by adding words that 
would convert a ban-en and unprofitable generality into a 
specific and definite and practical description. It is quito 
clear that if that could he dono you would have an oppor
tunity of introducing into a bad patent which contained 
no useful invention whatever, some discovery that might 
be developed by further experiment and which was alto
gether unknown at the time of tho ori0-inal specifica
tion and not at all included in the description contained 
in it. 

But a further observation occurs upon this, that not 
only was it never intended by the statute that a patentee 
should take advantage of it for the purpose of converting 
a bad description into a good description in this sense, 
or that when the original description was wholly had 
and contained no new invention it should he converted 
into a description containing a good invention; hut 
the statute never contemplated that a patentee should 
have the power under the form of a disclaimer of making 
material additions to tho original specification, so as by 
the aid of tho con-ected form of worde 'lnd tho additions 
so made to introduce into the specification an accurate 
and perfect description of an invention, whic1 you seck 
for in vain in tho original specification." 

In this case tho patent was for "improvements in om-

CHAP. v. 

But bnd speci
fication cannot 
be made good 
by ndding 
words. 
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CnAP. v. bossing and finishing woven fabrics, and in the machinery 
employed therein," and in the specification the patentee 
said: " I employ a roller of metal, wood, or other suit
able material, and groove, flute, engrave, mill, or other
wise indent upon it any desired design." If the design 
were engraved longitudinally the material would be de
stroyed. The patentee afterwards entered a disclaimer 
by which he disclaimed. the latter portion of the words of 
th9 title, and the use of any pattern rollers except those 
having circular grooves around their surfaces. It was 
hold that the disclaimer was bad, as tho specification was 
originally drawn up in general terms, and the disclaimer 
sought to extend the right by describing the alleged in
vention so as to enable tho patentee to assert a right 
under the patent which he could not have maintained 
upon the original specification alone. 

In Seecl v. Higgins (a) tho patentee claimed by his spe
cification " tho application of the law or principle of cen
trifugal force to tho flyers employed" in certain ma
chinery for roving cotton, and described how the force 
was to be applied. He afterwards disclaimed "all appli
cation of the law or principle of centrifugal force as being 
part of my said invention, or as being comprised in my 
claim of invention contained in the said specification, ex
cept only the application of centrifugal force by means of 
a weight acting upon a pressure so as to cause it to press 
against a bobbin, as described in the specification." Lord 
Cranworth said : " I think we must understand the pa
tentee to have said that he claimed as his invention the 
application of centrifugal force to the flyers, as described. 
But then he did not confine himself to that mod0 ; he 

(a) 8 H. L. C. 550. 
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claimed, further, the application of the principle of cen·· CnAP. v. 
trifu.gal force to flyers used in ffi(l,chinery for preparing 
and roving cotton, in whatever way it might be applied. 
The effect of the disclaimer was to strike out of the spe-
cification this latter general claim, leaving only the claim 
for the particular mode of application specially de-
scribed." 

In R. v. Mill(a) the title of the patent was for" im
provements in instruments used in writing and marking, 
and in the construction of inkstands." The specification 
described eleven heads of invention, some of which were 
void for want of novelty and utility. The patentee dis
claimed u all those parts of my said invention which arc 

• 

respectively described and claimed in the said specifica-
tion as being the fifth, the si...:th, the seventh, and tho 
eighth parts of the said invention." These claims re
lated to pens and instruments used for markjng with a 
stamp. The remaining claims were for improvements in 
pen-holders and pencil-cases, and in the construction of 
inkstands, and it was held that as the specification as 
amended by the disclaimer described improvements in 
instruments used in writing and marking, viz., pens and 
pencils, and improvements in the construction of ink
stands, th" title was satisfied by the specification so 
amended. 

All the claiming clauses may be struck out of the spe- All clniming 
'fi ti' b d' 1 • 'f th • . h b d f clnuses mny bl' Cl ca on y a 1sc a1mer, 1 ere remam 1n t e o y o struck out. 

the specification words sufficiently distinguishing what 
the invention is which the patentee claims. (b) 

The effect of a disclaimer is merely to strike out from Effect of di~
cluim<>r. 

the specification those parts of the invention which are 

10 C. B. 379. (b) Thomas v. Welch, L. R. 1 C. P. 192. 
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disclaimed; it cannot be read as explanatory of that 
which remains. (a) An alteration verbal merely, and not 
substantive, will not make a patent void. (b) It is not 
necessary to disclaim matters which manifestly form no 
part of the invention.(o) The effect of the statute is to 
render the disclaimer, when made, part of the patent and 
specification; and the patentee, from the moment of the 
disclaimer, becomes patentee of the undisclaimed part 
only.(d) 

Disclaimer The disclaimer, or memorandum of alteration, being filed 
when filed to 
be deemed part with the specification, is to be deemed and taken to be 
~i~~~ecificn- part of such letters patent or such specification in all 

courts whatever. (e) Formerly disclaimers were required 
to be enrolled, but it is now provided that disclaimers 
and memoranda of alteration shall be filed in the office 
appointed for filing specifications in Chancery, with the 
specification to which they relate, instead of being en
tered or filed and enrolled, as provided in the principal 
Act, and in the Act 12 & 13 Viet. c. 109. {f) 

The disclaimer operates as part of the letters patent 
and specification from the date of the grant. (g) There is 
no express enactment in the statute that tho disclaimer, 
if it transgresses the statutory limit by extending the 
exclusive right, shall be void to all intents and purposes; 
aud unless it be so it must remain enrolled with and nl-

(a) Tetley v. Easton, 2 C. B. 
(N. S.) 706. 

(b) Thomasv. lVelcl!, L. R. 1 
C. P. 192. 

(c) Lister v. Leather, 8 E. & 
B. 1004; Jlforton v. llliddleton, 

1 Dec. of Ct. of Sess. 3rd series, 
718. 

(d) Clark v. Kenricl!, 12 l\1. & 
w. 219. 

(e) 5 & 6 Will. IV. c. 83, 
s. I. 

(f) 15 & 16 Viet. c. 83, s. 39. 
(g) R. v. lllill, 10 C. B. 

379; Stocker v. Warner, 1 C. B. 
148. 
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ways accompany the letters patent and specification. It CnAP. v. 
might be proper to hold that the disclaimer is inoperative 
for the excess only when that excess is clearly distin-
guishable. (a) 

The filing of a copy of tho disclaimer is a compliance Filin~; of copy 
• suffic1ent. 

with the provisions of tho Act. (b) 
The Act of the 5th & 6th Will. IV. c. 83 only gave the 7 & s Viet. 

patentee the right to disclaim, and as it was considered c. 69• s. 5• 

doubtful whether the assignee of a patent could enter a 
disclaimer, it was by the 7th & 8th Viet. c. 69, s. 5, Disc!nim~rnnd 

h 
. . . memorandum 

enacted, "t at m case the or1gmal patentee or patentees ofnlterntion 

h h h d t d 'th h' th · h l may be enterecl at or ave epar e WI IS or e1r w o e or any ulthough the 

Part of his or their interest, by assignment to any other otrigtinnl pn
en ce mny 

Person or persons it shall be lawful for such patentee to- h~ve assigned 
' ' Ius pPtent 

gether with such assignee or assignees, if part only hath right. 

been assigned, and for the assignee or assignees if the 
whole hath been assigned, to enter a disclaimer and 
memorandum of alteration under the powers of the prin-
cipal Act; and such disclaimer and memorandum of such 
alteration, having been so entered and filed as in the said 
recited .Act mentioned, shall be valid and effectual in fa-
vour of any person or persons in whom the rights under 
the said letters patent may then be or thereafter become 
legally vested; and no objection shall be made in any 
proceeding whatsoever on the ground that the party 
making such disclaimer or memorandum of such altera-
tion had not sufficient authority in that beh!tlf." 

Under the latter part of this section it was held that a 
disclaimer will be valid, although the patentee at the 

(a) Per Lord West bury in 
Foxwell v. Bostock, 4 De G. J. 
& S. 30i; 10 L. '1'. (X. S.) J.l-1. 

(b) Wallington v. Dale, 7 
l·~xch. 888. 
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time he entered it had assigned all his interest in the 
patent.(a) 

By the Patent Law Amendment Act (15 & lU Viet. 
c. 83, s. 39) it is provided "that such filing of any dis
claimer or memorandum of alteration in pursuance of the 
leave of the law officers as in the principal Act men
tioned, certified as therein mentioned, shall, except in 
cases of fraud, be conclusive as to the right of the party 
to enter such disclaimer or memorandum of alteration 
under tho said Act; and no objection shall be allow~::d to 
be made in any proceeding upon or touching such letters 
patent, specification, disclaimer, or memorandum of al
teration, on tho ground that the party entering such dis
claimer or memorandum of alteration had not sufficient 
authority in that behalf." 

The Act of the 5th & 6th Will. IY. c. 83, s. 1, pro
vided that " no disclaimer or memorandum of alteration 
shall be receivable in evidence in any action or suit (save 
and except in any proceedings by scire facias) pending at 
the time when such disclaimer or alteration was enrolled, 
but in every such action or suit the original title and 
specification alone shall be given in evidence, and deemed 
and taken to be the title and specification of tho inven
tion for which the letters patent have been or shall have 
been granted." 

Under this section it was decided that where a patent 
is originally void, but is amended by a disclaimer, the 
Act has not a retrospective opertition, so as to make a 
party liable for an infringement committed prior to the 
time of entering the disclaimer, even though the 1mrts 

(a) Wallington v. DalP, 7 Exrh. 888. 
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infringed have not been affected by the disclaimer ;(a.) 
and by the Patent Law Amendment Act (15 & 16 Viet. 
c. 83, s. 39) it is provided that " no action shall be 
brought upon any letters patent in which or on the spe
cification of which any disclaimer or memorandum of al
teration shall have been filed in respect of any infringe-
ment committed prior to the filing of such disclaimer or 
memorandum of alteration, unless the law officer shall 
certify in his fiat that any such action may be brought, 
notwithstanding the entry or filing of such disclaimer 
or memorandum of alteration." 

Tho law officer may before granting his fiat require 

the applicant to aclYortiso his disclaimer or memorandum 
of alteration in such manner as he may think fit, and if 
he requires such advertisement, must certify in his fiat 
that thG same has been duly made. (b) 

Any person may enter a caveat against such disclaimer 
or memorandum of alteration, which gives him a right to 
have notice of tho application being heard by the law 

• 

officer. (c) 

CnAP. Y. 

Action mny 
not be brought 
without leave 
of!nw officer. 

Law officrr 
mn v require 
di,;clnimer or 
m .. mornndum 
of nlterntion 
to be nd\'er
tised. 

Cnvent• 
nooninst di"
cfainwl· 1nov 
be ent~rl'<l. 

• 

All applications for leave to enter a disclaimer or ,\pplientions 
fin· disdnimcrs 

memorandum of alteration arc to be made, and all nnd caw·nts to 

t l t . th t t b 1 c1 d t th ffi f he nt th" oflicc. cavca s re a mg ere o are o o o gc , a e o co o · 
the commissioners, and are to be referred to the law 

officer. ( tl) 
All the provisions of the Acts of the 5th and 6th "\Yill. 

IV. and 7th and 8th Yict. c. G9, respectively relating to 
disclaimers amt memoranda of alterations in letters patent, 

(a) Perry v. Sl1imwr, 2 ill. & 
W. 471; R. v. Mill, 10 C. B. 3i9. 

(b) 5 & 6 Will. IV. c. 83, 
s. 1. See nlso App. Rules of 
Prnctice before Lnw Oiliccr . 

• 

(c) lb. 
(tl) 15 & 16 Viet. c. 83, ~. 3!J. 

Sec nlso App. Rnlcs of Practice 
before Lnw Officer. 

Pro\'i,ions of 
;, & G \\' ill.l \'. 
c. !l:l, :md of 
7 fx 8 \'ict. 
c. 69, ns to di~
dniw·..- niH! 
memorandum 
of nlteration 
to apply to 
pntcnt" nnd~r 
the Patent 
Lnw Am~nd
mE>nt Act. 
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CnAP. v. nre applicable and apply to any letters patent granted 
and to any specification filed under tho provisions of tho 
Patent Law Amendment Act. (a) 

Stamp duties. Tho ap:)Iication for lenvo to disclaim must ho impressed 
with a stamp of £5; a caveat with a stamp of £2. (b) 

(a) 15 & Hl Viet. c. 83, ~. 39. (b) 16 Viet. c. 5 . 

• 



CHAPTER VI. 

OF THE METHOD OF OBTAI~lNG LETTERS PATENT. 

HE law relating to tho grant of lot tors patent is now 
regulated by the " Pat"'1t Law Amendment Act, 

1852," (n) and the acts of tho 16th Viet. c. 5, 16 & 17 
Viet. c. 115, and 22 Viet. c. 1:3. Tho first five sections 
of tho Patent Law Amendment Act reh;.to to tho Com
missioners of Patents, their seal, their power of making 
rules, and to their office and officers. (See post, chap. 
vii.) 

Tho first step for an applicant for letters patent to 
take is to petition tho Crown for a grant. Tho petition 
states that tho petitioner is in possession of an invention 
(naming it); that he believes that it 'vill be of great pub
lic utility; that ho is tho first and true inventor; aLcl that 
it is not in use by any other person or persons to tho best 
of his knowledge and belief. Tho application must bo 
for one invention only. (b) Tho petition is accompanied 
by a declaration in support Forms of petition and de
claration will be found in t~lC schedule to tho Act. 

Lithographed forms of petition and declaration may 
be obtained from law statione>s. 

In any application for a patent which is stated to be a 

(a) 15 & 16 Viet. c. 83. (h) See App. Third Set of 
!{ule.-;, cl. I. 

CuAP. \'1. 
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communication from abroad, the declaratio11 ought to state 
tho name and address of the party from whom it has been 
received in tho following manner:-

No. I. When declaration is made in tho United King
dom, " That it has been communicated to me from 
abroad by (here insert name and address in full)." 

No. 2. In other cases, u That it is a communication 
from (A. B.), a person resident at (here insert tho ad
dress in full) ." (a) 

'l.'ho pt.:tition and declaration aro then loft at tho office 
of tho commissioners. Thoro is also left at tho same time 
a statement in ·writing, called a provisional specification, 
signed hy or on behalf of tho applicant, describing tho 
nature of tho invention. 'fhe day of the delivery of tho~o 
documents is endorsed on them and recorded, and a cer
tificate given to the applicant or his agent. (b) 

Tho petition for the grant of letters patent and de
claration and tho provisional specification must be 
written upon sheets of paper of twelve inches in length 
by eight inches and a-half in breadth, leav-ing a margin 
of one inch and a half on each side of the page, so that they 
may be bound in the books to be kept at tho office. 
The drawings accompanying tho prov-isional specification 
must be made upon a sheet or sheets of parchment, paper, 
or cloth, each of the size of twelve inches in length by 
eight inches and a-half in breadth, or of tho size of 
twelve inches in breadth by seventeen inches in length, 
leaving a margin of one inch on every side of each 
sheet. (c) 

(a) Rule of 23rd Feb. 1859. 
(b) 15 & 16 Viet. c. 83, 

~- 6. 

(c) See First Set of Rules, 
cl&. I, 2. 
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All provisional specifications must be written on one 
side only of the sheet. (a) 

No amendment or alteration at the instance of the 
applicant will as a rule bo allowed in a provisional 
specification after it has been recorded, except for the 
correction of clerical errors or of omissions made per 
incuriam. (b) 

The provisional specification must state distinctly and 
intelligibly the whole nature of the invention, so that 
the law officer may bo apprised of the improvement, and 
of tho means by which it is to bo carried into effect. (r.) 
The application and provisional specification nro then 
referred to one of the law officers of thu crown. (d) He 
may call to his aid such scientific or other person as he 
may think fit, who is to be paid such sum by tho appli
-:!ant as the law officer may direct. If tho law officer is 
satisfied that tho provisional specification describes the 
nature of the invention he will allow it and give a certi
ficate of his allowance, which is filed in the office, and 
the invention is then protected for tho term of six months 
from the consequences of usc and pu 1'lication. (c) 

Tho provisional specification must as a rule be for 
one invention only. (j) 

Tho title of tho patent must point out distinctly and 
specifically tho nature and objects of the invention. (g) 
"Every patent must stand on the ground of improve
ment or discovery. If of improvement, it must stand on 
tho ground of improvewent invented; if of d.iscovcry, it 

(a) Rule of 23rd Feb. 1859. 
(b) Second Set of l{ules, d. 9. 
(c) lb. cl. 10. 

(d) 15 & 16 Viet. c. 83, s. 7. 
(e) lb. s. 8. 

(f) Third Set of Hulcs, cl. 1. 
(g) Third Set of Rules, cl. 2; 

Househill Iron Co. v. Neilson, 1 

Web~. P. R. 673. 
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must stand on the ground of the discovery of something 
altogether new; and the patent must distinguish and adopt 
itself accordingly. If the patent be taken out for dis
covery when the alleged discovery is merely an addition 
or improvement, it is scarcely necessary to observe that 
it will be altogether void." (a) 

The title must give some idea, and so far as it goes a true 
idea, of the alleged invention. Where the title described 
the invention to be " for certain improvements in copper 
and other plate printing," and it appeared that copper 
plato printing consisted of a great variety of processes; 
it was held that an improvement in the preparation of 
the paper which rendered tho lines on the plate engraving 
more clear and distinct might be considered as an im
provement in copper plate printing, and that the title 
was not too vague. (b) 

In Niclcels v. Haslam, (c) letters patent wore obtained 
for" improvements in the manufacture of plaited fabrics." 
The specification described only a single improvement in 
the mode of manufacture. It was held that thoro was 
not such an inconsistency between the title of the inven
tion and the description as to invalidate the patent. 

In Wrightv. Hitchcock (d) the title of the patent described 
it as being for the invention of "improvements in the 
manufacture of frills or ruffles, and in the machinery or 
apparatus employed therein." The specification dencribed 
a process of plaiting fabrics by means of a reciprocating 
knife having a straight or serrated edge and provided 
with suitable notches on its edge for the passage of the 

(a) Per Lord Eldon in Hill 
v. Thompson, 3 Mer. 626. 

(b) Sturtz v. De la Rue, 5 
Russ. 324. 

(c) 8 Scott (N. R.) 97. See 
also Penn v. Bibby, L. R. 2 
Ch. 127. 

(d) L. H. 5 Exch. 37. 
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needle or needles of a sowing machine with which it was C!lA?. VI. 

worked in combination. Tho claimfl were 1. The 
general construction, arrangement and combination of 
machinery, apparatus or means for producing crimped 
or plaited fi·ills or trimmings in a sewing machine. 
2. The application and uso of a reciprocating knife for 
crimping fabrics in a sewing machine. 3. Tho peculiar 
manufacture of crimped or plaited frills or trimmings as 
hereinbefore described and illustrated by fig. 8 of the 
drawings. 'l'ho llrawing showed a double frill, or a 
middle plaited strip with a frill abovo and a frill below. 
It was held tlwt the patent was not for the manufactured 
product but for tho process of manufactrrring it. Sir 
Ji'. Kelly, C. B., said: "Tho title of the patent describes 
it as being for tho invention of "improvements in tho 
manufacture of frills or ruffles and in tho machinery 
employed therein." It is not for an improvement in 
frills or ruffles, still less for an improvm1 frill or ruffle, 
but for an improvement in tho -n~u.mfacture of fi·ills or 
ruffles and the machinery employed therein. The speci-
fication also relates entirely to tho machinery, and con-
tains from beginning to end nothing which could lead 
us to construe it as a specification of the articles manu-
factured." (His lordship then stated the third claim, 
and proceeded:) "But is it the kind of frill that is made 
the subject of the claim? On the contrary, it is the 
peculiar mode of manufacturing it, or the frill as manu-
factured by a reciprocating knife. Therefore, whether 
we look at the title of tho patent, tho specification, or the 
claim, tho patent is not for tho artie. · manufactured, but 
for the mode by which tho article descri1ed is brought 
into existence." 

Whore the title is not inconsistent with the speci-
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fication and no fraud is practised it is not a fatal objec
tion that the title is so general as to be capable of cOiu
prising a different invention from that for which the 
patent is claimed. (a) It must be consistent with the 
specification, with which it may be read for the purpose 
of explann,tion. (b) 

In the following cases the titles were considered to 
be sufficiently precise. In Cook v. Pea1·ce (c) the patent 
was taken out for improvements in carriages, and the 
invention was in fact an improvement in German shutters 
which were nsed only in some kinds of carriages. A patent 
was taken out for "certain improvements in the doors 
and sashes of carriages." In the specification, after 
describing it, the p~ctentee said: "I have shown my 
invention as applied to railway carriage doors and win
dow fittings, although they are equally applicable to 
the doors and windows of any other description of car
riage or in any position where windows and doors are 
subject to jar and vibration," and tho claim in the speci
fication was held not to be larger than the title of the 
patent.(d) 

Before the date of a patent it wus known that sul
phuret of iron produced by the action of sulphurctted 
hydrogen upon hydrated oxide of iron would be re
oxidized by being exposed to the action of atmospheric 
air; but it was not known that when the sulphuret was 
produced by tho exposure of hydrated oxide of iron tv 
the action of sulphuretted hydrogen mixed with coal gas, 

(a) Cook v. Pearce, 8 Q. B. 
1044; Neilson v. Harford, 8 l\1. 
& w. 806. 

(b) Sturtz v. De la Rue, 5 
Russ. 324; Neilson v. llaiford, 

81\I. & W. 806; Oxley v. Holden, 
8 C. B. (N. S.) 666. 

(c) 8 Q. B. 10-!4. 

(d) O.rley "· llolden, 8 C. ll. 
(N. S.) 666. 
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the re-oxidation of tho iron might be prevented by the CuAP. v 1. 

cyanogen compounds of ammonia and tarry matter which 
would be mi:..:ed with it. It was held that. a patent might 
be had for re-oxidizing tho iron by exposure to tho air 
aftor it had been used in the purir:·ation of coal gas, and 
also that the invention came withiu tho title of tho patent 
as an improved mode of manufacturing gas. (l~) 

In Bt:ard v. E!Jurton,(b) a title which described tho 
patent to be for a certain invention of " a new or au im
proved method of obtaining the spontaneous reproduc
tion of all the images received in the focus of tho camera 
obscura ~; was held to be sufficiently precise and certain; 
and in Stcall v. lVilliams,(c) a title wl,ich described the 
invention as being fur a mode of "making or paving 
public streeb and highways, aml public and private 
roads, courts and bridge:;, with iimbcr or wooden blocks " 
was held not too vague. 

In R. v. Mill,(d) the title of patent was fer "im
provements in instruments used for writing and marking," 
and the specification contained a claim for "improve
ments in pencil-cases, pen-holders and pens." It was 
held that the specification was as comprehensive us the 
title, ns peu-hohlers and pencil-case:; might be described 
as in:;truments used for marking ns well as writing. 

But where the patent ":as for "improvements in the 
'lanufacture of gas for the purpose of illuminating, and 
Jl the apparatus used when transmitting and measuring 
gas,'' and tho titlo of tho specification dcscrilJed the in-
vention us consisting of "improvements in the manufac-
ture of gas for illumination and in the apparatus usd 

(a) llills \', Tlw London Gas 
Light Co., 5 II. & N. 312. 

(h) 3 c. n. 97. 

(c) 2 W cbs. P. R. 126. 
(d) 10 C. B. 379. 

1ustnnrPs uf 
bad titlt·s. 
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CnAI'. YI. therein, and when transmitting and measuring gas," and 
tho specification stated the invention to relate " first to a 
mode of manufacturing gas for tho purpose of illumina
tion; secondly, to improvements in setting and heating 
clay retorts for making coal gas; thirdly, to a modo of 
manufacturing clay retorts; and fourthly, to improvements 
in apparatus for measuring gas when it is bei:ug trans
mitted to the consumer,"' it was held that there was a 
material variance between tho invention specified and 
that described in the title: as the claim for making retorts 
could not be called either a mode of manufacturing gas 
or the apparatus used in measuring and transmitting 
gas, and that therefore tho patent was void. (a) 

In R. v. Metcalfe, (b) a brush differing from a com· 
mon one in no other respect ~han t1at the hairs or 
bristles were of unequal length, was held to be impro· 
perly described as a "tapering brush" by Lord Eldon, 
who said, "If the word tapliring bo used in its general 
senso the description is defective, there is no corubg to 
a point. If the term has had a different meaning an· 
nexed to it by the usage of the trade it may bo received 
in its perverted sense." In the case of R. v. Wheele1',(c) 
the patent was for "a new and improved method of 

• 
drying and preparing malt," and the specification showed 
that the invention was, not as would be supposed, for a 
method of making malt from barley, but for making 
a colouring matter for beer from prepared malt; Abbott, 
C.J., said: "The language in which the supposed inven· 
tion is described in a patent of this nature is the Ian· 
guago of the patentee himself. He represents to the 
Crown that he has invented this thing or that thing, and 

(a) Croll '"· Edge, 9 C. n. 
479. 

(b) 2 Stark.249. 
(e) 2 B. & Ald. 345. 
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that he is tho first and sole inventor thereof, and the 
Crown yielding to his reiJresentations and willing to 
give encouragement to all arts and inventions that may 
be for tho public good, grants to the patentee the sole 
liberty and privilege of using his said invention for a 
certain time under the conditions before noticed. It is 
obvious, therefore, that if tho patentee has not invented 
the matter or thing of '"hich he represents himself to be 
the inventor, the consideration of the royal grant fails, 
and the grant consequently becomes void. And this 
will not be the less true if it should happen that the 
patentee has invented some other matter or thing of 
which upon a true representation thereof he might have 
been entitled to a grant of the exclusive use." 

In Ooclwane v. Smetlmrst,(c~) it was hold that a patent 
"for an improved method of lighting cities, towns and 
villages " could not bo supported by a specification 
describing an improved lamp; and in Bnmton v. 
Hawkes, (b) it was held that a patent for improvements 
in the construction of ship's anchors, windlasses and 
chain cables could not be supported unless there was 
novelty in each invention. 

If the law officer is of opinion that the title is too 
large or insufficient, he may allow or require it to be 
amended. (c) 

"\Vhere a provisional specification is left, and provi
sional protection is thus obtained, there is nothing to 
prevent another provisional specification for a similar 
invention being left, and letters patent may be granted 
to the second applicant, within si:x months of the time 
when tho first provisional specification was left. (d) 

(a) 1 Stark. 205. 
(b) 4 B. & Ald. 542. 

(c) 15 & 16 Viet. c. 83, s. 8. 
(d) Ex parte Bates g· Red-

CUAI'. v [. 

Amending 
title. 

l'\ o right of 
priority gained 
by leaving 
provisio<al 
specification. 



CnAP. Yl. 

Complete 
specdicntion 
m~y be left 
inAtend of pro
visionnl ~1"'
cificntion, 'uch 
dPposit to con
ft•r for n limited 
time the like 
rights n~ letters 
patent. 

But not son< 
to pre,·cnt prc
viouA UJ:lpl icunt 
tor simtln 
patent frcn 
obtaining 
grant. 

150 THE l\IETIIOD OF OBTAINING 

Instead of leaving a provisional specification, the ap
plicant may, if he thinks fit, file an instrument under his 
hand and seal called a complete specification, particularly 
describing and ascertaining the nature of the invention, 
and in what mann01· it is to bo performed. This instru
ment must be mentioned in tho declaration. Tho day of 
delivery of any of the above mentioned documents is 
endorsed on them, and recorded in the office, and a cer
tificate given to tho applicant or his agent. Tho inven
tion is then protected for six months, and tho applicant 
during that time enjoys the privileges of a pt;.tentcc.(a) 

All specifications, in pursuance of tho conditions of 
letters patent, and all complete specifications accompany
ing petitions for the grant of letters patent, must be 
written bookwise upon a sheet or sheets of parchment, 
each of the size of twenty-one inches and a half in length 
by folll'teen inches and three-fourths of an inch in breadth; 
they may be written on both sides of the sheet, but a 
margin must be left of ooe inch and a half on every side of 
each sheet. 

The drawings accompanying such specification must be 
made upon a sheet or shoots of parchment, each of tho 
size of twenty-one inches and a half in length by fourteen 
inches and three-fourths of an inch in breadth, or upon a 
sheet or sheets of parchment, each of the size of twenty
one inches and a half in breadth by twenty-nine inches 
and a half in length, leaving- a margin of one inch and a 
half on every side of each sheet. (b) 

The applicant does not, by taking this course, acquire 
the rights of a patentee, so as, during the six months 

gate, L. R. 4 Ch. ,577 ; Ex parte 
Bailey, L. R. 8 Ch. 60 ; Ex 
parte Henry, ib. 169. 

(a) 15 & 16 Viet. c. 83, ~- 9. 
(b) Order 1st Oct. 1852. 
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protection, to prevent any other person, who has pre
viously applied for a patent for a similar invention, from 
obtaining a patent. (a) 

Any part of the provisional specification may be omitted 
from the complete specification, if there is no fraud, and 
tho effect of the remainder is not altered by tho omission. 
Thus, in Thomas v. Welch, (b) the provisional specifica
tion of a patent for sewing machines claimed amongst 
other improvements, that a certain instrument which im
proved the work, "or another acting therewith," acted to 
hold the work during the insertion of tho needle, while 
tho complete specification appeared to describe only one 
instrument as moving and holding the work. It was 
held that this was not such a variance as could invalidate 
tho patent. 

The office of the provisional specification is not to dis
close the entirety of the invention, but only to show that 
the invention fully specified is tho same in substance as 
that presented to the law officer.(c) 

The statute requires, that in the provisional specifica
tion "the nature of tho invention" shall bo d2scribed, 
but that tho complete specification shall particularly do
scribe and ascertain the nature of the invention, and in 
what manner the same is to be performed." If, there
fore, it were possible to depart from the nature of the 
invention described in the provisional specification, pro
tection might be given to a patentee for something de
scribed in it, from which he might depart altogether 
when he filed his complete specification. It is, at all 

(a) Ex parte Henry, L. R. 8 
Ch. 167. 

(b) L. R. 1 C. P. 192. 
(c) Newall v. Elliott, 13 W. 

R. 15; S. C. on upp. 4 C. B. 
(N. S.) 269; Thomas v. Welch, 
L. R. 1 C. P. 502; Wright v. 

Hitchwck, L. R. 5 Exch. 42. 

CHAP. YI. 

Y nrinnce be-
• tw<'!'n pron-

E-ionnl nnd 
comp!Pte Rpe
cifications. 

Officp of pro
yj:;ionnl "reci
fication. 

The invention 
u,~scrihed in 
the two speci
fications must 
he the Bnme. 



CIIAP. VI. 

• 

Complete 
~peC!fication 
need not ex
tend to every
thing incluUe!l 
in provisional 
apec1ficntion. 

Provisional 
specification 
may be in 
some reopects 
incomplete. 

152 'l'IIE l\IETIIOD 0.1!' OBTAINING 

events, requisite that tho invention, as shown in the two 
specifications, shall be one and the same. No addition 
or alteration ought to be made by which the nature of 
the invention, as described in tho complete specification, 
becomes in a material respect different from tho nature of 
the invention describe' I in t.ho :'rovisional specificati::m. (a) 

Tte complete dp6v~··Jatioll l1.l,nt llC·: '?la~m anything 
Jifl'erent from that ·,v' 1:.ch is r0maiLeu in tho provi~:~ional 
specification, but it need nut oxt-md to everything so 
included. Thus, wheru the provisional specification of a 
patent for "an improvement in tho bearings and bushes 
for the shafts of screw and submerged propellers" de· 
scribed the invention to consist in employing wood in the 
construction of such bearings and bushes, and the com
plete specification afterwards, in describing the modo in 
'Vhich the wood was to be used, claimed the employment 
of wood in the construction of bearings and bushes "as 
therein described," it was held that there was not such a 
variation between the provisional and compiete specifica· 
tions as invalidated the patent. (b) 

If it were necessary that the provisional specification 
should enter into all the minute details as to the manner 
in which the invention is to be carried out, it would have 
to be as full as the complete specification and drawn with 
as much care. The statute by the use of the word 
"complete" implies that the provisional specification may 
be in some respects executory and incomplete. It enacts 
that the provisional specification is to describe the nature 
of the invention and no more, and that the complete 
specification shall describe not only the nature of tho in-

(a) Per Lord W estbnry in 
Foxu•ell y, Bostock, 4 De G. J. & 
S. 298; 10 L. T. (N. S.) 1..14. 

(b) Penn v. Bibb!J, L. H. 2 
Ch. 127. 
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,•ention but also particularly ascertain the manner in CnAP. n. 
which it shall be performed. In Re Newall c)· Elliot, (a) 

the inventor of an improved apparatus for laying down 
submarine telegraph cables described his invention in 
the provisional specific:u: u as follows : '' The cable or 
rope containing the insulated wire or wires is passed 
round a cone, or if it is a long cable round several cones, 
so that thL cable in being drawn off the coil is prevented 
from kink-ing by means of the cone; and there is a 
cylinder on tho outsidu which prevents the coil from 
shifting in its place;" anti in tho complete apecification 
after repeating the aLove description the inventor went 
on to say: " ·when the wire or cable is to Lo laid down 
I place over the cone an apex or top which is conoidal as 
shown in ,he drawing, or conical, and around this I 
suspend several rings of iron or other metal by means of 
cords so as to admit of adjustment at various heights over 
the cone. The use of these rings is to prevent the Light 
of the rope from flying out when going at a rapid speed; 
and the combinatio-... of these part::; of the apparatus pre-
vents the wire or cal,:e from running into kinks." He 
claimed as his invon~ion 1st coiling the wire or cable 
round a cone, 2ndly the supports placed cylindrically 
outside the coil round the cone, 3rdly the use of the 
rings in combination with the cone as described. It 
was held that the omission of the rings from the pro-
visional specification did not invalidate the patent. 

The provisional specification cannot be read for the 
purpose of interpreting tho complete specification. (b) 

Whore the applicant has filed a complete specification 
• 

(a) 4 C. B. (N. S.) 293. (h) .lladirlcan , .. Rennie, l.l 

C. ll. (N. S.) 52. 
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and letters patent are grunted to him; instead of a con

dition voiding the letters patent in caso tho invention is 
not described and nscertaincu by a subsequent specifica

tion, such letters patent will be conditional to lJOcome void 
if such complete specification docs not particularly de

scribe and ascertain tho nature of tho invention and how 

it is to bo performed. (a) 
Letters patent grantcu to the true aml first inventor 

of an invention, will not bo invalidated by reason 

of a proYisional spccif.:ation or complete specification 

deposited in frauu (b). 
""Where any invention i~ prm-isionally protectotl under 

tho Act, or protoctcll ]t· :, ·pu::;it of a complotL· specifi-

cation. tho conuuis~i01: ' to cause such protection to 
be advertised, (t·) the ach-ertiscmcnt will be in tho" Lonllou 
GnwLto," and sots forth tho namo antl addrcs,; of tho 
petitioner, the title of his invention, the date of the appli

cation, and in tho case of a con~pleie specification, that 
such has .,con dopo :;itcd. (•7) 

A~ soon as he thinks fit, after tho foregoing steps ll!lvo 
been taken, the applic,mt may give notice at tho offico 

of commissioners of his intention to proceed 'Yith his 
application; the commi~sioncrs then ~a usc the application 
to bo .tdvertisec1. Any persons having an interest in 

opposing tho grant may lea vo particulars of their old ectiuns 
to the application as follows. (e) Tho notice of intention 
to pro~ecd is advertisc•l in tho "London Gazette," and tho 

advertisement sets forth the :.:.arne and adllrc::;s of tho pe
titioner, and the title ofhi::; im·ention; and that any rersons 

having an interest in opposing such application nrc to bo 

(a) 15 & 16 Yict. c. 83, s. !J. 

(h) !h. '· 10. 
(c) JIJ. ;,. I I. 

(d) Fir:;t f'Ct of HuJc, allll 

Hrgulltion,;, cb. 3, 4. 

(1; 15 & 16 Yict. c. 83, '· 12. 
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at liberty to leave particulars in writing of their ohjcctions 
to the application at tho office w-ithin twenty-one clays after 
tho c1ato of tho Gazotto in which tho notice is issued. (a) 

'l'ho notice of tho applicant's intention to proceed 
must ],o left at tho office eight weeks ueforc tho expiration 
of tho term of provisional protection, aml no notice to 
procoCLlmay bo received unless tho same has heen left in 
tho oflico eight weeks at tho least ]Jeforo tho expiration of 
such provisional protection. 'l'hcLord Chancellor nmy upon 
special circumstances allow a further extension of time. 

After the time for delivery of such ol~octions shall have 
expired, tho provisional :-pccifiration, m· complete SJWci
fication, and particulars of objection, arc referred to tho law 
ofiicor to whom the application has l1oen rofcnoll. (11) 

Tho law officer may l,y certificate order, by or to whom 
tho costs of any hearing or inquiry upon any objection or 
otherwise in relation to the grant of tho letters patent ur 
in relation to tho provisional or other protPdion shall bo 
paiJ, and in what manner antl by "·hom thC'y arc to be 
ascC'rtaincd. If they nrc not paid within four days after 
they aro ascertained, the l::'.'-' officer may lllakc: an or<ler 
for payment, which may be m:ule a rulo of court. (t·) 

After cho hf'nring tho law oflicrr may canso a warrant 
to he made for the scaling of lot tors patent. This warrant 
i:; to be scaled with tho seal of tho commis:'ioncrs, and 
sets forth tho tenor and effect. of the letters ])atent. Tho 
law officer may llirf'ct tho insC'rtion of all :;uch restriction,;, 

• 

conditions and provisoes as he may deem u~ual aml cxpc-
cl:--.nt. The warrant" shrrll ho the warrant i't•J' the making 
and scaling of let tors patent umlC'r this Aet according to 
tho tenf'l' of the said warrant." Tho application for tho 

('1) Fir,;! "nt of Hnlr.; nn<l 

TIL·~ulation..:. ('1. 5. 
' 

(b) 1:3 & 16 Yict. ,., 83. '· J:l. 

(•') 10 & IG Yil't. c. 8:3, '· 14. 
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warrant of tho law officer and for letters patent must ho 
mado at tho office twelve clear days at least before the 
expiration of the term of provisional protection, and no 
warrant or letters patent will be prepared unless such 
application has been made within tho t.imo fixed. The 
Lord Chancellor may upon special circumstances allow a 
further extension of timo, on being satisfied that tho samo 
has become necessary by aceiden" and not from neglect 
or wilful default of the applicant or his agent. (a) 

All powers which tho Lord Chancellor had at the timo 
of tho passing of tho Act aro reserved to him. (b) In 
tho caso of a proTisional specification only having been 
left, a provision requiring a complete specification to bo 
filud within six months from the dato of the application 
must be inserted. (c) 

It is provided that nothing in the .A.ct shall extend to 
abridge or affect prerogative of the Crown in relation to 
the granting or withholding of any letters patent, and that 
it shall be lawful for Her l\Iajesty by warrant under her 
Royal sign manual to direct the law officer to withhold his 
warrant, or that any letters patent for tho issuing of 
which he has issued a warrant shall not issue, or to direct 
the insertion in any letters patent of any restrictions, 
conditions or proyjsions which sho may think fit, and also 
to direct any complete specification to bo caucellecl. (d) 

.A. grant of letters patent to a subject does not, 
according to the cleci::;ion in the caso of Feather v. Tlw 

Queen, (e) excluue the Crown from using the invention 
wit1.out tho licence of the patentee, and the Court of 

(11) Thin! ~et ofllnlc~, cl. 6. 
(b) 15 & 16 Yict. e. S:l, s. 15. 
( r) Sert>ur! ,pt of Hules am! 

HL•gulatiouo, d. 8. • 

(d) 15 & 16 Viet. c. 83, ~. 16. 
See In re Scldumbergcr's Patent, 
9 1\loo. P. C. C. l. 

(t') 6 B. & ;;. :!;Ji . 
• 
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Queen's Bench will not issue a mandamus to nny Govern- Cn.\1'. Yl. 

mrnt officers to compel them, if they use tho invention, 
to Hottle terms according to the patent. (a) If they have 
infringrd tlw patent, tho remedy is by action, and not by 
way of petition of right. (u) 

Improvements in instruments or munitions of war Munition~ of 

may be assigned hy tho inventor to tho Secretary of war. 

State for \Var, who may certify to the Commissioners of 
Patents that tho invention should be kept secret. In 
such a case the petition for letters patent and tho specifi-
cation, and all documents relating to the invention, aro 
left with tho Clerk of tho Patents, under tho seal of tho 
Secretary of State, to wl c·m at tho end of tho term of 
letters patent they arc delivered up. (c) 

As soon after tho scaling of tho warrant as required 
by tho applicant, tho Commissioners cause letters patent 
to be prepared according to the tenor of the warra-;:;.t. 
The Lord Chancellor then causes these to be scaled with 
the Groat Seal. Such letters patent extend to tho whole 
of thoU nited Kingdom of Great Britain and Ireland, tho 
Channel Islands, and tho Isle of Man. If tho warrant so 
directs, they c.. .... he made applicable to the Colonies, or 
such of them as may bo mentioned in the warrant. They 

· confer the like powerE, rights, and privileges as letters 
patent issued under the Great Seal. But nothing is to 
give effect to any letters patent in any colony in which 
they would be invalid by the law of the colony. (d) 

No letters patent, except in the case of letters patent 
destroyed or lost, may issue on any warrant, unless nppli-

(a) E.r parte Paing, -! A. & (c) See ~2 Yict. e. 13. 
E. 9-!9. (cl) 15 & 16 Yict. c. 83, s. 18. 

(b) Feather v. Tlu· Queen, 6 
n o s; •v~ 
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cation be made to seal them within three months after 

tho date of tho warrant; (a) nor after the protection 

given by tho .Act has expired, unless the application to 

seal has been made during that time, and has Leon de

layed lJy reason of a c(l.vcnt. In such a case they may bo 

sealed at such time as tho Lord Chancellor shall diroct.(b) 

By a later .Act (c) it is provided that where letters patent 

have not been sealed U11ring tho continuance of the p!'O· 

visional protection through accident, the Lord Chancellor 

may seal them ·w-ithin a month after tho expiration of the 

provisional protection, and may date tho scaling as of any 

date before the expiration of such provisional protection. 

The petition praying for extension, and the afiids.vit 

accompanying it, must be left at tho office. Where tho 

delay in sealing is alleged to have been caused by ad

journed hearings of objections to the grant of letters pa· 

tent before tho luw officer, the petitioner, before leaving 

his petition, must obtain the certificate of the law officer 

that such allegations arc COITect, and that the delay has net 

been caused by the nC'glect or default of tho petitioner. (d) 
In Rc Hasec 0· Smith(c) leuve was given to extend 

tho time, within which the application for the warrant of 

tho law officer and for the letters patent ought to have 

been made, the delay b ::ng small and accidental. .And 

in another case tho tillle was extended, the petitioner 

having Leon ordered to delay making his applicatim..1 by 

tho War Office. (f) 
In case tho applicant dies during tho continuance of 

tho protection, tho letters patent may be issued to his 

(a) 15 & Hi Viet. c. 83, ~. I!). 

(b) I5 & IG Viet. c. 83, s. 20. 

(c) IG & liVid. c. 115, ~.G. 

(tl) Ort!cr of 17th .Tuly, 18;j.1, 

(c) L. ll. I Ch. 5I8. 
(f) .~.lfackiulush's Palt•nt, 2 

.T111'. (X.~.) 1:!4:? . 
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personal representatives during the continuance of tho 
protection, or at nny time within three months after the 
death of tho applicant, notwithstanding the expiration of 
tho term of protection. (a) 

In case any letters patent are destroyed or lost, others 
of the like tenor and effect, sealed and dated as of the 
same day, may be issued. (b) 

By an order of the 15th of October, 1852, it is provided 
that every application to the Lord Chancellor against or 
in relation to the scaling of letters patent shall be by 
notice, and that such notice shall be left at the office, and 
shall contain particulars in writing of the objections +o 
the sealing of such letters patent. It is not necessary fo; 
any opposer to apply to the Court for leave to give no
tice of opposition. (c) 

No person who has not opposed before the law officer, 
except in cases where the reason for not having so cpposod 
is fully explained, will be allowed to oppose before the 
Lord Chancellor, (d) and the opposer cannot bring forward 
before the Lord Chancellor any facts which were within his 
knowledge when before the law officer, but which he did 
not then bring forward, nor can he raise any new legal 
argument on thos'3 facts, or produce any evidence which 
he could have previously produced. (c) 

Leave may be given to oppose the scaling of letters 
patent notwith~tandmg the time for entering an opposi
tion has expired, if thoro is no que:>tion of laches, and the 
reason for the delay is properly accounted for. (f) 

(a) 15 & 16 Viet. c. 83, 
s. 21. 

(b) lb. 8. 22. 
(c) rincent',; Patent, L. R. 2 

Ch. 341, m·errnling llcatlwm's 

Patent, 4 N. R. 4ti!J. 

(tl) 1llitclwll's Palen!, L. R. 2 
Ch. 34:!. 

(t!) E~ parte Shr.ffield, L. R. 
s Cb. 237. 

(f) Brennand's Patent, 7 Jur. 
(};. S.) 6\:JO. 

CHAP. "I. 

Letters pnt~ut 
destroyed or 
lost. 

OppoRin!l' the 
g-raut lll'lor<' 
the Lord Chnu
cl'llor. 

A pplicntion to 
Court not 
neces"nry. 

l\Iust have 
been oppo
:;ition IJl'fore 
lnw officer. 

ExtenRion of 
1 imt• for oppo-

• smg grant. 



• 

CnAr. VI. 

Dutyofthelnw 
otlicPr whl'rP 
Himilnr invcn
tionH. 

This juu!:m~nt 
not interfer(•d 
with. 

Letters patent 
will be scaled 
unless clcnrly 
bad. 

The person 
who first ob
tains n patent 
has priority. 

l(i0 Tim 1\IETIIOD OF OBTAINING 

It is the duty of tho Jaw officer to investigate and de
cide in tho first instance whether two inventions for 
similar inventions interfcre with each other, or which of 
the two applicants is the true and first inventor, (a) and 

• 

tho question ought not to he remitted to the Lord Chan-
cellor by directing warrants for both patents. (b) In Re 

Fau·cdt's Patent, (c) on a caveat being entered before tho 
Great Seal had been affixed, tho LorJ Chancellor dc
clin('d to enter into tho merits of tho opposition, but 
referred tl10 matter back to the law officer. (d) 

Tho judgment of dw law officer will not be interfered 
with; unless a case is made of surprise or fi-aud, or unlc~s 
some material fact has come to the knowledge of the ap
pellant which if brought to the knowledge of the law 
officer would have led him to decide difl'erently. (e) 

Unless a patent is clearly bad, the Lord Chancellor 
will not refuse to sign it, as the eftcct of such refusal, if 
erroneous, would be irremediable, whereas the sealing of 
a bad patent leaves every one at liberty to di'lpute it. U') 
Tt is for the opposer to show that he has so clear a case 
as to make it right to do that which, if wronglJ done, 
would, so far as relates to the patentee, be irreparable, 
but which, if left undone, could not inflict upon the oppo
nent any irreparable injury. (g) 

Where there are several applicants for patents for 

(a) Griffith and Samuda's 
Patent, 5 L. T. 141. 

(b) Ex parte Henry, L. I\. 8 
Ch. 167. 

(c) 2 D. M. G. ·!39. 
(d) And see Stolrs Patent, 

22 L. T. 233 ; Ex parte lll'll
son, I iV cbs. P. R. 432. 

(e) T'incent s Patent, L. R. 2 

Ch. 341. 

(f) Sprnce's Patent, 3 De G. 
& J. 523; Russell's Patent, 2 ib. 
130. 

(g) Ex parte Sheffield, L. R. 
!) Ch. 240; Tolson's Patrnt, 6 
D. ~1. G. 422. 
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similar inventions, tho one who first obtains tho letters 
patent to be scaled will have priority, though another 
applicant way have applied for provisional protection 
first, (a) unless it is perfectly clear that there has been 
fraud, as the opposer will still be alJlo to get the patent 
repealed. (h) 

Who ·e a later applicant for protection ohtaius his 
patent first, letter:; patent will not be granted to au oarlict' 
applicant for any part of his invention, which is covcrecl 
by tho letters patent already olJtained hy tho later appli
cant.(!:) But in a case whore tho relation of master aml 
servant existed between tho applicants, and the master 
became act1uainted with tho servant';; invention, and tho 
evidence showed that there was great; suspieiou that tho 
master had profited by tho servant's iuyeution, it was 
held that, under tho circumstances, tho letters patent for 
the servant's invention might be scaled aml Lear the date 
of his provisional spccificatiun. (rl) 

If a patent has been actually scaled, aml anothe•· "::! 

applied for, which is ol~jectcd to on the grounds that tho 
alleged invention is not now, aml is a mere CYasion or 
colourablc imitation of the invention for which a patet''~ 
has been already granted, it will Le referred to tho law
officer to say whether, having regard to tho prior patent, 
the present application ought to be grautccl; (u) and if it 
appears that part of the invention for which the patent is 

(a) E.1: parte Batrs and Red

gale, L. R. 4 Ch. 570; Simpson 

and Isaacs' Patent, 21 L. '1'. 
81. 

(b) Lon·e's Patent, 25 L. J. 
'-:h. 454. 

(c) E.r partc? Batts and lled-

M 

• 

r,;ate, L. H. 4 Ch. 577 : E:r parte 
llenrtJ. L. H. 8 Ch. lGll. 

(rl) E.r jlllrle Scutt anrl} uung, 

L. R. G Ch. 274. 
(c) Ex parte }'ides, L. R. 5 

Ch. 1; E.r parte 3Iwlcewtx, ib. 
518. 

Cu.'"· \'1. 
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song lit iH identical with part of an invention wltich is tho 

sul(iect of tho existing patent, a sccoml patent will not, 

except under special circumstances, lJO granted for that 

part, although tho validity of tho first patent i::; di:;

putccl. (a) 
\Vltcro tho scaling of a patent was opposcd on tho 

grouml of pnLlic user, :md tho applicant contclHlctl that 

such user took place in consequence of fraud, which, mHler 

lG and lG Viet. c. 8;3, s. 10, wonhl dc;;troy the efl'ect of 

tl~.~ user, it was lteld tlmt this was a question of fad, 

which ought to lJO tri(•!l l1y a jury on ch·/1, ·z~nr·n c.-icleucc, 

an<l that tho patent ought to l1c scaled, so as to allow 

such trial to take place. ( f,) 
'!'Ito Lord Chancellor may, if he thinb fit, direct tho 

lcitel's patent to lJO ::;ealcd upon terms. (r') 
\Vhorc it appeared ilmt a master awl his foreman had 

both invented cc•rtain improvements, fur which tlw mastc·r 

:-;ought lctlors p:•tcut, tlwy were granted on the terms of 

lJL•ing vcstl'd iu trustees for hoth partie:-:. (rl) As to the 

t(•rms of a compromise in a :oimilar case sco Bi·tr,Julies' 

Palr·nt. (•·) 
It is uo ol:jcotiou to tho grant of a patt•nt that another 

per,.;on Jw-; l•t•t•n making experiments allll working to

wartls [t :oimilar invention. (f) 
\VIwre, in April, two months after tho petition fur a 

patent had been left, tho petitioner applied to have the 

(a) E.r p11rfe "lliut<'erwx, L. IL 
6 Ch. 2i2; Stoll's l'ulent, 21 
L. '1'. 2:33. 

(b) l'int'l'llt's l'all'lll, 2 Ch. 
:3-!1. 

(•·) Daines' Patr•ut, 26 L. ,J. 
Ch. 29S. 

(d) Re ll11.w:ll's Pafr'llf, 2 De 
U. & .T. I :10. 

(c) I Eel· Hcp. 121. 
(f) E.v parte lfl'm'.'J. L. H. 

s Ch. 167. 
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oTrat seal affixed, and a caveat was cntere<1 a week after
o 
wards, ana in Soptcmhcr tho apj1licant prPscntC'd a ]1Pti-

tion for scaling, it was hoh1 that tl10 delay was uo objec

tion.~·£) 

By an order of tho 11th February, 1873, it was direrter1 

that every orde1· mm1o by tho Lortl Ch:mcC'llor upon tho 

hearing of petitions again,;t or relating to tl10 sPaliug of 

letters patent sl1all he clr:-~'vn up, passC'cl and entcn·<l l1y 

tho Registrar of tho Court of Chancery in attendance, am1 

tlmt an office copy of such order Rlmll 1w remittc1l by him, 

without fcc, to tho clPrk of tho com1,inct1 oftiecs of tho 

Great Seal and tho office of thP Comll!issioner:-; of Patent::; 

for inventions, to 1)(• file<l ''rith tl1o pPtition. 

\Vlwro thoro was only one afH<1avit di,;tiudly swearing 

to thP pulJlic usc and sale of an allPgc•d invcdion, prior 

to tho <late of tl10 applicvtion fur a patent, w]Jic]J was not 

corrohoratcr1 hy the pcr:-;on allPged to lwvc sold tlH· goo<1s, 

thP patent was on1cred to lw seall•<l. (71) So, too, tlw 
p::ttl'nt was orde!Td to be scaled \\·hen the affi<1avits iu 

opposition WC'rc only filed on the moming of il1e <1ay on 

whicl1 the petition was orJPre<1 to 1Je l1e:ml. (") 

Leave was given to servo noti~P of a petition for seal

ing upon Lhe solicitor of a person wl10 h:n1 entc·re<1 :t 

caveat in opposition, awl who was out of the jurisdiction 

of tho Court. (d) 

('""'· \'1. 

Lcml ('hnn
('4·1lor':-: ordt•rs 
to 1H· drawn 
UJI hy l'(•to·i:-;-

' " tra1· in allt•nd-
anct·. 

Atlitl:l\·it< in 
- . 

Oll}lll~ltltHI. 

Suh . ..:tiltttt·ti 
• 

St•J'rH.'t.', 

The effect of a co1·cat is merely to entitle the person Etli'l'l .. r 

loc1ging it to notice. (c) 

(a) E.r parte lJailr•y, L. R. 8 

Ch. GO. 
(h) Tollwuscn's Patent, 1-l \V. 

n. 551. 
(c) Jl'Kr•an's Pott·nt, 1 Dt> G. 

F. & J. ;2, 

--

• 

(rl) ('ou!phr•lTs l'otr·nt. 22 L. 
'I' 'J" o I .), 

; •') H. \". ('ntlcr, :J C'. & K. 
•1 1 'J - .. 
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Tho costs caused by an unsuccessful mvr.at will have 
to bo paid by tlte person entering it, and will he taxed 
upou the principle upon wlrich costs in a canso arc taxed 
as between pr.rty and party. (n) An<l costs caused by 
notice of ob 'ections which were withclrawn were orclerccl 

• 

to be paid by the opposer. (11) But where the oppo.~ition 
was con~idcrccl not to be unreasonable, costs were not 
given. (c) 

Costs of reference to tho law-officer will lmvc to he 
paid by tho opposer, if unsuccqssful, unless there is 
fraud. (d) 

Notwithstanding 18 Hemy VI. c. 1, letters patent may 
be scaled, and bear date as of tho tlay of the application 
for tho same. (c) 

Tho clay of tho date is reckoned inclusively. (f) 'l'hoy 
arc usually elated as of tho elate of tho provisional protec
hon. But where a ::;econcl applicant fo1· a patent for a 
similar invention has obtained lcttet·s patent before tho 
first applicant, the first appliea' 'm npplying to have tl10 
Great Seal affixed, will not be allowed to have his IC'ttors 
patent elated as of tho date of tho provisional nrotectiou, 
but they will be clatccl as of tho clay of tho applieation for 
scaling; (g) even where it is allegetl that tho second 
applicant obtained his letters patent to bo ~c.tletl first by 
fraud. (h) 

(a) Cutler's Patent, 4 :\Iy. & 
Ct·. 510: Alrock's Ptttl'ld, ib. 

(h) Cohh·y's Pa!t?til, 31 L. J. 
Ch. 333. 

(•) E:r parte Fv.r, 1 V. &. ll. 
67. 

(tl) HJ: parte Yates, 5 Ch. 1 ; 
E.r prtrlc ,lfanream·, ib. 518. 

(c) IIi &. Hi Viet. e. 8;3, ~. 2a • 

• 

(f) Russr•ll \', Ledswn, 14 :i\L 
&. w. 574. 

(g) E.r: parte Bates anrl Rr•tl
gate, L. H. 4 Ch. :}/!) ; Sa,rhy \'. 

lit·nnl'tt, L. R 8 Ex,·h. 210. 
(h) E.r parte Bail!•!;, L. ll. s 

Ch. ::1}; H.r: parte Scott and 
Young, L. I:. (j Ch. 274. 
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Any antc-c1atou letters patent havo the same validity 
as if they had been scaled on the day of the date. But 
no legal proceedings can be taken in respect of any 
infringement counnittell before they were actually 
grautoJ, except whore a complete specification has been 
filed. (a) 

Lotter,.; patent do not prevent tho nso of the imrpniion 
in any foreign ships in Engli,.;h ports or English water~:~, 
where the invention is not usccl for the manufacture of 

any gomls for salo in tho kicg,Jom or for exportation, 
unlu,;s tho laws of tho State to which tho ships belong do 
not allow English ships to usc foreign inventions. (b) 

This section was tho result of tho decision in Caldwell 
v. Vnnvlissinycn, (c) whore an injunction was granted 
against foreigners to restrain them f1·om using tho 
patented invention (:t screw propeller) on board ,.;hips 
within the dominions of England without tho licence of 
the plaintiffs . 

.Any person v:ho uses the name of tho patentee without 
authority, or who counterfeits his stamp or mark, is 
liahle to a penalty of £50 for each offence. (d) lt 
is no defence to an action for a penalty under this 
section ; for putting on an art~clc, maJo according to 
rt patent, wonls which imitate tho mark of the patentee, 
witl10nt his licence; that the invention is not a new 
manufactm·c; hut it is necessary to prove that such words 
do imitate and arc so put on with a view of imitating 
the mark. ( u) 

All letters patent except those granted after tho filing 
of a complete specification are to require the specification 

f ) 15 & IG Yirt. c. 83. '· 2-!. (d) 5 & G Will. IV. c. 83, s. 7. 
(b) l!:i & IG Yict. c. 83, ~. 2(). (1') JI.!Jr:rs , .• Baker, :1 II. & 

(c) D Han•, 4lii. ~- 80:2. 
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Cu.1 P. VI. to be fiied in the Court of Chancery, instead of requiring 
it to be enrolled, and no enrolment is requisite. (a) 

Specifications, Every specification to be filed in pursuance of the 
fnc~~~h ~ffi~~ed condition of any letters patent is to be filed in such office 
118 Lord Chan- of the Court of Chancery as the Lord Chancellor shall 
cellor shnll 
direct. appoint, and every provisional specification and complete 

Filing cannot 
be dispensed 
with. 

Time for filing. 

Extension of 
• ttm<>. 

specification left or filed at the office of the Commissioners 
on the application for any letters patent is forthwith, 
after the grant of the letters patent, or if no letters 
patent are granted, then immediately on tho expiration 
of six months from tho time of such application, to be 
transferred to and kept in the office appointed for filing 
specifications in Chancery. (b) Tho office appointed for 
filing is the Groat Seal Patent Office. (c) 

It was decided before the Act that enrolments could 
not be dispensed with in ordel:' to keep the invention 
secret; (d) and a specification cannot be left at the office 
conditionally, but can be delivered thoro only for the 
purpose of being filed. (e) 

The time within which tho specification must be filed 
(six months) {f) begins to run from the day after the 
date of the patent. (g) 

When the specification has not been filed within the 
timo limited, provided that the delay has arisen from 
accident and not from the neglect or wilful default of tho 
patentee, the Lord Chancellor may, if he think fit, extend 
the time for filing for one month. (h) Every petition 

(a) 15 & 16 Viet. c. sa, s. 27. 
(b) s. 28. 
(c) Order ofthn 1st Oct. 1852. 
(d) Ex parte Koops, 6 V cs. 

599 ; Ex parte Heathcote, I 
'V chs. P. R. 431. 

(e) Re Brough, 7 Beav. 104. 
(f) Second set of Rules, cl. 8. 

-
(g) Watson v. Pears, 2 Cnmp. 

294. 
(/1) 16 & 17 Yict. c. 115, s. 6. 
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praying for extension of the time for filing and the affi- CnAP. VI. 

davit accompanying the same must be left at the office 
of the Commissioners. And where the delay is alleged to 
have been caused by adjourned hearings of objections to 
tho grant of the letters patent before the law officer to 
whom the objections have been referred, the petitioner 
before leaving his petition must obtain the certificate of 
the law officer to the effect that the allegations in respect 
of such adjourned hearings and causes of delay are in his 
opinion correct, and that tha delay has not been caused 
by the neglect or default of the petitioner. (a) 

Where the petitioners had been unable to file ... heir 
specification within the time required hy the rules, owing 
to objections having been filed, the time was extended 
for one month. (b) So, too, where the delay was caused 
by the non-delivery of a letter, dispatched in time, con
taining directions for filing, the time was extended. (c) 
But the time will not be extended wl1ere there has been 
any neglect or default. (d) 

The Master of the Rolls has jmisdiction to alter a Am<>nding 
'fi , ~ t' f } , l . COffiJ?Ic>te speCl cation 10r correc ton o c erwa errors or nus- ~peCJficntion. 

takes from inadvertency. (e) Where before the Act a 
patent was dated the 24th May, 1852, and the writ of 
the Privy Seal the 22nd May, 1852, and the emolment 
was required to be made within six months after the date 
of the writ, but the patentee, not being aware of the 

(a) Order of the 17th July, 
1854. 

(b) Simpson and Isaacs' Pa
tent, 21 L. T. 81. 

{c) Re Harris, 25 L. T. 90. 
{d) Campbell's Patent, 22 L. 

T. 93. 

(e) Sharp's Patent, 1 Webs. 
P. R. 641. See as to amending 
clericnl errors, Re Redmund, 5 
Russ. 44; Nickel's Patent, 1 
W cbs. P. R. 650; Rubery' s Pa
tent, I W cbs. P. R. 649, n.; Re 
Dismore, 18 fletw. 538, 

• 
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discrepancy, took the specification to be enrolled a day 
too late, it was ordered that as the mistake arose from 
a misprision ot' the clerk, the enrolment should be 
amended. (a) There must be no delay in making the 
application for amendment. (b) 

It is the duty of an age:>J.t to know the latest state 
of the law respecting patents, and where, owing to the 
agent not knowing the decision in Em parte Bates and 
Retlgate, (c) a second applicant for a similar invention was 
enabled to get his patent sealed before the first applicant, 
it was held that there was evidence of negligence. (d) 

Formerly the whole expenses incident to the appli
cation for and grant of letters patent had to be paid at 
the time the patent was taken out. It is now pro
vided, (e) that all letters patent granted under the pro-
• 

visions of the "Patent Law Amendment .A.ct, 1852," shnll 
be made subject to the conditicn that they shall be void 
at the expiration of three and seven years respectively 
from their date, unless there ~s paid before the expira
tion of the three and seven years respectively the stamp 
duties in the schedule annexed to the Act, viz. £50 and 
£100 respectively. (f) The day of the date of the patent 
is excluded, and the three years do not expire until 
twelve o'clock at night of the anniversary of the day on 
which the letters patent were granted. (g) 

By an agreement in wribing between the plaintiff (an 
inventor) and the defendant, it was agreed that the 

(a) Adams' Patent, 21 L. T. 38. 
(b) Re Blamond, 3 L. T. (N. 

S.) 800. 
(c) L. R. 4 Ch. 671. 
(d) Lee v. Walker, L, R. 7 

C. P. 121. 

(e) 16 Viet. c. 5, s. 2. 
(f) See also ss. 3 7. 
(g) Williams v. Nash, 27 

Beav. 93. 
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plaintiff should do all necessary act!l, matters and things, CnAr. VI. 

excepting the advance of money, as inventor, for the 
purpose of procuring, securing and perfecting lettera 
patent, and should immediately after the same were pro· 
cured, make and execute to the defendant or his nominee 
n. full and effectual assignment and assurance of one-third 
part or share in the letters patent, and t.hat the defen-
dant should bear payment and discharge all fees and 
disbursements necessary for procuring and perfecting 
letters patent. It was held that the whole consideration 
for the payment of the money by the defendant was the 
assignment to him by the plaintiff, that the execution 
of the assignment was a condition precedent to his 
right to insist upon the payment being made, and that 
the assignment not having been executed, the plaintiff 
could not sue the defendant for not paying the £50 
necessary to be paid within three years. (a) 

(a) Hill v. Mount, 18 C. B. 72 . 

• 

• 

• 

• 
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CHAPTER VII. 

OF THE OFFICE OF THE COi'.Il\IISSIONERS. 

Y the "Patent Law Amendment Act, 1852," the Lord 
Chancellor and Master of the Rolls, the law officers 

of the Crown for England, Scotland and Ireland respec
tively, together with such other persons as may from 
time to time be appointed by her Majesty, are to be 
Commissioners of Patents for Inventions; her Majesty 
may from tim<l to time by wmTant under her royal sign 
manual, appoint such other person or persons as she 
may think fit to be a Commissioner or Commissioners. 
Every person so apr Jinted is to continue in office during 
her Majesty's pleasure, and all the powers vested in the 
Commissioners may bo exercised by any three or more 
of thorn, the Lord Chancellor or Master of the Rolls 
being one. (a) The Commissioners are empowered to 
cause a soal to be made for tho purposes of tho Act, and 
to cause all warrants for letters patent, and all instru
ments and copies proceeding from the office, to be 
sealed therewith. Judicial notice is taken of the seal. (b) 

The Commissioners may from time to time make such 
rules and regulations (not inconsistent with the provi
sions of the Act) respecting tho business of tho office 
and all matters and things which under the provisions 

• 

• 

(a) 15 & 16 Viet. c. 83, ~. I. (b) s. 2. 

• 
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of the .Act are to be 1mder their control and direction, 
as may appear to them necessary and expedient for the 
purposes of the Act. The rules are to be laid before 
both Houses of Parliament within fourteen days if Parlia-
ment is sitting, and if Parliament is not sitting, then 
within fourteen days after the next meeting of Parlia-
ment ; and the Commissioners are to cause a report to 
be laid annually before Parliament of all proceedings 
under and in pursuance of the .Act. (a) 

The Commissioners of the Treasury are to provide 
proper officers for the purposes of the .Act. (b) It was 
provided by the first set of rules (c) that the Great 
Seal Patent Office and the office of the Commi;;sioners 
should be combined, and that tho clerk of the Patents 
for the time being should be the clerk of the Commis-
sioners for tho purposes of the .Act. 

CHAP. Vll. 

• 

Commissioners 
to report 
annually to 
Parliament. 

• 

T1·ensnry to 
providt> office~. 

The Commissioners, with the consent of the Com- Conuuissioner8 

f 
to appoint 

missioners o the Treasury, have power from time to time clerks. 

to appoint such clerks and officers as they may think fit, 
and to remove any clerks or officers so appointed. (d) 

A true copy under the hand of tho patentee or Copi.es o~ 

l• f h }' R)leClfiCRtlOUR, app 1cant or agent o t e patentee or app want of &c., to be left 
'fi · d f l t 'fi at the office. every spect cation an o every comp e e spem ca-

tion, with the drMvings accompanying the same, if 
any, must be left at the office of the Commissioners 
on filing.( e) 

Transcripts of the letters patent are trAnsmitted to the 
Director of Chancery in Scotland, upon payment of such 
fees as the Commissioners require, in tho same manner 
and to the same effect as letters patent passing under 

(a) s. 3. 
(b) B. 4. 
(c) cl. 6. 

(d) 15 & 16 Viet. c. 831 s. 5. 
(t•) 16 & 17 Viet. c. 115, !1. 3. 

Transcript of 
letters pntent 
to he lorwnrded 
to Scotland. 

• 
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• 

the seal appointed by the Treaty of Union to be used 
in place of the Great Seal of Scotland were formerly 
recorded. Extracts from the records are furnished on 
payment of the fees required by the Commissioners, and 
are received in evidence in Courts· in Scotland. (a) 

Certified printed copies under the seal of the Com
missioners of all specifications, complete specifications, 
and facsimile printed copies of drawings accompanying 
them, if any, disclaimers and memoranda of alterations, 
are transmitted to, and ffied in, the Chancery Courts in 
Scotland and Ireland, and certified copies or extracts 
from such documents are f111'nished to all persons re
quiring the same, upon payment of such fees as the 
Commissioners may direct, and are received in evi
dence without further proof or production of the 
originals. (b) 

The office of the Directory of Chancery in Scotland is 
also the office of the Patent Commissioners. (c) 

True copies of all specifications (other than provisional 
specifications) disclaimers and memoranda of alterations 
are open to the inspection of the public at the office and 
at an office in Edinburgh and Dublin. Transcripts of all 
letters patent are transmitted for enrolment in the Court 
of Chancery in Dublin, and the transcript or exemplifica
tion has the same effect as if the original letters patent 
had bfln enrolled there, and all parties have their remedy 
by scire facias or otherwise, as :if the letters patent had 
been granted to extend to Irela;'ld only. (d) The enrol
ment office of the Court of Chancf:lry in Dublin is also 
the office of the Patent Commissioners. (e) 

(a) 15 & 16 Viet. c. 83, s. 18. 
(b) 16 & 17 Viet. c. 115, s. 5. 
(c) Second set of Rules, cl. I. 

(d) s. 29. 
(e) Second set of Rnles, cl. 4. 
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True copies of all provisional specifications left at the 
office of the Commissioners are open to the inspection 
of the public at such times after the date of the record as 
the Commissioners may direct. (a) 

All specifications, disclaimers and memomnda of alter
ations are printed and published and sold as the Com
missioners think fit, as soon after filing as convenient. 
The Commissioners may present copies of all such publi
cations to such public libraries and museums as they may 
think fit, and may allow the person depositing or filing 
any such specification, disclaimer or memorandum of altera
tions to have any number not exceeding twenty-five of 
the copies so printed and published, without pay
ment. (b) 

Indexes of all specifications, disclaimers and memo
randa of alterations are open to tho inspection of the 
public, and the Commissioners have power to cause such 
indexes to be printed and published and sold to the 
public. (c) 

A register of patents is kept at the Great Seal Patent 
Office; all letters patent, the deposit and filing of speci
fications, disclaimers and memorait.da of alterations, all 
confirmations and extensions ofletters patent, the expiry, 
vacating or cancelling of letters patent, with the date, 
and all other such matters affecting their validity as the 
Commissioners may direct, are entered and recorded in 
chronological order in it; and such register or a copy of 
it is open to the inspection of the public. (d) 

The Lord Chancellor and Master of the Rolls and the 
Commissioners have power to appoint the fees to be paid 

(a) 16 & 17 Viet. c. 115, s. 2. (d) s. 34. See also post, 
(b) s. 30. chapter on Registration. 
{c) s. 32. 
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1 7 4 OFFICE OF THE COJ.\IMISSIONERS. 

to the law officers in cases of opposition to the granting 
of letters patent, and in cases of disclaimers and memo
randa of alterations and for office and other copies of 
documents. (a) 

(a) ~. 47. And sec generally as to fees, ss. 48 ·51. 

• 

• 
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CHAPTER VIII. 

OF OF THE TERM Ol!' !,ETTERS l'ATENT. 

EFORE tho Act of the 5th and 6th Will. IV. c. 83 CnAP. VIII. 

was passed, the only means of obtaining an exton- 5 & 6 Will. IV. 

sion or renewal of the term of letters patent was by an °· 83• 

Act of Parliament. The cases in which patents have 
been so prolonged will be found in 1 Webs. P.R. 37. 

By s. 4 of tho above-mentioned Act power was given 1\lode of 
proceeding in 

to a patentee to petition the Judicial Committee of tho cnse ornpplicn
tion for the 

Privy Council for an ox tension of the term of using and prolongution of 

vending the invontion and it was provided that "the the term ofu 
' patent. 

Judicial Committee may report to his Majesty that a 
further extension of tho term in tho said letters patent 
should be granted, not exceeding seven years, and his 
Majesty is hereby authorized and empc.wored if he shall 
think fit, to grant new letters patent foJ• the said inven
tion for a term not exceeding seven years after the 
expiration of the first term, any law, custom or usage 
to the contrary in any wise notwithstanding : Provided 
that no such extension shall be granted if the application 
by petition shall not be made and prosecuted with effect 
before the expiration of the term originally granted in 
such letters patent." 

The last proviso in the above section was repealed by 2 & 3 Viet. 

2 & 3 Viet. c. 67, s. 1, which, after reciting that it had c. 
67

's. 
1

' 

happened sinco the passing of the said Act, and might 

• 
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happen again, that parties desirous of obtaining an ex
tension of the term granted in letters patent of which 
they were possessed and who might have presented a 
petition for such purposes in manner by the said recited 
Act directed before the expiration of the said term might 
nevertheless be prevented by causes over which they had 
no control, from prosecuting with effect their application 
before the JudiciAl Committee of the Privy Council; and 
that it was expedient therefore that the said Judicial 
Committee should have power, when under the circum
stances of the case they should see fit, to entertain such 
application and to report thereon, according to the pro
visions of the said recited Act, notwithstanding that 
before the hearing of the case before them the terms of 
the letters patent sought to be renewed or extended 
might have expired, it was enacted " that so much of the 
said recited Act as provides that no extension of tho 
term of letters patent shall be granted as therein men
tioned, if the application by petition for such extension 
be not prosecuted with effect before t,he expiration of tho 
term originL\lly granted in such lAtters patent, shall be 
repealed." 

This enactment was the result of the decision in Bod

mer's Patent. (a) There the petition was duly presented 
on the 21st of May, 1838, and notices of intention to 
apply on the 26th of June fo-r a day to be fixed for the 
hearing were given by advertisement. On that day two 
caveats were entered, and the persons entering them 
being entitled to four weeks' notice of the time appointed 
for hearing, the petition could not be heard within the 
terrn of the ordinary sitting of the committee, and the 

' 

(a) 2 Moo. P. C. C. 471; 1 Webs, P. H. 740. 

' 

• 
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letters patent would have expired before the next sittings. CaAP· VIII. 

Under these circumstances the 17th of August was fixed 
for hearing the petition, but on that day a sufficient 
number of members could not be got together to form a 
council. On the application being made on the 29th of 
November the Attorney-General took the objection that 
the application had not been prosecuted with effect before 
tho expiration of the term of the lette!s patent, and the 
objection was held to be fatal. 

By section 2, it is enacted "that it sha.ll be lawful for ~erm of patent 
• • • • • • nght ma_y be 

the Judicial Committee of the Pnvy Council, 1n all cases exU:J!ded in 

h . hall h th l' . ~ certam cases, w ere 1t s appear to t em at any app 1cation !Or an thoufl'h ~e 
· f h t d b 1 th application for e:x:tens10n o t e term gran e y any etters patent, e such extension 

petition for which extension shall have been referred to ~~~;;~~ted 
them for their consideration has not been prosecuted with befo!e u~e 

exprra on 
effect before the expiration of the said term from any thereof. 

other causes than the neglect or default of the petitioner, 
to entertain such application, and to report thereon as by 
the said recited Act provided, notwithstanding the term 
originally granted in such letters patent may have expired 
before the hearing of such application ; and it shall be 
lawful for Her :Majesty, if she shall think fit, on the report of 
the said Judicial Committee recommending an extension 
of the term of such letters patent, to grant such extension, 
or to grant new letters patent for the invention or inven-
tions specified in such original letters patent for a term 
not exceeding seven years after the expiration of the 
term mentioned in the said original letters patent: Pro-
vided always, that no such extension or new letters patent 
shall be granted if a petitior for the same shall not have 
been presented as by the said recited Act directed before 
the expiration of the term sought to be extended, nor in 
case of petitions presented after the 30th day of N ovem-

N 

' 

' 
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Cnu. VIII. her, 1839, unless such petition shall be presented six 
calendar months, R.t the least, before the expiration of 
such term, nor in any case, unless sufficient reason 
shall be shown to the satisfaction of Cle said Judicial 
Committee for the omission to prosecute with effect the 
said application by petition before the expiration of the 
said term." 

Limit of time. The application is " prosecuted with effect, if it is 
made, and the report of the Judicial Committee is obtained 
before the expiration of the original term. (a) 

7 & a Viet. By another Act (7 and 8 Viet. c. 69, s. 2), after recit-
on6~titi!~ ing that it was expedient for the further encouragement 
::; ~e:'% of inventions in the useful arts, to enable the time of 
;::~~:;;.~~in monopoly in patents to be extended in cases in which it 
certain cases. can be satisfactorily shown that the expenses of the in-

vention have been greater than the time then limited by 
tha law would suffice to reimburse; it was enacted "that 
if any person having obtained a patent for any invention 
shall, before the expiration thereof, present a petition to 
Her Majesty in Council, setting forth that he has been 
unable to obtain a due remuneration for his expense and 
labour in perfecting such invention, &.nd that an exclu
sive right of using and vending the same for the further 
period of seven years in addition to the term in such 
patent mentioned will not suffice for his reimbursement 
and remuneration; then, if the matter of such petition 
shall, by Her Majesty, be referred to the Judicial Com
mittee of the Privy Council, the said committee shall 
proceed to consider the same after the manner and in the 
usual course of its proceedings touching patents; and if 
the said committee shall be of opinion, and shall so report 
to Her Majesty, that a further period greater than seven 

(a) LedJam v. Rumll, I H. L. C. 687. 
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years extension of the said patent term ought to be Cn.u. VIII. 
• • 

granted to the petitioner, it shall be lawful for Her 
Majesty, if she shall so think fit, to grltllt an extension 
thereof for any time not exceeding fourteen years, in like 

• 

manner and subject to the same rules as the extension for 
a term not exceeding seven years is now granted nnder 
the powers of t;he said Act." 

It is then provided that nothing therein contained Her Majesty 

''shall prevent the said Judicial Committee from report- :~M:Oib~ ~x
ing that an extension for ltllY period not exceeding seven ~~~ili~~m 
years should be grant.oo, or prevent her Majesty from prnyed. 

granting an extension for such lesser term than the peti-
tion shall have prayed." (a) 

The provisions of the above Acts as to prolongation Provisions of 

apply to patents granted under 15 and 16 Viet. c. 83. ~.~J,~~']v. 
Section 40 of that Act provides, " that it shall be lawful ~~~8 cv~~i.and 
for Her Majesty to grant any new letters patent as in c. 69, as t.o 

prolongation 
the said Acts mentioned; and in the granting of any to apply to 

h 1 H M 
. , d . . patents under 

sue 11.ew etters patent er aJesty s or er ID connell this Act. 

shall be a sufficient warrant and authority for the sealing 
• 

of any new letters patent, and for the insertion in 
such new letters patent of any restrictions, conditions, 
and provisions in the said order mentioned; and the Lord 
Chancellor, on the receipt of the said order in council, 
shall cause letters patent, according to the tenor and 
effect of such order, to be made and sealed in the manner 
herein directed for letters patent issued under the war
rant of the law-officer. Provided always that such new 
letters patent shall extend to and be available in ltlld for 
6Uch places as the original letters patent extended to ltlld 
were available in; provided also that such new letters 
patent shall be sealed, and bear date as of the day after 

(a) 7 & 8 Viet. c. 69, e. 3. 
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CHAP. VIII. the expiration of the term of the original letters patent 
which may first expire. 

FormofReport The following is the report and order in council, made 
and Orderm 
Council. in pursuance of the above section in Heath's Patent: (a) 

11 Their lordships do agree humbly to report to Her 
Majesty, as their opinjon that (in case your Majesty 
should think fit) a further extension of the letters patent 
for England, Wales, and the town of Berwick-upon
Tweed, obtained by Josiah Marshall Heath, now deceased, 
and bearing date at Westminster, 15th of April, 1839, 
the same being now vested in the petitioner, Charlotte 
Catherine Heath, widow and administratrix of Josiah 
Marshall Heath, ought to be granted to Charlotte Cathe
rine Heath, and that such extension should be for the 
term of seven years from and after the expiration of the 
term granted by the original letters patent." And the 
report having been takfln into consideration, it was or
dered, "That the Right Honourable the Lord Chancellor, 
upon the receipt thereof, do cause new letters patent, 
according to the term and effect of this order, to be made 
and sealed for such part of the United Kingdom of Great 
Britain as the original letters patent extended to and 
were available in, namely, for England, Wales, and the 
town of Berwick-upon-Tweed, for 'certain improvements 
in the manufacture of iron and steel,' as described in the 
patent granted to Josiah Marshall Heath, and bearing 
date at Westminster on the 15th day of April, 1839, and 
such new letters patent are to be granted· to Charlotte 
Catherine Heath, in whom the legal interest of the ori
ginal letters patent is now vested, for the further ter•.n of 
seven years from and after t:!J.e expiration of the term 
granted in the original letters patent, and whereof the 

(a) 8 Moo. P. C. C. 225. ' 
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Right Honourable the Lord Chancellor and all other per· cuu. vm. 
sons whom it may concern are to take notice and govern 
themselves accordingly." 

It was doubted whether the provision of 15 & 16 Viet. Removing 

c. 83, s. 40, extended to the making and sealing of new d~:~!i:s~f 

by way of extension of the term of letters patent issued ing theal~nking 
and se mgof 

before the commencement of the Act, and as it was con- new letters 
patent for a 

sidered expedient that such new letters patent granted further term. 

by way of extension should be granted according to the 
provisions of the Act, it was by 16 & 17 Viet. c. 115, s. 
7, provided, "that where Her Majesty's Order of Council 

• 

for the sealing of new letters patent shall have been made 
after the commencement of the said Act, the said pro· 
vision of the said Act for making and sealing in manner 
aforesaid of new letters patent, shall extend and shall 
as from the commencement of the said Act be deemed to 
have extended to the making and sealing in manner 
aforesaid of new letters patent for a further term, as well 
where the original letters patent were made before as 
where such original letters patP.nt, have been issued since 
the commencement of the said Act." 

The Judicial Committee of the Privy Council have Jurisdiction, 

h . .1 f d' . . ·a . extent of. somew at s1m1 ar powers o 1scretion m cons1 ermg 
whether or n<'t to grant extension of the term of a patent 
to those formerly exercised by the three branches of 
Parliament, (a) and they will only exercise this power on 
the most special grounds alleged and proved in reference 
to each case. (b) 

After the term of a patent has once been extended, and As to renewed 
letters patent. 

new letters patent have been granted, the Judicial Com-

(a) Morgan's Patent, 1 Webs. (b) Jones' Patent, 1 Webs. P. 
P.R. 739. R. 579 • 

• 



• 

Cn.u•. VIII. 

As to Jllllition 
to revoke 
order. 

Extension not 
a matter of 
course when 

• • no oppos1t10n, 

182 OF THE TERM 

mittee have no power to recommend an extension of the 
term of the new patent. (a) 

Under 3 & 4 Will. IV. c. 41, the fourth section of 
which is as follows: "It shall be lawful for His Majesty 
to refer to the said Judicial Com!llittee for hearing on 
consideration any such other matters whatsoever as His 

esty shall think fit, and such committee shall there
upon hear or consider the same, and shall advise His 
Majesty thereon in manner aforesaid," it has been de
cided that the Judicial Committee have power to hear 
and consider a petition which has been referred to them 
by the Crown, praying that an order in council, made 
upon their recommendation, to extend letters patent, 
may be revoked, and also that any warrant for making 
new letters patent may be annulled. (b) 

It is anything but a matter of course that an application 
for extension should be granted where there is no oppo
sition, either by the public or by the Attorney General on 
behalf of the Crown.(c) The Judicial Committee will not 
place themselves precisely in the situationofthelegislature, 
and refuse extension where an Act of Parliament would 
not have been granted; tu) but the applicant must show 
that he is entitled to extension on the usual grounds with 
as much accuracy as if the petition had been opposed; (e) 
and the circumstances of each case,(/) and the merits of 
the invention will be carefully examined. (g) 

(a) Goucher's Patent, 2 Moo. 
P. C. C. (N. S.) 532. 

(b) Re Schlumberger, 9 Moo. 
P. C. C. 1. 

(c) Jones' Patent, 1 Webs. 
P. R. 579; Cardwelfs Patent, 
10 Moo. P. C. C. 490. 

(d) Morgan's Patent, I Webs. 
P.R. 739. 

• 

(e) Derosne's Patent, 4 Moo. 
P. C. C. 418; Honibalfs Patent, 
9 Moo. P. C. C. 393. 

(f) Petitt Smith's Patent, 7 
Moo. P. C. C. 137. 

(g) PerAins' Patent, 2 Webs. 
P. R. 181; Morgan's Patent, 1 
Webs. P. R. 739. 
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By the joint operation of the Acts of 5 & 6 Will. IV. CnAr. VIII. 

c. 83, and 16 & 17 Viet. c. 115, s. 7, the extension of a Effectofex-

pa.tent is the same as a new grant. (a) tension 

Where separate pat-ents had been granted for an in- on sevel'lll 

vention in England, Scotland, and Ireland, previous to patents. 

the passing of tha Patent Law .Amendment Act for terms 
expiring at the same date, and new letters patent reciting 
the separate original patents were granted, extending for 
a term of five years the privileges granted by the three 
original patents, one of which was void for want of 
novelty, it was held that the effect was the same as if the 
three pa.tents had been separately extended, and that the 
fact of one of the patents being void would not prevent 
the new letters patent being valid as an extension of the 
other patents. (b) 

As all that it is necessary for the patentee to do is to Date of new 

t hi I . 'th fti t b 1.' th . ti f letters patent. prosecu e s c a.1m WI e ec e1ore e -tJXpira on o 
the term of the original letters patent, the new letters 
patent will not be void because they are dated after the 
expiration of that term. (c) . 

Where the original patent has been taken out for a Part of patent 

variety of inventions, and they have not all come into ~~!~n'd:a'. be 

use, an extension of the part only which is useful may 
be recommended if the other requisites to extension are 
present. (d) It is not quite clear whether in such a case 
the patentee will be required to disclaim the useless parts. 
In Bodmer's Patent,(e) the original patent embraced and 

' 

(a) Betts' Patent, 1 Moo. P. 
C. C. (N. S.) 57; Aubes Patent, 
9 Moo. P. C. C. 43; Bodmer's 
Patent, 8 Moo. P. C. C. 282. 

(b) Bovill v. Finch, L. R. 5 
C. P. 523. 

(c) Ledsam v. Russell, I H.L. 
c. 687. 

(d) Lee's Patent, 10 Moo. P. 
C. C. 226; Bodmer's Patent, 8 
Moo. P. C. C. 282. 

(e) 8 Moo. P. C. C. 282. 

• 
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claimed as of the invention of the patentee a great nnm ber 
of distinct matters, many of which were of no practical 
utility, and one of which only had been actually used by 
the inventor. There were subsequent patents for im
provements by the same patentee, and the original patent 
could not be worked without them. .An extension of so 
much of the patent as related to the useful parts was 
recommended upon the petitioner undertaking to disclaim 
all other parts. In Lee's Patent (a) no disclaimer was 
required. 

It is not the duty of the Judicial Committee upon an 
application for extension to adjudicate upon the validity 
or invalidity of the patent itself ;(b) for the extension 
decides nothing as to the validity of the patent; (c) nor 
will they enter into any questions as to the want of 
novelty and utility. The new letters patent are subject 
to any objections on these grounds which may exist to 
the original letters patent, and unless it is contended that 
the patent is altogether useless they will not be con· 
sidered.(d) It must, however, be shown .that there is 
such an amount of novelty and utility as will entitle the 
petitioner, if everything else is satisfactory, to exten· 
sion.(e) 

The meaning of the specification and the sufficiency 
of the subject matter must be ascertained, (j) and if 
the patent is manifestly bad it will not be extended. 

(a) 10 Moo. P. C. C. 230. 
(b) McDougal's Patent, L. R. 

2 P. C. 1 ; Betts' Patent, 1 Moo. 
P. C. C. (N. S.} 49 ; Heath's 
Patent, 8 Moo. P. C. C. 217; 
Pinkus' Patent, 12 Jur. 233. 

(c) Woodcraft's Patent, 2 
Webs. P. R. 81. -

• 

(d) Galloway's Patent, 1 
Webs. P.R. 725. 

(e) Sazby's Patent, L. R. 3 
P. C. 

(f) McDougal!s Patent, L. R. 
2 P. C. 1. 
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In Woodcraft's Patent (a) Lord Brougham said: "Where CoAP. VIIJ. 

there is a disputed right as to the validity of the patent, 
and where the validity of the patent itself must come in 
question, two things are to be considered. l'irst, is the 
case to prove the invalidity of the patent, to prove the 
patent void, clear, past all ordinary and reasonable doubt? 
Or secondly, does the case hang so doubtful, that their 
lordships would retire from its consideration, and not 
because it is not necessary, decide the question here? 
In the former instance, namely, where it is a clear case, 
their lordships will not grant an extension; first, because 
they do not see merit, and secondly, because they will 
not put the parties against whom the patent right is 
granted and is sought to be extended, to the vexation, 
trouble, and expense either of bringing a scire facias to 
repeal the letters patent, or of sustaining an action for 
infringement. But where the matter hangs very 
doubtful, where there is conflicting evidence, where 
upon the construction of the specification on the patent, 
or in any other way, questions of law or questions of 
fact, as it may be, shall arise, their lordships have not 
been used to refuse to exercise their discretionary 
powers, vested in them by the legislature, of recom-
mending an extension, merely because elsewhere the 
validity of the patent may reasonably be contested." (b) 

Nor is it an objection that there is a suit pending Lis pende111. 

respecting the validity of the patent,(c) and in such a 
case, if extension is granted, it will be for a longer period 

(a) 2 Webs. P. R. 30. 
(b) And see also Betts' Pa

tent, 1 Moo. P. C. C. (N. S.) 
49; Hill's Patent, ib. 258 ; 
ErarlfaPatent,I Webs.P.R.557. 

(c) Ka!J's Patent, 3 l\loo. P. 
C. C. 24 ; Heath's Patent, 8 Moo. 
P. C. C. 217. 
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than usual, as some time must elapse before the 
petitioner can a vail himself of the extension. (a) 

Where two cognate patents of different dates are ex
tended, the extension will be granted, so that the new 
terms shall expire on the same day. (b) 

The persons to whom extension is granted are those in 
whom the legal estate in the letters patent is vested at 
the time of making the application. (c) In one case where 
the petition was presented by the patentee and his mort
gagees, extension was granted to the patentee slone.(d) 

Extension has been granted to the administratrix of a 
patentee, (e) to the executrix,(/) to the trustees of a 
joint-stock company, (g) where the patentee joined in 
the petition. Extension has also been grwted to 
trustees when tht~ patentee had parted with all his in
terest. (h) 

It was at one time considered doubtful whether ex
tension could be granted to the assignee of a patent. It 
was therefore by 7 & 8 Viet. c. 69, s. 4, enacted that it 
should be lawful for Her Majesty on the report of the Judi
cial Committee to grant extension either to an assignee 
or assignees, or to the original patentee or patentees, 
or to an assignee or assignees and original patentee or 
patentees conjointly, and by s. 7 of the same Act new 

(a) Heath's Patent, 8 Moo. 
P. C. C. 224. 

(b) Johnson and Atltinaon'a 
Patmt, L. R. 6 P. C. 87. 

(c) Soutllworth'/J Patmt, 1 
Webs. P. R. 488; Wright's 
Patent, ib. 663. 

(d) Bo!Jilfs Patent, 1 Moo. 
P. C. C. (N. S.) 348. 

(e) Downton'a Patent,! Webs. 

P. R. 666; Heath's Patent, 8 
Moo. P. C. C. 217. 

(/) Porter's Patent, 2 Webs. 
P.R. 193. 

(g) Petitt Smith's Patent, 7 
Moo. P. C. C. 138. 

(h) Claridge's Patent, 7 Moo. 
P. C. C. 138; Napier's Patent, 
13 1\loo. P. C. C. 643. 
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letters patent granted before the passing of the Aot were Cs.tP. VIII. 

declared to be valid. (a) 
The rule followed by the J udioia.l Committee in granting Reasons for 

extension to assignees is laid down by Lord Brougham in ~~:~:x
Morgan' s Patent :(b) "That their lordships by taking into ::f:~r' in

their view and favourably listening to the application of r~:=d~en~~: 
the assignee are, though not directly, yet mediately and 
consequentially, as it were, giving a benefit to the in-
ventor, because if the assignee is not remunerated at all, 
it might be said that the chance of the patentee of 
making an advantageous conveyance to the assignee 
would be materially diminished, and consequently his 
interest damnified. For this reason consideration has 
been given to the claims of the assignee who has an in-
terest in the patent." (c) And in Whitehouse's Patent, (d) 1\Ierit of 

• • 

his lordship said that the merit of the assignee in patro- ';'as:r~~i:,i~~ 
nizing the inventor, in expending money till he was patentee. 
enabled to complete his invention, and in liberaily 
supplying the funds which were requisite for the purpose· 
of carrying the invention into execution, had been taken 
into consideration. (e) 

Where the patented invention was well kno•.vn abroad Extension re-

d 'th h h' . , d b fused where an ne1 er t e patentee nor 1s assignee .aa een at assiflnee's risk 

any great risk or expenditure in introducing it into this sma I. 

country, extension was refused.(/) So too, where the 
assignee had taken an assignment of four-fifths of the 

(a) See Ledsam v. Russell, 1 
H. L. C. 687. 

(b) 1 Webs. P. R. 738. 
(c) See also Pihnan's Patent, 

L. R. 4 P. C. 87, where this 
rule was cited and approved 
of. 

(d) 1 Webs. P.R. 477. S. C. 
nom. Russelrs Patent, 2 Moo. 
P. C. C. 496. 

(e) See also Norton's Patent, 
1 Moo. P. C. C. (N. S.) 339. 

(f) Claridge's Patent, 7 Moo. 
P. C. C. 394. 

• 

• 
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patent, for a small consideration, only a few months 
before its expiration. (a) 

The executor of an assignee may petition for exten
sion, (b) and there does not seem to be any objection to 
a petition by an equitable assignee. (c) 

The jmporter of an invention is an inventor e,nd is en
titled to petition. In Berry's Patent,( d) Lord Brougham 
said : " The patent law is framed in a way to include two 
species of public benefactors; the one, those who benefit 
the public by their ingenuity, industry and science, and 
invention and personal capability; the other, those who 
benefit the public, without any ingenuity or invention 
of their own, by the importation of the results of foreign 
inventions. Now the latter is a benefit to the public 
incontestably, and· therefore they render themselves en
titled to be put upon somewhat if not entirely the same 
footing as inventors. In this case, certain parties have 
by their adventurous spirit and by the outlay of capital, 
benefited the public in the proportion of the value of 
the foreign invention in question, which but for that 
adventurous spirit and outlay of capital would not have 
been available to the people of this country. That there
fore is to be considered as a solid claim to the exercise 
of the quasi legislative power which the statute vests 
in this committee. • . . Upon all principles and all 
analogy, their lordships are of opinion, that we cannot 
do otherwise than regard this as a solid ground for the 
application made on the part of the importers." In 

(a) Normand's Patent, L. R. 
3 P. C. 193. 

(b) Bodmer's Patent, 6 Moo. 
P. C. C. 468; Honibalrs Patent, 
9 Moo. P. C. C. 378 . 

(c) Noble's Patent, 7 Moo. 
P. C. C. 191. 

(d) 7 Moo. P. C. C. 189. 

• 
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Newton's Patent(a) extension was granted to a peti- CaAP· vm. 
tioner who had obtained the letters patent as agent and Agent for 

trustee for the foreign patentee. foreign 

But the merits of the invention, (b) and all the antece-
patentee. 

dent oircumsta.nces(c) will be enquired into . 
.An alien resident abroad who was interested in an Petition tore· 

b fi • • YOke. 
English patent y a ore1gn mventor in respect of sales 
of and licences to use the patent was held to have such a 
loct~s standi as to entitle him to petition the Crown to 
revoke an order in council for granting an extended 
term of an English patent and to recall the warrant for 
sealing it. (d) 

By s. 25 of 15 and 16 Viet. c. 83, it is enacted that patent 

h 1. . d f h . f obtained in '' w ere upon any app 1cation ma e a ter t e passtng o United King-

for or in respect of any invention first invented in any ti!~~g:o~t:en

foreign country or by the subject of any foreign power or r:r~~~fte:nthe 
state, and a patent or like privilege for the monopoly or thexp~ati~n o£ 

• e .oreJgn 
exclusive use or exercise of such invention in any foreign patent. 

country is there obtained before the grant of such letters 
patent in the United Kingdom, all rights and privileges 
under such letters patent shall (notwithstanding any term 
in such letters patent limited) cease and be void imme-
diately upon the expiration or other determination of the 
term during which the patent or like privilege obtained 
in such foreign country shall continue in force, or where more 
than one such patent or like privilege is obtained abroad 
immediately upon the expiration or determination of the 
term which shall first expire or be determined of such 

(a) 14 Moo. P. C. C. 156. 
(b) Claridge's Patent, 7 Moo. 

P. C. C. 394. 

(c) Johnson's Patent, L. R. 4 
P. C. 80. 
. (d) Re Schlumberger, 9 Moo. 
P.C.C. 1. 

• 
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several patents or like privileges: Provided always that 
no letters patent for or in respect of any invention for 
which any such patent or like privilege as aforesaid 
shall have been obtained in any foreign country, and 
which shall be granted in the said United Kingdom 
after the expiration of the term for which such patent 
or privilege was granted or was in force, shall be of any 
validity." 

The earlier part of this section only applies to cases 
where patents h11ve been granted in foreign countries 
before the grant of the patent in the United Kingdom, 
and the words in the proviso "any such patent" refer to 
the entire description of the patents mentioned in the 
foregoing part of the section and to no others. This 
construction renders the section consistent throughout 
and applicable in every part of it to the same subject. 
Where a patent is taken out in a foreign country before 

• 

a patent for the same invention in the United Kingdom 
the latter patent is to terminate at the same time as the 
foreign patent. Where the term in a foreign patent has 
expired, any grant ofletters patent in the United Kingdom 
made after that period is to be of no value. (a) .And in 
a late case it was said that the meaning of the proviso is 
that where a patent is taken out in a foreign country 
before the grant of letters patent in England and the 
foreign patent has expired, then that the patent in Eng
land shall cease to be in force, and that where one " such" 
patent or the old patent had been obtain~d abroad, then 
the English patent should be determined at the expiration 
of the earliest of the letters patent granted in a foreign 
country. (b) 

• 

(a) Betts' Patent, 1 Moo. P. C. (b) Blake's Patent, L. R. 4 
C. (N. S.) 49. • P. C. 537. 

• 
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If it were not the case that this clause only applies to CnAP. VIII. 

a case where a pawnt has been previously obtained in a 
foreign country, an English patentee who takes out a 
patent for an invention, invented in this country could 
not venture to take out a patent in a foreign country if 
the foreign term were less than the English. (a) 

Where the foreign patent is the first taken out and is Foreig~ patent 

determined by act of law abroad, the English patent also ~~~named by 

is determined. (b) But it appears that any part of the 
English patent which is not identical with the foreign 
patent would still remain in force. (c) . 

An English patentee, who after taking out a patent in English pa-
. k te b ad . add. • • . tentee not this country ta es out a pa nt a ro 1n 1t10n, lB m prejudiced by 

no sense to be prejudiced, either with respect to his ~:~t:i~~~tly 
original patent or with respect to any application which foreign patent. 

he may be advised to make for a renewal of it. (d) 
The question as to the jurisdiction of the court has often Jurisdiction of 

d. d d 't b k b I 1 the Court. been 1scusse , an 1 may now e ta en to e c ear y 
settlett, that where the foreign patent was obtained before 
the English, the court has no power to entertain an appli-
cation for extension after the foreign patent has expired; 
but that where the English patent was the first obtained, 
it has such power. (e) 

The policy of the Act, it was said by Sir J. T. Coleridge, Policy of the 

''is to prevent i!l the case ~f inventions made and patented Act. 

in any foreign country, the continuance of a monopoly in 

(a) Poole's Patent, L. R. 1 
P. C. 618. 

(b) Daw v. Eleg, L. R. 3 Eq. 
510. 

(c) Ib. 
(d) Johnson's Patent, L. R. 4 

P. C. 80; Betts' Patent, 7 Moo. 

P. C. C. (N. S.) 49; Poole's 
Patent, L. R. I P. C. 518. 

(e) See the judgment in Wi· 
nan's Patent, L. R. 4 F. C. 93, 
and Blake's Patent, ib. 535, in 
which all the antecedent cases 
are examined. 

• 
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this c-:>untry by virtue or any patent subsequently granted 
here beyond the time when the discovery shall have 
become public property in the foreign country."( a) And 
Sir W.P. Wood, V.C., said: "Now in looking at s. 
25 one sees at once that the object was to prevent the 
subjects of this kingdom from being fettered in their right 
to compete with each other in the production and manu
facture of different articles, when it was open to foreigners 
to enter into such competition without being fettered by 
any exclusive rights claimed by an inventor and patentee, 
or by tho additional price which must be imposed upon 
the article in consequence of the patent right. The object, 
I say, is to prevent the English manufacturer from being 
fettered while the foreigner remains free." (b) 

Whore the foreign patent has been taken out very 
shortly after the date of the English patent and is allowed 
to expire, although the case is not stril'tly within the 
provisions of this section, yet it is within the spirit of it, 
and extension will not be granted. (c) 

.An English patent will not be extended on the mere 
chance of extension being granted abroad. (d) 

Sir W. P. Wood, V. C., remarked, in Daw v. Eley,(e) 

that the provision of this section is not pursued to its 
proper logical consequences in the .Act, which only deals 
v ith the case in which a foreign patent has been granted 
and determined; whereas, if no foreign patent has ever 

(a) Hill's Patent, 1 Moo. P. C. 
C. (N. S.) 258. 

(h) Daw v. Eley, L. R. 3 Eq. 
.'HO; Normand's Patent, L. R. 1 
P. C. 193; Johnson's Patent, L. R. 
4 P. C. 75; Winan's Patent, ib. 
94; Blake's Patent, ib. 535. 

(c) Newton's Patent, 15 Moo. 

P. C. C. 176 ; JVinan's Patent, 
L. R. 4 P. C. 98; Blake's Pa
tent, ib. 537. 

(d) Normand's Patent, L. R . 
3 P. C. 193; Wir.an's Pat~nt, 

L. R. 4 P. C. 97. 
(e) L. R. 3 Eq. 510. 



OF LETTERS PATENT. 193 

been granted, any number of foreigners may be ma.nufac- CnAP. VIII. 

turing the article abroad, while English manufacturers 
may be exposed, by the existence of a patent in this 
country, to the very difficulty from which this section 
professes to relieve them, and that it undoubtedly does 
appear very hard to prevent the English n: mufacturer 
from having the benefit of manufacturing that which all 
tlw rest of the world can manufacture at their pleasure ; 
and yet to say that if it is protected for a certain limited 
time abroad, then, and then only, when that protection 
has ceased, shall the English manufacturer become free. 
This argument was raised in Blake's Patent,(a) where it 
was contended that there is not much difference between 
allowing a foreign patent to expire, and not taking out a 
foreign patent at all. The difference was there pointed 
out to be that where a patentee takes out a patent for his 
invention abroad, he is taking active measures to make 
the invention known in the country in which he takes out 
such patent; and the Legislature has not said that no 
patent shall be granted in England for a foreign inven-
tion, unless the inventor shall have taken out a patent in 
some other country, and that if they had so provided, it 
would in effect be prohibiting altogether the grant of a 
patent for a foreign invention. 

The grounds upon which extension of the term of Groundr• of 

l t d 'd b L d R ill . Pxtension etters patent are gran e were sal y or om y, m generally. 

Norton's Patent, (b) to have reference to the inventor 
himself; and to be, in the first place, to reward him for 
the peculiar ability and industry he has exercised in mak-
ing the discovery ; in the second place, to reward him, 
because some great benefit of an unusual description has 

(a) L. R. 4 P. C. 538. (b) I l\Ioo. P. C. C. (N. S.) 343. 
0 

• 
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by him been conferred upon the public through the inven
tion itself; or lastly, because the inventor has not been 
sufficiently remunerated by the profits derived from his 
strenuous exertions to make the invention profitable, and 
that all these grounds proceed upon the supposition that 
the invention is new and useful. And Lord Langdale, in 
Pinkus' Patent,(a) said that what was usually taken into 
consideration was,first, themeritoftheinvention; secondly, 
the utility of the machinery which has been invented; 
and lastly, whether the patentee has received a sufficient 
remuneration for the merit which he has displayed. (b) 

Where a patentee agreed with a company, who exclu
sively worked his patent, that he would not during the 
continuance of the term grant any other licence or 
licences than the licence already granted to the company, 
or otherwise permit or suffer any person or persons other 
than the said company to make or put in practice the said 
invention within a certain locality, and that at the deter
mination of the letters patent he would use his interest 
to obtain a renewal of them, and, in case of obtaining a 
renewal, would observe and fulfil the covenants contained 
:in the agreement; extension was refused, on the ground 
that such an agreement manifestly interfered with the 
public interest, and was at variance wth the spirit of the 
law under which the application wa_, made. (c) So, too, 
where it appeared that the real applicants were a company 
who had bought the patent with others founded on it, for 
the purposes of trade, and not for any purpose by which 
any benefit could be derived by the original inventor, who 
not only had long since parted with all interest in the 

(a) 12 Jur. 234. 
(b) 1licDougars Patent, L. R. 

2 P. C. 1. 

(c) Cardwell's Patent, 10 Moo. 
P. C. C. 490. 
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patent, but was dead at the time the application was CnAP. VIII. 

made, extension was refused. (a) 
It is not necessary to show that there is case enough l\Ierit of in-

• ventor. 
for an .Act of Parliament, as there are many cases that Am?unt of 

"would never have prevailed upon the legislature to make ment. 

a. new personal law prolonging a monopoly, which never-
theless might eeem meritorious enough in respect of the 
individual, beneficial enough in respect of the public, and de-
ficient enough in remuneration to justify interference." (b) 
InMorgan'sPatent,(c) Lord Brougham said: "Their Lord-
ships do not consider that this invention is entirely with-
out merit, but it seems of a very moderate degree, being a 
substitution of the chemical process of washing with sul-
phuric acid for the scaling process by fire, making a 
cheaper and somewhat better article. It is not without 
merit; at the same time, it cannot be said to be of very 
great merit merit which would lead their Lordships to 
strain much in favour of the inventor." (d) 

'rhe grounds upon which the Court proceeds ~n esti
mating the merit of the inventor were thus laid down in 
Hill's Patent(e) by Sir J. T. Coleridge: "It may be 
collected from what has been already said, that in deter
mining whether to recommend the prolongation of a 
patent or not, even where the claim to a first discovery 
and the beneficial nature of that discovery are both con-

(a) Norton's Patent, 1 Moo. 
P. C. C. (N. S.) 347; Claridge's 
Patent, 7 Moo. P. C. C. 394. 

(b) Per Lord Brougham in 
Soames' Patent, 1 Webs. P. R. 
734. 

(c) 1 Webs. P.R. 739. 
(d) And see Woodcraft's Pa

tent, 3 Moo. P. C. C. 171 ; 2 
• 

Webs. P. R. 19; Whitehouse's 
Patent, 1 Webs. P. R. 477 ; 
Doumton's Patent, ib. 567; Har
dy's Patent, 6 :Moo. P. C. C. 441; 
ll:farkwick's Patent, 13 Moo. P. 

c. c. !113. 

(e) 1 Moo. P. C. C. (N. S.) 
264. 



196 EXTENSION 01!' THE 'l'ERl\1 

CuAr. vm. ceded, it will be still proper to consider both the degree 
of merit as inventor, and the amount of benefit to the 
public flowing directly from the invention. A monopoly 
limited to a certain time is properly the reward which the 
law assigns to the patentee for the invention and disclo
sure to the public of his mode of proceeding. Whether 
that term shall be extended in effect, whether a second 
patent shall be granted for the same consideration, and 
the enjoyment by the public of its vested right be post
poned, is to depend on the exercise of a discretion, judi
cial indeed, yet to be influenced by every such circum. 
stance as would properly weigh on a sensible and consi· 
derate person in determinmg whether an extraordinary 
privilege, not of strict right, but rather of equitable 
reward, should be conferred. Now one may be strictly an 
inventor within the legal meaning of the term ; no one 
before him may have made and disclosed the discovery in 
all it~ terms as described in his specification, but this may 
have been the successful result of long and patient labours, 
and of groat and unaided ingenuity, without which, for 
all that appears, the public would never have had tho 
benefit of the discovery ; or it may have been but a happy 
accident, or a fortunate guess; or it may have been very 
closely led up to by earlier and, in a true sense, more 
meritorious, but still incomplete, experiments. Different 
degrees of merit must surely be attributed to an inventor 
under these different circumstances. The moral claim to 
an extension of time may in this way be indefinitely 
varied, according as the circumstances approach nearer 
to the one or the other of the above suppositions." (a) 

(a) And see Jolmson's Patent, 
L. R. 4 P. C. 85; JVinan's Pa· 

tent, ib. 96; Blake's Patent, ib. 
536. 
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. In Betts' Patent (a) a distinction was drawn between 
the merit of ingenuity and the merit of utility. The 
petitioner's patent was for making a new material by 
compressing lead and tin. Many years previously a 
patent for a similar manufacture had been taken out by 
one Dobbs, but had never been practically used. Lord 
Chelmsford, in recommending an extension of the term, 
said, "Dobbs' specification may have given the petitioner 
the idea of the possibility of uniting the two metals of tin 
and lead, and may thus have deprived him of the merit 
of originality. But in Dobbs' hands the discovery was 
barren; the petitioner, however, who followed out his 
suggestion, and after repeated trials gave it a practical 
application, is the real benefactor to the public, and is 
entitled to claim that description of merit which consti
tutes one of the groundsforextendingthe term of a patent." 

An invention may be of' very considerable merit, 
though the amount of advance in improvement is small, 
and therefore the smallness of the step is not an ob
jectiun. (b) 

CuAI'. VIII. 

l\lerit of in
genuity (IUd 
merit of utility. 

i'\ o objection 
because im
provement 
Bmall. 

Simplicity, far from detracting from the merit of an Nor becuu~e of 
. . I . . I ) Himplicity. mventwn, great y mcreases 1ts va ue. ( c 

It is no objection that the original invention has been i'\or that 
' d "f' th · ti" 1 •t d h original inven-lruprove upon, 1 o 1nven on ms mer1 an t e tion has beeu 

patentee has not been remunerated; (d) but it is rather ;:~~~;J:tte. 
an argument in its favour.(e) Nor that the patent Northutim-

(a) 1 Moo. P. C. C. (N. S.) 
49. 

(b) Soames' Patent, 1 'V ebs. 
P. R. 735; Derosne's Patent, 4 
Moo. P. C. C. 416; Woodcroft's 
Patent, 2 Webs. P. R. 32. 

(c) :ftiuntz's Patent, 2 Webs. 

P. R. 119; Newton's Patent, 14 
1\loo. P. C. C. 159. 

(d) Galloway's Patent, 1 

W cbs. P. R. 7'27; Bodmer's 
Patent, 8 l\Ioo. P. C. C. 284. 

(e) Soames' Patent, 1 'Vebs. 
P. R. 735. 

provements ure 
on expired im
ported patent. 
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CuAP. VIII. sought to be extended consists of improvements upon 
an expired imported patent. (a) 

Nor that mode An alteration in the mode of manufacture will not 
ofmnnufacture • f b . t a 'f 't a altered. prevent extenswn rom emg gran e , 1 1 oes not 

Soml' invention 
required. 

materially detract from the merit of the original in
vention. (b) 

Some invention must be shown by the patentee. (c) 
In endeavouring to show want of invention, reference to 
a suggestion previously published, of the principle upon 
which the patent is based, is immaterial, unless it is shown 

. that it is such a suggestion as any one could easily make 

:Merit of im
porter. 

Circumstance~ 
considPrerl 
where merit. 

use of. (d) 
The merit of an importer is of course much less than 

that of an original inventor, and it is an argument against 
a patent that it was imported and not invented. The 
amount of merit is not actually taken away, but it is 
lessened. (e) 

The labour, care and science bestowed on an inven· 
tion, (j) the fact that the nature of the invention is such 
that it would not be likely to come into immediate use, (g) 
that the patentee has not been benefited either owing to 
the nature of the opposition to the patent,( h) or in con· 
sequence of his misfortunes and of those connected with 

(a) Bovill's Patent, 1 Moo. 
P. C. C. (N. S.) 348. 

(b) Heath's Patent, 8 :Moo. 
P. C. C. 223. 

(c) Derosne's Patmt, 2 Webs. 
P. R. 4. 

(d) Woodcraft's Patent, 2 
Webs. P. R 23. 

(e) Soames' Patent, 1 Webs. 
P.R. 733; Woodcraft's Patent, 
ib. 740. 

(f) Swaine's Patent, 1 Webs. 
P. R. 560; Hill's Patent, 1 Moo. 
P. C. C. (N. S.) 265. 

(g) Wright's Patent, 1 Webs. 
P. R. 576; Kollman's Patent, 
ib. 565. 

(h) Roberts' Patent, 1 Webs. 
P. R. 573; Russell's Patent, 2 
1\Ioo. P. C. C. 496; S. C. nom. 
Whitehouse's Patent, 1 " 7 ebs. P. 
R. 477. 
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him as agents or otherwise in the management of the 
patent, (a) will be considered where the merit of the 
patent is established. 

As one of the grounds upon which a patent is granted 
to an inventor is, that he may be rewarded by the mono
poly on account of the ultimate benefit to be reaped hy 
the public from the utility of tho invention; it is clear 
that if the invention turns out to be useless and the 
public are not benefited, the claim o; the inventor to 
extension is gone. A strong case of hardship as well as 
a strong case upon the utility of the invention must be 
made out. (b) 

CHAP. VIII. 

Utility of the 
invention. 

It must be shown that the invention is of such a Public benefit 
must be 

character that the public will be benefited by it after proved. 

the original term has expired ; (c) and the term will be 
extended in such a case even though there is little novelty 
in the invention.( d) 

The extent of the benefit conferred must vary in each 
' 

case with the circumstances. (e) Extension was granted 
where it appeared that the invention, which introduced a 
new material for the manufacture of paper, would, if 
adopted by the trade, be a great public benefit as a 
valuable addition to the number of raw materials in a 
trade in which raw materials are very scarce and dear. (j) 

If the invention is of such a nature that it will be to 

{a) Southworth's Patent, 1 
Webs. P. R. 487; Wrigllt's Pa-
tent, ib. 576. · 

(b) Erarlfs Patent, 1 Webs. 
P.R. 559. 

{c) Simz'ster's Patent, 4 :Moo. 
P. C. C. 166; Hardy's Patent, 6 
Moo. P. C. C. 443; Petitt Smith's 
Pati!Tlt, 7 Moo. P. C. C. 138. 

(d) DeroSIIe's Patent, 2 Webs. 
P.R. 4. 

(e) Hilrs Pate1d, 1 Moo. P. 
C. C. (~. S.) 265; Jolwson's 
Patent, L. R. 4 P. C. 79. 

(/) Hougllton's Patent, L. R. 
3 P. C. 461. 

Extent of 
benefit. 

If detriment to 
the public, no 

• extension. 
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the detriment of the public that the monopoly should be 
continued, extension will be refused. Thus, where the 
invention was generally for deodorizing anJ. disinfecting 
sewage and other offensive matters, by means of a com
pound of sulphurous acid and carbolic acid, both of which 
are well known disinfectants, and had been used for dis
infecting pm·poses before the date of the patent, exten· 
sion was refused on the ground that the restriction by 
patent from general use, of the combination of the articles 
referred to in the mode described in tho specification 
would be 11 great public detriment.( a) 

'Vhere the specification described the invention to 
consist in tho application of a metallic soap to the bot
toms of ships to prevent their fouling, and it appeared 
that the soap was composed of well known substances 
in common usc ; extension was refused on the ground 
that as the individual substance for tho application of 
which the patent was sought to be prolonged was not 
specifically defined, every kind of metallic soap being 
within the limits of the specification, many questions -
affecting the patent might be raised if any metallic soap 
was used by the public in ignorance of the extensive 
nature of the specification. (b) 

The petitioner must have done all in his power to 
bring the invention into notice and use ;(c) for the fact 
that an invention when known, has never been generally 
used, raises a strong presumption against its utility, (d) 

(a) McDougal's Patent, L. R. 
2 P. C. 1. 

(b) Mcltmes' Patent, L. R. 2 
P. C. 54. 

(c) Hill's Patent, 1 1\loo. P. 
C. C. (N. S.) 265 ; llfal'kwick's 
Patent, 13 Moo. P. C. C. 313. 

(cl) Wn'ght's Patent, 1 Webs. 
P. R. 576 ; Simister's Pate11t, ib. 
723 ; Pinkus' Patent, 12 Jur. 

233 ; Habel't's Patent, L. R. 1 
P. C. 399; Allm1's Patent, ib. 
507. 
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though it is not conclusive. (a) Delay in using the CnA•·· VIII. 

invention may be explained in some circumstances from !\loy be ex

want of funds to proseoute it, as tho pecuniary difficulties, pleined . by ;pecu0111ry: 
in which the patentee has been involved in working out d•fticulties of 

• • • . • patentee. 
his invention, may have placed him m a situation which has 
made it extremely difficult for him to obtain the mears 
for taking the necessary steps to put the patent into 
operation. But where the petitioner was a gentleman 
possessed of ample means to put his invention into 
operation, and he bad taken no effectual steps for this 
purpose for ten years, extension was refused. (b) In By partnership 

disputes. 
this case ihe non-user was further explained by the 
disputes between the patentee and his partners. In 
another case, however, where partnership disputes were 
given as a reason for want of success, combined with 
want of capital, and the impossibility of getting other 
partners on account of the disputes, extension was 
refused on the ground ti.. -~~ the partnership was the 
petitioner's own act. (c) 

Non-user may also be explained by the circumstance By nature of 
the invention. 

that the nature of the invention is such that it would 
not be likely to come into immediate use. (d) In 
Herbe1·t's Patent,(e) the patent was for improvements 
in constructing and mooring light vessels, buoys and 
other eimilar floating bodies. The merit and utility of 

(a) JVoodcroft's Patent, 2 
W cbs. P. R. 29 ; Bakewelfs 
Patent, 15 Moo. P. C. C. 386; 
Herbert's Patent, L. R. 1 P. C. 
399. 

(b) Norton's Patent, 1 1\loo. 
P. C. C. (N. S.) 339; lVnght's 
Patent, 1 W cbs. P. R. 576. 

(c) Pattersou's Patent, 6 Moo. 
P. C. C. 469. 

(cl) Southworth's Patent, 1 

W cbs. P. R. 487 ; Jones' Patent, 
ib. 579 ; lVoodcrojt's Patent, 2 
W cbs. P. R. 32. 

(e) L. R. 1 P. C. 399. 

• 
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CHAP, VIII. the invention were not d.enied. It was shown that the 
market was very limiteu,, and that there was great 
difficulty in getting the invention tried, and on these 
grounds extem:io11 was grcmted. (a) If the patent has 
not been used at aU during the whole term, that of 
itself, unless rebutted by the strongest and most distinct 
evidence, will as a rule be sufficient ground for refusing 
extension, (b) even though the patent is of such a kind 
as to require a company to provide sufficient capital. (c) 

Sufficiency of 
• remuneration 

principal ques-
• uon. 

The merit and 
utility being 
provl!d, 

Re1111on for 
non-remunera
tion must be 

• g1ven. 

The fact that the patented article is much more 
expensive than an article for a similar purpose in actual 
use, and yet that a number of the patented articles have 
been sold is strong evidence of utility. (d) 

The principal question in considering whether exten
sion shall be granted or not, always is, has the individual 
patentee under all the circumstances received what in 
equity and good conscience may be considered a sufficient 
remuneration ? (e) 

It is of course necessary to consider the merit and 
utility of the invention, (f) for if the patent is wanting 
in these essentials, extension will be refused, even 
though there has been a loss. (g) 

It must be shown that the patentee has used all 
reasonable means to make the invention productive ; but 

(a) And see Berrington's Pa
tent, cited in Coryton's Law of 
Patents, 225. 

(b) Bakewelrs Patent, 15 Moo. 
P. C. C. 386 ; Allan's Patent, 
L. R. 1 P. C. 507. 

(c) Ib. 
(d) Downton's Patent, 1 Webs. 

P.R. 566. 
(e) Hill'8 Patent, 1 Moo. P. 

C. C. (N. S.) 264; Norton's Pa
tent, ib. 343 ; Pink~t's Patent, 12 
Jur. 234; llfcDougars Patmt, 
L. R. 2 P. C. 1 ; Downton's Pa
tent, 1 Webs. P.R. 567. 

(/) Morgan's Patent, 1 Webs. 
P.R. 738. 

(g) Simister's Patent, 1 Webs. 
P. R. 724; Betts' Patent, 10 
Jur. 363. 
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that nevertheless the remuneration obtained. has either 
· entirely failed. or has been quite disproportionate to the 
merits and to the benefit conferred. upon the public. (a) 

Thus extension was granted where it appeared. from 
the nature of the invention ; a patent for iron wheels for 
carriages; that it was hardly possible that within the 
ordinary period. of time remuneration could be expected, 
and that not only was there no remuneration, but a 
heavy loss had. been sustained. (b) So where the loss in 
working a patent in Southern Australia was owing to 
want of labour caused. by the discovery of the gold. 
fields, (c) and. where the invention was expensive, and. 
there had. been no remuneration till the end. of the 
term. (d) But there must be a reasonable prospect of 
success during the extended. term. (e) 

Where the benefit derived from the patent by the 
public is proportionately greater than that derived. by 
the inventor, the term will be extended, even though 
large profits have been mad.e, (f) 

Profits made by the patent abroad will be considered. 
in estimating the amount of remuneration. (g) In Poole's 
Patent, (h) the foreign profits were not taken into ac
count, but their Lordships in Johnson's Patent(i) desired. 

(a) Honiball's Patent, 9 Moo. 
P. C. C. 393; llfa1·kwick's Pa
tent, 13 Moo. P. C. C. 393. 

(b) Jones' Patent, 1 'Vebs. P. 
R. 579; Southworth's Patent, ib. 
487; Stafford's Patent, ib. 563; 
Kollman's Patent, ib. 564. 

(c) Napier's Patent, 13 Moo. 
P. C. C. 545. 

(d) Newton's Patent, 14 Moo. 
P. C. C. 156. 

(e) Woodcraft's Patent, 2 
Webs. P.R. 33. 

(/) Derosne's Patent, 2 Webs. 
P. R. 4; Hardy's Patent, 6 Moo. 
P. C. C. 443. 

(g) Johnson's Patent, L. R. 4 
P. C. 82. 

(h) Poole's Patent, L. R. 1 
P. C. 514. 

(i) L. R. 4 P. C. 82. 

CHAP. VIII. 

Benefit to pub
lic great, ex· 
tension 
though profits. 

Profits from 
forei~n patent 
constdered. 

• 
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CnAP. Vlll. it to be understood that that case was not to be con· 
sidered as laying down any general rule of law, and that 
they were of opinion that in taking into consideration 
the remuneration received, they must have regard to 
the remuneration which the invention has brought in 
to the patentee or the person who claims the right of the 
patentee whether it be in one country or another. 

Position of 
• assignees. 

Importers. 

Patent must 
be taken liS a 
whole. 

Act of Parlia
ment obliging 
use of patent 
not objection. 

' 

Assignees are not on the same footing as the patentee, 
and where it appeared that the patentee had been 
remunerated though the assignees had not, and the 
invention was imported and well known abroad, exten· 
sion was refused. (a) So too where the petitioner had 
purchased the letters patent and stock-in-trade of the 
patentee at a fair value, and had not sustained any 
loss. (b) 

Where the patentees were importers of the invention 
and had incurred loss in their endeavours to introduce it 
into this country, extension was granted. (c) 

Where the patent consists of several branches, it must 
nevertheless be taken as a whole, and the Court will not 
allow it to be divided and subdivided to see whether 
there has been a gain under some branches, and a loss 
under others, (d) and sernble, that if there has been con· 
siderable profit under one branch, that would be a 
ground for refusing extension, even though there has 
been loss 1mder the others. (e) 

It is no objection to extension that by an Act of Par· 
liament the public will be obliged to use the patentee's in· 

(a) Claridge's Patent, 7 Moo. 

P. C. C. 394. 
(b) Quarrill's Patent, 1 Webs. 

P.R. 740. 

(c) Berry's Patent, 7 Moo, P. 

c. c. 187. 
(d) Perkins' Patent, 2 Webs. 

P.R. 7. 
(e) lb. 

•• ,. 

• 
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vention, if it can be proved. that at the time of making 
the application he has not received. sufficient remunera
tion. (a) 

The application must not be made until shortly before 
the expiration of the term of the original patent, as the 
profits made during the last portion of the term may 
materially affect the question of extension. (b) 

The most unreserved and clear statement of the ac
counts of the profits made by the patent is necessary ;(c) 
for the extension of the term of a patent being a matter 
of favour and not of right, it is essential to the favourable 
consideration of an application for extension that the 
patentee should distinctly prove how much the public 
have had to pay, that is to say, how much has been re
ceived by him on account of his patent; and if he has so 
acted as to be unable to give such proof when he applies 
for extension, his application must fail. (d) 

In Saxby's Pa.tent(e) Lord Cairns said. that it is" the 
duty of every patentee who comes for the prolongation 
of his patent to take upon himself the onus of satisfying 
this committee in a manner which admits of no contro
versy, of what has been the amount of remuneration 
which, in every point of view, the invention has brought 
to him, in order that their lordshipl'l may be able to come 
to a conclusion whether that remuneration may fairly be 
considered a sufficient reward for his invention or not. 
It is not for this committee to send back the accounts 
for further particulars, nor to dissect the accounts for the 

(a) Foade's Patent, 9 Moo. P. 
c. c. 376. 

(b) Macintosh's Patent, 1 
Webs. P. R. 739. 

(c) Hill's Patent, 1 Moo. P. 
C. C. (N. S.) 271. 

(d) Trotman's Patent, L. R. 1 
P. C. 124. 

(e) L. R. 3 P. C. 294. 

CHAP. VIII. 

\Yhen applica
tion to tie 
made. 

The accounts 
must be clear. 
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What accounts 
must conroin. 

Deductions 
allowed to be 
made in calcu
lating profits. 

Manufacturer's 
profit. 
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purpose of surmising what might be the real outcome if 
they were differently cast; it is for the applicant to bring 
his accounts before the committee in a shape which will 
leave no doubt as to what the remuneration has been that 
he has received." (a) 

It was suggested in Perkins' Patent (b) that where the 
accounts were not clear, they should be handed to the 
Solicitor to the Treasury to examine. 

The actual expenses must be shown, it is not sufficient 
to state that there has been neither profit nor loss. (c) It 
is material to know in what ratio profits have increased if 
they have increased from year to year.(d) Profits arising 
from the sale of the patented article for exportation must 
be included. (e) 

In calculating whether any profit has been obtained 
through or by means of a patent, it is correct to deduct 
in the first place, beyond the cost price, a fair manu
facturer's profit on the articles sold, and the mere prefer
ence of the market obtained by the manufacturer is not 
to be deemed a profit derived from the patent. (f) Where 
the patentee deducted two-thirds as profits from tho 
manufacture and sale, and only credited the patent with 
one-third, the deduction was held to be unreasonable. (g) 
Lord Brougham in Muntz's Patent(h) said: "We cannot 
weigh in golden scales the proportions between manu-

(a) And ~ee Clark's Patent, 
L. R. 3 P. C. 425. 

(b) 2 Webs. P.R. 14. 
(c) Quarrilfs Patent, 1 W cbs. 

P. R. 740. 
(d) Perlli118' Patent, 2 Webs. 

r. R. 11. 

(e) Hard!J'a Patent, 6 Moo. 
P. C. C. 441. 

(/) Galloway's Pate11t, 7 Jur. 

453; Betts' Patent, 1 Moo. P. C. 
C. (N. 8.) 49. 

(g) Hilfa Patnt, 1 Moo. P. 
C. C. (X. S.) 269. 

(h) 2 Webs. P. R. 120. 
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facturers' profits and patentees', but we must take it in CnAP. Vlll. 

the gross; and applying our minds as men of the world, 
men of business, neither unfairly towards the inventor nor 
extravagantly and romantically towards him in his favour, 
neither against him pressing nor in his favour straining, 
we must ascertain whether he has in the eyes of men of 
ordinary but enlightened understandings, judging fairly 
between him and the public, had a sufficient remuneration." 

Expenses caused by litigation in protecting the patent Loss by litagi· 
tion. 

may be deducted. (a) But where the patentee com-
promised suits and gave up costs to which he had no 
apparent title, a deduction was not allowed. (b) 

The patentee may in his accounts charge for loss of Loss of time. 

time in endeavouring to bring the patent into notice.( c) 
Deductions will also be allowed on account of the costs of Experiments. 

experiments. (d) 
In Perkins' Patent (e) the following accounts were 

allowed:-

Amount of yearly salec of patent apparatus • 

£ 
64,920 

Materials, labour, tools, and expenses belonging 
to the sales . . . . . . 47,282 

2,296 Bad debts . . . . . . 

(a) Betts' Pate11t, 1 Moo. P. 
C. C. (N. 8.) 49; Roberts' Pa
tent, 1 Web~. P. R. 573; Kay's 
Patent, 1 W cbs. P. R. 572. 

(b) Hilrs Patent, 1 1\Ioo. P. 
C. C. (N. S.) 268. 

(c) Newton's Patent, 14 Moo. 
P. C. C. 156 ; Mallet's Pate11t, 
L. R. 1 P. C. 311 ; Perkins' Pa
tent, 2 Webs. P. R. 17; Jlclnnes' 

Patent, L. R. 2 P. C. 54; Clark's 
Patent, L. R. 4 P. C. 542. In 
the three lnst of the above cases 
the sum of £400 a year was 
nllowed to be charged. 

(d) Kay's Patent, 1 Webs. P. 
R. 572 ; Perkins' Potent, 2 W cbs. 
P. R. 17. 

(e) 2 Webs. P.R. 17. 
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Cn.tP. VIII. Law costs • • • • • • 166 

Royalties paid 
to agent. 

Patentee also 
a manufacturer 
must keep 
separate pntent 
accounts. 

Leaving 
as the amount of profit, subject to the follow
ing deductions: 

Cost of materials, labour in experiments, and 
patents • . • . . . 

Interest at £5 per cent. on the average amount 
of capital for twelve years at £225 a-year . 

Personal attendance of patentee for thirteen and 
a-half years at £400 a year . . • 

Total 
Leaving £6,576 as net profit from the patent 

business, subject to be reduced should any 
unpaid debt prove bacL 

15,176 
• 

500 

2,700 

5,400 

£8,600 

Where a patentee employs au agent to bring the 
patent forward and pays him by the royalties, the amount 
so paid may be deducted.(a) 

Whore the patentee is also a manufacturer he ought to 
keep a patent account distinct and separate from any 
other business in which he may happen to be engaged, 
so as to be able to give the clearest evidence of every
thing which has been paid on account of the patent.(b) 
In Saxby's Pntent(c) Lord Cairns said: "Where a patentee 
is also the manufacturer, tho profits which he makes as 
manufacturer, although they may not be in a strict point 
of view profits of the patent, must undoubtedly be taken 

(a) Poole's Pate11t, L. R. I 
P. C. 514; Perki118' Pate11t, 2 
Webs. P.R. 16. 

(b) Betts' Pate11t, I :Moo. P. C. 

(N. S.) 61 ; JJ[chmes' Patent, 
L. R. 2 P. C. 54. 

(c) L. R. 3 P. C. 295. 
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into consideration upon a question of this kind. It is CnAP. vm. 
obvious that in different manufactures there will be 
different degrees of connection between the business of 
the applicant as a manufacturer and his business or his 
position as the owner of a patent. There may be patents 
of some kind which have little or no connection with the 
busine:::s of the manufacture, and there may be patents of 
a different kind where there is an intimate connection 
wit.h the business of the manufacturer; that the possession 
of the patent virtually secures to the patentee his power 
of commanding orders as a manufacturer."(a) 

The distinction between the profits made as a patentee 
and as a manufacturer was thus commented upon by 
Lord Brougham in Mzmtz's Patent:(b) "There are two 
cases in which a patentee may come before us, and one 
is where, as in the case of the late Mr. Howard for the 
sugar refinery, the party is a mere chemist, and has made 
an invention of the most useful and meritorious process 
to be used by sugar bakers; there no confusion can ever 
arise between gaina of patentee qttasl: inventor and his 
gains quasi manufacturer. The other case is the case of 
Mr. Watt, who came before Parliament for the extension 
of his patent, and obtained an Act, he having been out 
of pocket by the invention, and having been all his life 
in law and equity in consequence of the dispute~ with 
others with pirates of his great and immortal discovery. 
He there combined in his own person the inventor and 
manufacturer, Mr. Watt never denying that he was to set 
down to the account of his patent, of the benefit that he 
had reaped from his patent, the preference that was given 
him in the market as a manufacturer. He would not 

(a) Ami see Johnson's Patent, (b) 2 Webs. P.R. 121. 
L. R. 4 P. C. 82. 

p 

Distinction be
tween profita 
of patentee 
nnd profits of 
manufacturer. 
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CuAr. vm. have been able to have carried on his trade to anything 
like that extent had it not been for that patent. It is 
impossible to sever the two heads of profit one from the 
other. Mr. Muntz has gained q1tasi patentee, and ·even 
though he obtained and reaped the fruit and, as it were, 
arrived at the fruits of his ingenuity as an inventor, 
through his labour and the use of his capital and industry 
as a manufacturer, it is no answer to say that of these 
things the one can be deducted from the other. You 
may make out a very lucrative patent to be of no gain at 
all to the patentee although agreeing that the patent was 
lucrative and had been a gain. It is really a monopoly 
preference which he has; because as patentee he is 

• 

Royalties from 
licensees. 

enabled to sell and to trade in a manner which, but for 
his invention and but for his patent, he could not." 

The rules laid down above as to perfect openness in 
stating the accounts, apply as well to a case where the 
applicant has not manufactured his patented article, but 
has received his remuneration by royalties received from 
licensees, as to where he is his own manufacturer, and in 
such a case he must prove the amount of the profits 
made by the licensees in respect of the patented article. (a) 

Course of pro· If the statement of accmmts is prima facie satisfactory, 
cedure where h . . h . . . 
accountsprimil. t e petitiOner may prove t e ments of the mvention 
li1cie satisfnc- b ~ t · h · f h tory. e1ore en enng upon t e question o t e accounts. (b) But 

if it is unsatisfactory the petition will be dealt with 
without reference to the merits. (c) These cases, how
ever, only go to this extent; that where there are special 
statements which show upon the face of the accounts that 

(a) Trotman's Patent, L. R. 
I P. C. US. 

(b) Houghton's Patent, L. R. 
3 P. C. 461. 

(c) Saxby's Patent, L. R. 3 
P. C. 292 ; Clark' 11 Patent, ibid. 
421. 



OF LETTERS PATENT. 211 

the petitioner has in fact made very large profits by his CuAl'. VIII. 

invention, such circumstance is sufficient for the Court at 
once to determine the application without going into the 
merits of the invention.(a) 

The accounts must be strictly proved. (b) Where, Evidence to 
pi'Ove nc

however, the accounts wore unsatisfactory, owing to the counts. 

loss of the account books, during the petitioner's bank-
ruptcy, extension was granted on a proper account of the 
profits and losses of the patent verified by affidavit being 
sent to }he Attorney General, with a satisfactory explana-
tion, accounting for the non-production of the books. (c) 
In another case the accounts were taken on the petitioner's 
own evidence. (d) And where it appeared that the estate 
of a deceased patentee was of little value, and that no 
accounts had ever been kept, the petitioner, the adminis-
tratrix of the patentee, on an allegation in the petition 
that not only had there been no profits but considerable 
loss, was examined to prove that fact. (e) 

The Judicial Committee has power to impose terms on :rerlllB ~mposed 

h. . b " . . m ccruun cases. 
the patentee or IS assignees e1oro grantmg extension. 
This will be done where it is for the benefit of the public 
that the government should use tho invention. Thus 
extension was granted in Petitt Smith's Patent (f), subject 
to a proviso that the Admiralty should be at liberty to 
manufacture and fit the invention without any license 
from the patentee. 

(u) Houghton's Patent, L. R. 
3 P. C. 461; Wield's Patent, L. 
R. 4 P. C. 90. 

(b) Perkins' Patent, 2 \V ebs. 
P. R. 15. 

(c) llfarkwick's Patent, 13 
Moo. P. C. C. 3!0 . 

• 

(d) Hutchison'.~ Patent, 14 · 
1\!oo. P. C. C. 364. 

(e) Heath's Patent, 81\Ioo. P. 
C.C.217. 

U) 7 1\Ioo. P. C. C. 139. 
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CnAP. VIII. Such a proviso will not, however, be requjred if the 
patentee has not received sufficient remuneration. (a) 
An application for the extension of a patent for an im
proved method of printing in colours was opposed by 
the apprentices of the patentee, on the ground that 
they had expected to be able to exercise the trade 
themselves on the expiration of the patent, and that they 
would not be able to get employment. It appeared 
however that they had been so instructed as to be able to 
get employment in another branch of the trade, and no 
condition was imposed. (b) 

Partners. If there has been a partnership between the patentee 
and other parties the Court will on extension require the 
patentee to give the partners the same rights and privi
leges as they were entitled to under the deed affecting 
the original letters patent, no further powers will be 
given than those contained in the deed of partnership, 
especially if the partners refuse to concur in the applica
tion.(c) 

Licen~m. Where a patentee did not manufacture the article for 
which he had taken out a patent but had granted a license 
to a particular firm to manufacture it, and it appeared 
that thera was an agreement that the license should be 
exclusive, extension was granted on condition that licenses 
should be granted to any persons who should be desirous 
of having them upon the same terms as the original 
license. (d) 

Assignees. In the case of a petition by an assignee, the condition 

• 

(a) Lancaster's Patent, 21\loo. 
P. C. C. (N. S.) 189; Carpenter's 
Patent, ib. 191. . 

(b) Baxter's Patent, 13 Jur. 
593 • 

(c) Normandy's Patent, 91\Ioo • 
• 

P. C. C. 452. 
(d) Mallett's Patent, L. R. 1 

P. C. 308. 



OF LETTERS PATENT. 213 
• 

usually is that he shall secure some remuneration to the CHAP. VIII. 

patentee. This is generally in t.he form of an annuity 
during the extended term. (a) 

Where a moiety of a patent had l:>een assigned and a 
petition for extension was presented by the patentee 
together with the assignees, but before the hearing the 
patentee died having by his will appointed his widow 
executrix and residuary legatee, extension was granted 
to the asignees on condition that they held the moiety 
of the patent in trust for the widow.(b) 

Terms, however, will not be imposed upon the assignees 
when they have lost heavily by the patent. (c) 

The interests of the public will be considered in grant
ing extension to assignees. Thus in Hardy's Patent, (d) 
besides requiring the assignees to pay an annuity to the 
patentee, a further condition was imposed that neither the 
assignees nor their assigns should charge for articles made 
according to the invention, any sum or sums of money, 
greater than after the rate of the sums the!'einafter 
mentioned, over and above the price of bar iron per ton 
as fixed by the Staffordshire ironmasters at the quarterly 
meeting next preceding the date of any contract of sale. 

• 

The applicant for prolongation must advertise in the 1\lode ofpro-

rc L d G tt " thr t· d . th L d ceeding in case on on aze e ee 1mes, an m ree on on ofnpplication 

papers, and three times in some country paper published f~~;~:;;:~-f 
in the town where, or near to which, he carries on any the term of& 

patent. 
manufacture of anything made according to his specifica-

(a) Whitehouse's Patent, 1 
Webs. P. R. 477; S. C. nom. 
Russell's Patent, 2 1\foo. P. C. C. 
496; J.lfarkwick's Patent, 13 Moo. 
P. C. C. 312 ; Hardy's Patent, 
6 1\Ioo. P. C. C. 445. 

(b) Herbert's Patent, L. R. 
1 P. C. 399. 

(c) Bodmer's Patent, 6 Moo. 
P. C. C. 468. 

(d) 6 1\Ioo. P. C. C. 445. 
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Advertise
ments. 
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tion, or near to or in which he resides, in case he carries 
on no such manufacture, or published in the county 
where he carries on such manufacture, or where he lives, 
in case there shall not be any paper published in such 
town, that he intends to apply to Her Majesty in Council 
for a prolongation of his term of sole using and vending 
his invention, and must petition Her Majesty in Council 
to that effect. (a) 

The petitioner must in the advertisements give notice 
of the day on which he intends to apply for a time to be 
:fixed for hearing the matter of his petition, which day 
must not be less than fom weeks from the date of the 
publication of the last of the advertisements to be inserted 
in the cc London Gazette." (b) These notices will be in
cluded in one advertisement. (c) 

Petitions must be presented within one week from the 
insertion of the last of the advertisements, and must be 
accompanied with affidavits of advertisements having 
been duly inserted, and the matters in such advertise
ments may be disputed by the parties opposing upon the 
hearing of the petition. (d) 

Where the patentee resides abroad, and the manufac· 
ture of the patented article is can·ied on under licenses, 
the advertisements should be inserted in papers circu
latinc, where the manufacture is actually carried on. (e) 

Where the advertisements were inserted in London 
papers only, a witness was allowed to be called to prove 

(a) 5 & 6 Will. IV. c. 83, s. 4. 
(b) Rules of the Privy Coun

cil, cis. 2 4. 
(c) Erard's Patent, 1 Webs. 

P. R. 559, n. ; Southworth's 
Patent, ib. 486, n. ; Stafforcf s 

Patent, ib. 564; Wright's Patent, 
ib. 576. 

(d) Rules of the Privy Coun
cil, 2 4. 

(e) Derosne's Patent, 2 Webs. 
P.R. 2. 
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tJuit the patent apparatus was manufactured in London, CuAP. vnr . 
• 

and not elsewhere. (a) 
To entitle an equitable assignee to appear with the 

legal assignee of a patent, his name must appear in the 
advertisements; and if it does not his counsel will not be 
heard. (b) 

The advertisements must be proved before the case is 

heard. (c) 
The applicant must lodge at the Privy Council office 

six printed copies of the specific.ttion and also four copies 
of the balance sheet of expenditure and receipts, relating 
to the patent, which accounts are to be proved at the 
hearing. If the specification has not been printed, and 
if the expense of making six copies of any drawing would 
be considerable, the lodging of two copies only of such 
specification and drawing will be deemed sufficient. All 
copies must be lodged not less than one week before the 
day fixed for hearing the application. (d) 

Documents to 
b~ lodged at 
Privy Council 
office. 

The Court will refuse to enter upon accounts if they Delay in filing: 

have not been filed as required. (e) 
Where owing to the mistake of the petitioner's agent 

the petition was not filed within the prescribed time, the 
petition was allowed to be filed on a special application 
being made. (f) 

Everything relating to the title of the petitioner must The petition. 

be fully and fairly stated in the petition. (g) Where the 

(a) Perkins' Patent, 2 Webs. 
P.R. 8, n. 

(b) Noble's Patent, 7 Moo. 
P. C. C. 191. 

(c) Perkins' Patent, 2 Webs. 
P. R. 8. 

(d) Rules of the Privy Couu· 
cil, cl. 9. 

(e) Johnson and Atkinson's 
Patent, L. R. 5 P. C. 87. 

(f) Hutchison'sPatent,14Moo. 
P. C. C. 364. 

(g) Hutchison's Patent, 14 
1\Ioo. P. C. C. 364 ; Johnson's 
Patent, L. R. 4 P. C. 83. 
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CHAP. VIII, petitioner omitted to sb,te that the patent was in facj; a 
communication from a foreigner living abroad, who had 
previously taken out a patent for the same invention 
in America, and that the American patent had ex
pired but had been renewed, the application was 
refused. (a) 

Assignees must state their title strictly. (b) 
Amendment, Where material facts relating to the petitioner's title 

were omitted, the heta"ing of the petition was adjourned 
with leave to amend. (c) 

Caveat~. Any person may enter a caveat at the council office, 

-

and is entitled to be heard in opposition to the peti
tion.( d) The ca·veat must be entered before the day on 
which the petitioner has advertised bis intention of apply
ing for a day to be fixed for the hearing. Any person en
tering a caveat is entitled to four weeks' notice of the 
time appointed for the hearing, to be served with a copy 
of the petition, and no application to fix a time for hearing 
may be made without affidavit of such service. All par
ties served with petitions must lodge at the council office 
within a fortnight after such service, notice of the grounds 
of their objections to the granting of the prayers of such 
petitions. (e) 

No person can be heard in opposition to an application 
for extension unless he has entered a caveat. Where a 
patent agent had entered a caveat in his own name, but 
in reality as the agent of several othet· persons as well as 

(a) Pitman's Patent, L. R. 4 
P. C. 84. • 

(b) Wr1ght's Patent, 1 Webs. 
P. R. 561; Galloway's Patent, 
ib. 725. 

(c) Hutchison's Patent, 14Moo. 
P. C. C. 365. 

(d) 5 & 6 Will. IV. c. 83, s.4; 
Lowe',y Patent, 8 Moo. P. C. C. I. 

(e) Rules of the Privy Coun
cil, cis. 2, 5, 6. 
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on his own behalf, it was held that his counsel could only CnAP. VIII . 
• 

be heard for him, and could only ask such questions as 
respected his intereet. (a) 

Any person who has rights under the patent which the 
patentee refuses to recognise on extension, may petition 
that no extension may be granted unless the patentee 
admits his rights. (b) 

Any person entering a caveat is entitled to notice of 
any objection which would prevent the patent from being 
received. (c) 

The Attorney-General appears on behalf of the public Opposition by 
• • AttOI'Jiey-

genorally, and IS entitled to oppose, although no ca,veat General. 

has been entered. (d) In Pet-itt Smith's Patent, (e) an 
application by the Lords of the Admiralty to enter a 
caveat and be heard against the petition, such caveat not 
having been filed within the time required by the rules 
was refused, on the ground that the Attorney-General 
represented the i:uterests of the Crown as well as those of 

tha public. 
Unless parties opposing have distinct and separate Two counsel 

only heard. 
interests, not more than two counsel will be he::trd to 
oppose. (f) 

The Court will not on an application under B & 15 
Viet. c. 99, s. 6, which gives the Courts of Common Law 
power to compel inspection of documents on application 
by either }Jarty, and to investigate all documents in the 
custody or control of the other, and to take and examine 

(a) Lowe's Patent, 8 Moo. P. 
C. C. I. 

(b) Normandy's Patent, 9 Moo. 
P. C. C. 4.52. 

(c) · Hutcldson's Patent, 14 
Moo. P. C. C. 365. 

(d) Petitt Smith's Patent, 7 
l\Ioo. P. C. C. 133; Erarrfs 
Patent, 1 Webs. P. R. 557 n. 

(e) 7 Moo. P. C. C. 133. 
(f) lVoodcroft's Patent, 31\Ioo. 

P. C. C. 172. 

Inspection of 
accounts not 
compelled, 
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CnAI•. VIII. copies of the same, compel a petitioner to allow the op· 
ponents to inspect his accounts. (a.) 

• EYidence. .As the proceedings before the Judicial Committee are 
in substitution for a Bill in Parliament, the Court follows 
a similar course to that which would be followed by Par
liament, and adopts rules of evidence as nearly as pos
sible resembli11g the rules of evidence in com·ts of 
law.(b) 

Costs. Costs will not 1 ', given to the opposers where there 
is no ground for opposition. (c) Where there was some 
conflict of opinion on the part of scientific witnesses as 
to the merits of the invention, costs were refused 
although extension wns granted. (d) 

Costs 'vill be given to all opposers, if the petition is 
abandoned upon the hearing, (e) and it is not necessary 
that the opposers should serve the petitioners with 
notice of their intended application to the Court fo1• 
costs. (f) 

WherE' the petition has been heard and is dismissed, 
the opposers are generally given their costs, for if costs 
were not given persons would be discouraged from 
coming to protect the interests of the public. (g) But 
costs will not be given where the opposition has not 
been properly conducted, as where the opposers caused 
expense by relying on irrelevant evidence, and produced 

(a) Bridson's Patent, 7 Moo. 
P. C. C. 500. 

(b) 1 Webs. P. R. 557. 
(c) Downton's Patent, 1 Webs. 

P.R. 567. 
(d) Galloway's Patent, 1 Webs. 

P.R. 129. 
(e) J.lfackintosh' 8 Patent, 1 

Webs. P. R. 739; Bddson's 

Patent, 7 Moo. P. C. C. 499 ; 
Hornby's Patent, ib. 503; Mil
ner's Patent, 9 Moo. P. C. C. 39. 

(f) Bridson's Patent, 7 Moo. 
P. C. C. 499. 

(g) Westrupp and Gibbins' 
Patent, 1 Webs. P. R. 556 ; 
Wield's Patent, L. R. 4 P. C. C. 
92. 
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witnesses who were not credible. (a) Where there are 
several opposers who really represent the same kind of 
opposition, a gross sum will be allowed for costs to be 
apportioned between them, 1~uless the petitioner prefers 
within a certain time to tax the costs of all parties. (b) 

Where patentees neglected to obtain new letters patent 
in pm·suance of an order in council and a petition was 
presented to revoke the order and to recall the warrant 
to seal, and it did not appear that the petitioner or the 
public had suffered any loss by the laches of the patentee; 
the Judicial Committee, though they did not consider the 
delay sufficient to deprive the patentee of all benefit of 
the renewed patent, made it a condition before dis
missing the petition, that the patentees should pay the 
petitioner £200 for costs, and give an undertaking not 
to prosecute for any infringement which might have 
occurred from the date of the order in council to the 
date of the dismissal of the petition. (c) 

(a) Honibalfs Patent, 91\!oo. 
P. C. C. 394. 

(b) :Milner's Patent, 9 :Moo. 
P. C. C. 39 ; Jones' Patent, ib. 
41; Hilrs Patent, 1 Moo. P. C. 

C. (N. S.) 271 ; Johnson's Pa
tent, L. R. 4 P. C. 79; Wield's 

I 

Patent, ib. 93. 
(c) Re Scldumberger, 9 Moo. 

P.C.C. 1. 

CHAP. VIII. 

• 

• 
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CHAPTER IX. 

OF CONFIRMATION OF TilE TER:\l OF J,ET1'ERS 

PATENT. 

T occasionally happens that there has been a previous 
publication of an invention for which letters patent 

have been taken out, and that such publication is un
known to the patentee. 'fhc patent is nevertheless 
void, as has already been seen, for want of novelty. In 
many cases formerly the patentee suffered great hard
ship by tho operation of this rule. Tho majority of 
patents nrc for improvements on some existing machine, 
nnd it often happened thnt persons having the im
provement of the same machine in view carried it out 
by tho same means. In order to provide a remedy for 
this state of things, it was provided by the 5th & Gth 
·will. IY. c. 83, s. 2, that "if in nny suit or action it 
shall be proved or specially found hy the verdict of the 
jury that any person who shall have obtained letters 
patent for any invention or supposed invention was not 
the first inventor thereof, or some part thereof, hy reason 
of some oth~r person or persons having invented or used 
the same or some part thereof before the dato of such 
letters patent, or if such patentee or his assignees shall 
discover that some other per . .::r:m had, unknown to such 
patentee, invented or used the same, or some part. thereof 
before the date of such letters patent, it shall and may 
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be lawful for such patentee or his assigns to petition his 
:Majesty in Council to confirm the said letters patent or 
to gmnt new letters patent, the matter of which petition 
shall be heard before tho Judicial Committee of tho y":ivy 
council ; and such committee upon examining tho said 
matter and being satisfied that such patentee believed 
himself to be the first and original inventor, and being 
satisfied that such invention, or part thereof, had not 
been publicly and generally used before the date of such 
first letters patent, may report to his M1~esty their 
opinion that the prayer of such petition ought to be com
plied with, whereupon his 1\Iajesty may, if he think fit, 
grant such prayer; and tho said letters patent shall be 
available in law and equity to give such petitioner the 
solo right of using, making and vending such invention 
as against all persons whatsoever, any law, usage or 
custom to the contrary notwithstanding : Provided that 
any person opposing such petition shall be entitled to be 
heard before the said J mlicial Committee: Provided also, 
that any person, party to any former suit or action 
touching such first letters patent shall be entitled to 
have notice of such petition before presenting tho sawe." 

The intention of the ~tatute is that the patentee may, 
if circumstances render it fitting in the judgment of the 
Judicial Committee, be protected against any prior in
vention not publicly or generally used, where he has no 
reason to believe that such prior invention existed, and 
it confers the power of giving to tho patentee that which 
he did not possess before tho passing of tho statuto, or 
in other words, of curing that which before the statuto 
would have constituted an invalidity. If the patent 
were valid by law as it existed before the passing of the 
statute, it could hardly be necessary to confirm it. The 

Cuu. IX. 

Intention of 
Htatute. 
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case to bP n)medied is not that of a patentee discovering 
a prior invention, f;O known that the patent might be 
invalidated on that ground, though not publicly and 
gen~rally used. The statute was framed to protect 
against circumstances which constituted an invalidity, 
though the patentee had so far as his knowledge went 
every reason to believe himself to be tho original in
ventor. (a) 

An application for confirmation should be made as 
soon as possible after the patentee becomes aware that 
there has been a previous publication. 

The power of the Judicial Committee to confirm letters 
patent is discretionary,(b) and will be very cautiously exer
cised, (c) as the effect of it is to supersede the ordinary 
rules of law at the expense of the public in favour of an 
individual, to give force and validity by a quasi legis
lative authority to a grant of monopoly actually void; and 
to exclude from the use of the invention not only the public 
generally, but the first, and ori1,>inal inventor, who has 
actually brought it into public though not into general 
uso before the first patent was taken out. (d) 

The patentee must prove to the Hntisfaction of tho 
Judicial Committee that he believed himself to be the 
first and original inventor at tho time that he took out 
his patent, (c) and also that at that time the patent was not 
publicly and generally used. (j') 

(a) Stead's Patent, 2 Webs. 
P.R. 146. 

(b) lVestrupp and Gibbiw;' 
Patent, 1 W cbs. P. R. 555; 
Steatl'.~ Patent, 2 W cbs. P. R.146. 

(c) Card's Patent, 6 Moo. P. 
c. c. 213. 

(d) lloniball's Patent, 9 l\Ioo. 
P. C. C. 378. 

(e) Card'.~ Patent, 6 Moo. P. 
C. C. 213 ; Honiball's Patent, !) 

1\Ioo. P. C. C. 378; Stead's Pa
tent, 2 W cbs. P. R. 146. 

(f) Honiball' s Patent, 9 :Moo. 
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In Hmtrleloupe's Patenl(a) it was discovered that a 
patent had been granted in France to one L. de Valdahon, 
for an invention, part of which was similar to the petition
er's invention, but it had never been known in England, 
otherwise than by a description in a book published in 
France, a copy of which was in the British :Mns(lnm. 
Notice of the day of hearing was directed to be given to 
L. de Valdahon, and on an affidavit that such notice had 
been sent through the Post Office, directed to Paris, con
firmation was recommended. 

A person who desires to .have his patent confirmed 
• 

ought not, before his petition is heard, to bring an action 
for infringement, as the two proceedings are contradictory: 
the one admits the invalidity of the patent, the other seeks 
relief because a valid patent is infringed. (b) 

When it was proved that the invention for which the 
patent had been granted had been known before the date 
of the letters patent, and was being used at the time when 
theapplicationfor confirmation was made, Lord Campbell 
said, that the case which the legislature had in view when 
this enactment was passed was, that where there had been 
an invention which had been actually practised but which 
had not continued to be practised, the patent should not 
be rendered invalid by those abortive attempts, but that 
where the invention was carried on before the patent 
was granted, was considered beneficial hy those who 
carried it on, was proved to be beneficial by them had 
never been abandoned and was carried on by them 
down to the ~ime when the application was made, the Act 

P. C. C. 378; Lamenaude's Pa
tent, 2 Webs. P. R. 171; Steatfs 

Patent, 2 Webs. P. R. 146. 

(a) 1 Webs. P. R. 553. 
(b) Steaas Patent, 2 Webs. P. 

R. 147. 
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CuAP. IX. was never intended to apply; and the application was 
refused.(a) 

Confirmation Where an application was made by an assignee to con-
not granted ." • t · t " 
advmcly to firm letters patent 10r "1mprovemen ·8 man appara us 10r 
rights of former • h • • t · t f h patentee. convertmg sea water or ot erw1se 1m pure wa er m o res 

Extended term 
may be con· 
firmed. 

and pure water" and it was stated in the petition that it 
had been discovered since the date of the assignment that 
one of the modes of condensing steam from sea water was 
known but net publicly or generally known or used, and 
the affiO.avit in support of the petition stated that the 
patentees believed that they were the true and first inven
tors, the application was opposed on the ground that part 
of the invention had been published many years before the 
patent in a well-known book and had also been the subject 
of a patent. Two specifications were produced in support 
of this allegation. It was also contended that the peti
tioner ought to have disclaimed that part of the invention 
which was old. Lord Lyndhurst said that he did not 
think that the Act was ever intended to apply to the case 
where the patentees chose to shut their eyes when they 
might have gone to the office and seen the specifications. 
That the Act could never be meant to apply to a case 
where two patents bad been taken out for the same thing, 
the subsequent patentee should have a right to come to 
the court to apply to have the exclusive benefit of the 
invention adversely to the rights and interests of the 
former patentee ; and the petition was dismi:>sed with 
costs. (b) · 

As the grant of an extended term is a new grant by 

(a) Card's Patent, 6 l\loo. P. 
C. C. 206 ; Lamcnaude's Patent, 
2 Webs. P. R. 171 ; Honiball:s 
Patent, 9 Moo. P. C. C. 378. 

(b) lVestrupp and Gibbins' 
Patent, 1 W abs. P. R. 554. 
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new letters patent, subject to the same conditions and 
open to the same objections as tho original letters patent, 
it is entitled, in ordinary cases at least, to tho same ad
vantages as the original letters patent and ma.y therefore 

bo confirmed. (a) 
Tho user in England of an invention prior to the date 

of a Scotch patent will invalidate tho patent, and such a 
patent cannot be confirmed. (b) 

The mode of procedure on a petition for confirmation 
of letters patent is similar to that on a petition for exten
sion. (c) Tho petition must be directed to Her lvlajesty in 
Council, and must state tho patent, the specification, and 
if tho applicant is an assignee, tho assignment under which 
he derives his title. (d) If tho name of tho first inventor 
is known it should be stated in tho petition and he should 
be served with notice in order that ho may appear to 
oppose if he thinks fit. (c) The petition must state all tho 
fact·8 on which tho plaintiff relies, and must be verified by 
affidavit. 

In Stend's Patent (j) two petitions lmd been presented, 
the second being supplementary to and stating wl1at had 
taken place subsequent to the presentation of the first. 
The affidavits made by tho petitioner in support of tho 
first petition gave a general history of his invention of the 
communication from abroad on which it was founded, and 
of his attempts to introduce it into use in this country; 
11nd Lho:;e in support of tho second petition stated pro-

(a) lloniball's Patent, 9 l\Ioo. 
P. C. C. 387. 

(b) Robinson's Patent, 5 1\loo. 
P. C. C. 65 ; S. C. 110111. Pow's 

Patent, 2 'Vebs. P. R. 5, 

(c) See ante, p. 213. 
Q 

(d) Westrupp and Gibbinl 
Patent, I W cbs. P. R. 544. 

(e) Lame/laude's Patellt, 2 
Webs. P.R. 164. 

(f) 2 Webs. P. R. 143. 

CnAr. IX. 
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coedings at law which had taken place since the presenta
tion of the first petition, the publications adduced at tho 
trial as impeaching the novelty of tho invention and tho 
petitioner's title. It was objected that the affidavits could 
not be received as proof of the matters contained in them, 
the intention being that they should be received in addi
tion to other evidence, because the applicant having made 
a good case might be tho only pers1 1n who knew the real 
case; but it was held that the affidavits were admissible 
and that the opposers might prove their case by other 
evidence. 

0 



CHAPTER X. 

OF ASSIGN:\IENTS AND LICENCES • 
• 

ETTERS patent are granted to tho patentee. his 
executors, administrators and assigns; tlwro is 

therefore an implied }lower of assignment. The letters 
patent usually contain a clause re:;tricting all persons 
from making, or using, or vending tho patented inven
tion, without tho consent, licence, or ngreocont in 
writing ot' the inventor, his executors, administrators or 
assigns, under his or their hands ami seals, first had and 
obtained in that behalf. 

By 15 & IG Viet. c. 83, s. 35, it is provided that the 
grantee or grantees of letters patent may assign the 
letters patent for England, Scotland, or Ireland respec
tively, as effectually as if tho letters patent hurl heen 
originally granted to extend to England or Scotland or 
Ireland only, and that tho assignee or assignees shall 
have the same rights of action and remedies, and shall 
be subject to the like actions and snits, as he or they 
should and would have had, and hcen subject to, U!lOll the 
assignment of letters put.:nt granted to England, Scot
land or Ireland, before the passing of tho Act. 

More than twelve persons may have a legal and bene
ficial interest in letters patent. (a) 

The mere fact that a patent has been taken out by 

(a) 15 & 16 Viet. c. 83, s. 36. 

• 
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CnAP, X. sevetoal persons jointly will not of itself constitute a 
partnership. Any one of the gmntees may use the 
invention without the consent of the others, and cannot 
be compelled to become jointly concerned in the work-ing 
of tho patent, and the profit or loss arising therefrom, 
nor to concur with his co-proprietors in granting licences 
to others to usc it. But if the co-proprietor:; agree to 
work the patent together jointly, the relation of partners 
may be created. 

An agreement to advance a sum of money for the pur
poses or the invention will not constitute a partnership. 
In Elgie v. WclJstet,(a) tho plaintiff by an agreement 
in writing agreed to lend the defendant (an inventor), a 
sum of money, in order to enable him to perfect his 
invention, and it was also agreed that if the invention 
was accomplished, and became of public or private use, 
the defendant should be entitled to one-third part or 
share of the same, and of all benefit and advantage, ancl 
emoluments to arise or be made therefrom, both for 
public or private use. The agreement contained an 
express promise on behalf of tho defendant to repay the 
sum of money advancecl by tho plaintiff. It was 
objected on behalf of the defendant that tho effect of 
the agreement was to constitute a partnership between 
the contracting parties, and to prevent their suing each 
other in respect of the matters contained in the agree
ment, but it was held in an action brought to recover the 
money thus advanced, that this agreement did not con
stitute a partnership between tho parties. 

There may be a partnor~hip for working a particular 
patent, (b) or for working it in a particular place.( c) 

(a) 5 l\1. & W. 518. 
(b) Lovell v. llickl!, 2 Y. & C. 

481. 

(c) Ridgway v, Phillip, 1 C. 
1\1. & R. 415. 
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An aumission by any person that ho is a partner is 
evidence against him, but is not conclusive, and he may 
show that he has only a limited interest. Thus where A, 
a patentee, informed B, who had entered into a contract 
with him, that 0 was his partner, which 0 admitted; on 
an action by B against A and 0 for broach of tho 
contract, 0 was allowed to provo his limited interest. 
Parke, B., said : " Tt frequently happens in cases whore 
tho liability of persons as partners comes in question, 
that juries are induced to givo too much eftect to slight 
evidence of admissions. An admission does not estop 
the party who makes it; be is still at liberty, so far as 
regards his own interest, to contradict it by evidence. ( n) 
It appears that joint owners of a patent aro answerable 
for losses occasioned by their co-adventurers only to the 
extent of their respective shares. (b) 

A declaration stated that a petition had been presented 
by the plaintiffs at the request of the defendants, and at 
their own expense, for tho granting to tho defendant of 
a patent ; and that the plaintiffs then duly filed at their 
own expense tho provisional specification, and obtained 
provisional protection, ":non condition that the defendant 
should complete the specification within si.x months. 
And that by an agreement in writing made between the 
plaintiffs and defendants, it was mutually agreed that tho 
defendant should sell to tho plaintiff" his patent rights for 
tho sum of £5, such sum to be paid by tho plaintiffs to 
tho defendant on their having completed the patent at 
their own expense ; that thereupon it became necessary 
in order to enable the plaintiffs to complete the patent 

(a) Ridgzl'a!J v. Phillip, 1 C. 
111. & R. 415. 

(b) Lovell v. Ilieks, 2 Y. & C. 
46. 

CnAP. X. 
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in pursuance of the agreomont, that tho defendant 
should sign and seal a complete specification; and that 
the plaintiffs tendered him the necessary specification for 
his signature. Breach that he would not sign it. It 
was held that the defendant was bound under this agree· 
ment to sign the specification. (a) 

A written proposal containing the terms of a proposeu 
contract signed by the defendant and assented to by the 
plaintiff by word of mouth, is a sufficient agreement 
within the 4th section of tho Statute of Frauds. (b) 

An agreement, whereby all that is to be done by the 
plaintiff constituting one entire concession for the de
fendant's promise, can be performed within a year, and 
no part is intended to be postponed until after the expi
ration of the year, is not within the section, although the 
performance on the part of the defendant is or may be 
extended beyond that period. (c) 

An assignment ought to be by deed under hand and 
seal. The patentee should covenant that he is the true 
and first inventor, and that the patent is valid. He should 
also covenant that he will assist the assignee in the case 
of an application for confirmation. 

A grant of a patent, reserving the patentee's legal title 
until the determination of a suit then pending, with a 
covenant that the grantor would upon the determination 
of the suit assign the patent, was held to vest the legal 
estate in the patentee without assignment as soon as the 
suit was determined. (d) 

Any agreement to assign a patent which is contrary to 

(a) Lewin v. Brown, 14 'V. R. 
640. 

(b) Smith v. Neale, 2 C. B. 
(N. S.) 67. 

(c) fl,, 
(d) Carta·rigltt v. Amatt, 2 B. 

& P. 43. 
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the policy of the conditions upon which the patent is 
{)'ranted, is void. Thus where a bond was given for 
1:> 

payment of £10,000 with a condition that the money should 
be paid on tho obligee's procuring subscriptions for 9,000 
shares in a company for tho purpose of becoming assignees 
of a patent and carrying on tho patent process; and the 
patent contained a proviso that it should be void if as
signed to more than five persons, it was held that as the 
bond was subject to a condition for the performance of 
an illegal act, it was void. Lord Tenterden, C. J., said: 
" Now it is said that the plaintiff might be ignorant that 
such a consequence would follow : but on this record we 
cannot find grounds for supposing he was ignorant. If 
he was not cognisant of the terms of these particular pa
tents, he must be supposed to know the general law ot' 
tho land. By that all monopolies are illegal, but there is 
an exception in favour of patent rights, and if he knew 
that the monopoly proposed to be created could only be 
justified by tho patents, he was bound to know their 
contents. 1.N e cannot presume that he was ignorant 
of that which it was his duty to know, and presuming 
that he knew the terms of the patent, the bond is 
void." (a) 

The interest of a bankrupt in a patent passes to his 
assignees. (b) Where by a private act of parliament, the 
sole making of a newly-invented machine was vested in 
certain persons, with a proviso that it should be forfeited 
in case it should u become vested in trust for more than 
five persons or their representatives, otherwise than by 
devise or succession," and two of the patentees became 
bankrupt, it was held that the assignment of their in-
• 

(a) Duvcrgier v. Fellows, 10 (b) Hesse v. Stevenson, 3 B. & 
B. & C. 829. r. 565. 

CuAP. X. 

Bankruptcy of 
plltentcc. 
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terost to their assignees, though tho number exceeded 
twenty, was not within tho proviso. (a) 

It seems doubtful whether when a patent is vested in 
trustees upon trust for several tenants in common, or 
joint tenants, any one of them is at liberty to work it on 
his own account. (b) But where two or more persons 
jointly obtain letters patent, any one of them may use the 
invention ,vithout tho consent of the others. ( c} 

A verbal agreement that a patentee shall supply ma
chines constructed according to his patent to any person 
constitutes a licence. (d) 

.A licence will not apparently bo void if it is not under 
seal, so long as it is such a licence as tho licensee has 
bargained for, and he has kept it, (e) and semble that ~ 
licence does not require a stamp if there is no pecuniary 
consideration. (f) 

.A licence to manufacture and sell necessarily includes 
all tho 1n-iviloges that a vendee can have, including that 
of selling again without tho consent of tho patentee. (g) 
It does not convey an interest in the patent, it is an ex
cuse for an infringement. (h) 

In Listel" v. Leatlwr(t) it was argued that if a subse
quent patent for a combination includes a part of an in
vention already protected by })atont, it infringes on the 

(a) Bloxam v. El8ee, 6 B. & 
C. 169; 1ll'Alpi11e v. J.l[angnall, 

3 C. B. 491. 
(b) Hancock v. Bewley, 

Johns. 601. 
(c) IJ[athers v. Green, L. R. 

1 Ch. 29. See too lie Russell, 
2 De G. & J. 130. 

(d) Crossley v. Di.ron, 10 II. 
L. C. 293. 

(e) Chanter v. Deu•hul-.~1, 12 
1\1. & w. 823. 

(f) Chanter, •• Jolmson, 141\I. 
& w. 408. 

(g) Tlwmas v. Hunt, 17 C. n. 
(N. S.) 183. 

(h) Bower v. Hodges, 13 C. B. 
774. 

(i) 8 El. & Bl. 1017. 
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property of another, and so is a violation of his right, and CnAP. X. 

ought to be held illegal on account of his interest. Lord 
Campbell said that tho answer was, " that tLe patent for 
an improvement on an invention already the subj~ct of a 
patent, if confined to the improvement, is not an infringe-
ment of the former patent. The use of the improvement 
with the former invention, during the existence of the 
former patent, would be an infringement, but with 
licence that would be lawful." (a) 

The grant of an exclusive licence does not invalidate Exc!ush·c 

tho patent itself, although tho patent may be vested in licence. 

twelve persons; and it is wholly immaterial to its validity 
in what number of persons such a licence is vested, 
whether exclusive or not, and such a licence would not be 
invalid, if the districts or district covered by the licence 
included tl10 whole extent of the patent. (b) 

"Where the patentee has a rnanufacLory r~broad as well 1\Jnnufnctory 
nbroad. 

as one in England, and disposes of the patented article 
abroad, he necessarily transfers with the goods the licence 
to use them wherever the purchaser pleases, unless there 
is some clear agreement to the contrary. But if he has 
assigned his patent in either country, he cannot sell the 
articles so as to defeat the rights of the assignees. (c) 

There is no implied warranty upon an agreement for No implied 

f 
warrnnty on 

tho sale o or licence to use a patent, that the patent is o;nle or licence. 

valid, and it is no answer to an action that tho invention 
is not new, and that tho plaintiff is not the true and first 
• mventor. 

In Hall v. Oonde1· (d) tho declaration stated, that by an 
agreement, made between the plaintiff and the defendants, 

(u) Seep. 53. 
(b) Protheroe Y. lllay, 5 M. & 

w. 675. 

(c) Betts Y. Willmott, L. R. 6 
Ch. 239. 

(d) 2 C. B. (N. S.) 22. 
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CuH. x. after reciting that tho plaintiff lind invented u method 
for tho prevention of boiler explosions, nnrl had obtained 
a patent for tho usc of the sarno within the United King
dom, and was desirous of taking out patents in Franco, 
Belgium, and such ..,thor places as might be found expe
dient; and that he had alreauy parted with or assigned 
away an interest in one-half of the said English patent, 
and was desirous of disposing of the remaining half, to 
which he declared ho had full right and title; and that he 
had applied to the defendants to assist him in taking out 
tho foreign patents, and also to purchase his interest in 
tho English patent; it was agreed that the defendants 
should take out the foreign patent, and should pay to tho 
plaintiff tho sum of £2,500 in such manner as should be 
mutually agreed upon, and a further sum equal to one 
tenth part of the net proceeds of one-half of tlw English 
patent, from and after the time that the not profits should 
amount to tho sum of £20,000. And in consideration of 
tho engagement on tho part of tho defendants, tho plain tift' 
agreed to transfer to them one-half of the foreign patents 
when the same should be obtained, and also one-half of 
tho English patent. 

It was contended, among other things, that the in
vention was wholly worthless and of no public utility and 
was not new as to the public use and exercise thereof in 
England, and that l;!io plaintiff was not tho true and first 
inventor. Williams., J., said: "'With regard to the sale 
of ascertained chattels, it has been held that there is not 
any implied wananty of either title or quality unless there 
are some circumAtances beyond the mere fact of a sale 
from which it may be implied .... In this case the thing 
sold was ascertained, viz. a moiety of a patent granted by 
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Her Majesty; there was no express warranty, and whether Cn.\1'. x. 
it !Je said that tho question raised on this plea impeaches 
tho plaintiff's title to tho thing sold, or its quality, no 
warranty can bo implied. But did tho plaintifl' profess 
to soli and tho defendant to buy a good and indefeasible 
patent right ? or was tho contract merely to place the 
defendant in tho Hamo situation as tho plaintiff was in 
with reference to tho alleged patent? ... rrlw plaintifl' 
professed to have invented a method for tho prevention 
of boiler explosions. It is not nlloged that he was guilty 
of any ii-aud. Ho must therefore have been un inventor; 
for, if he was not he must have known it, and would have 
been guilty of fruud in pretending to have invented. 
Whether ho was tho true and first inventor within the 
meaning of tho statuto of James is another question. 
'rho first material allegation in the pleu. is that tho 
alleged invention was wholly worthless and of n(} utility 
to tho public. Now, that was a matter as much within 
tho knowledge of the dcfcnllants as of the plaintiff. Tho 
next allegation, viz. that it was not new as to tho public 
usc thereof in England, ancl that the plaintifl' wus not the 
true and fir~t inventor, was also a matter as much within 
the knowledge of the defendants as of the plaintifl'. rrhey 
had tho same means of inquiring into tho fact and of 
learning whether it had been in use Ol' the invention had 
been previously made known in England. \Vhy, there-
fore, should wo assume that tho plaintiff meant to assert 
that the patent was indefeasible and that the defendants 
purchased on that understanding rather than that, each 
knowing what the invention was, and having equal 
means of ascertaining its value, they contracted for the 
patent, such as it wa:>, each acting on his own judgment? 
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W o think that the latter was tho true nature of the 
contract and that thoro was no warranty, express or 
implied." (a) 

The payment of a sum of money for a continuation of a 
licence to use a patent about to expire, on prolongation 
of the term being obtained, gives tho licensee a right to 
require an application for prolongation of tho patent to 
be made, not merely to have the benefit of the prolonga
tion if it is grnnted, and tho licensee, if no application is 
made, will be entitled to maintain an action for the 
recovery of tho money so paid, on tho ground that the 
consideration l1as wholly failed. (b) 

A licensee cannot, if ho discovoril that tho pat0nt is 
void, recover back money paid for its uso. Thus, whore a 
licence was grantml in consideration of an annuity secured 
by bond, which was paid for sc,vcral years, and it wns 
then discover0d that the invention had be0n in public 
uso before the pat0nt, unknown to the patentee when he 
granted tho licence, it was hold that tho licensee could 
not recover hack tho money he had paid on account of 
tho annuity. Sir J. Mansfield, C. J., said: "Two per
sons equally innocent make a bargain about tho usc of a 
patent, tho defendant supposing himself to be in pos~es
sion of a valuable patent right and tho plaintiff supposing 
tho same thing. U nclcr these circumstances the latter 
agrees to pay the former for tho m;e of tho invention, 
and he has tho usc of it; non constat, what athrantago he 
made of it; for anything that appears he may have made 
considerable profit. These persons may bo considered 

(a) Sec ul:m Smith v. Kcale, 
2 C. B. (N. S.) 67; Smith v. 

Srott, 6 C. B. (N. S.) 771 ; 
Noton v. Brooks, 7 II. & N. 499; 

Trotman v. ll"uod, 16 C. B. (N. 
S.) 479. 

(b) Knoll'lcs v. Bm·ill, 22 L. 
T. (N. S.) 70. 
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in some measure as partners in tho benefit of this inven
tion;" and Heath, J., said: "\Vo cannot take an account 
hero of tho profits. It might as well he said, that if a 
man lease land and the lessee pay rent, and afterwards 
be evicted, that ho shallrocovor back the rent, though ho 
has taken the fruits of tho laud."(a) But if money is 
paid for tho use or purchase of a patent which ha!:! boon 
out.ained by fraud it can be recovered." (h) 

A patentee, after he has parted with his intm·oet in tho 
patent is estopped from contesting its validity and can
not contend that he had no title to convoy. (e) Nor cun 
a licc:1sce by deed refuse to pay royalties or contend that 
tho patent is invalid on the ground of want of novelty or 
utility in tho invention; for the principle of o:;toppol is 
that whore a man has entered into a solemn engagement 
by deed, under his hand and seal, as to certain facts, ho 
shall not be permitted to deny any matter which ho has t;O 

assorted, (d) oven if tho patent has been found invalid 
at law upon proceedings between tlw patentee and third 
parties, (c) an<l tho principle applies even if no formal 
liccncohus been executed, but royalties have boon prid. (j) 
But he may refuse to continue tho use of the patent and 

(a) Taylor v. Jlare, 1 Bo.~. & 

P. (N. H.) 2GO. 
(h) Ltmr:ll ,.. Hick,, 2 Y. & 

Coli. 46. 

(c) Oldham v. Langmcad, 3 
T. U. 441 ; Hall v. Cmult•r, 2 

C. ll. (N. S.) 22; Wultmt v. 
La:·ttln·, 8 C. B. (N. fo\.) IG2; 
Cllamber,, v. Cric!tlt·y, 33 B· .tv. 
374. 

(tl) Burmum v. Ta!Jlor, 2 A. 
& E. 291; Baird v. Neilson, 8 

C. & F. 72G; Hills ,., Lamil:g, 2 
Exeh. 25G; "Solon v. Brooks, 

7 II. & N. 499 ; Smith v. 

Scott, 6 C. B. (N. S.) 771 ; 
Lall'l'S v. Purser, 6 E. & B. 
930; Besseuum , .. H'r(qltt, 6 'V. 
R. 719. 

(e) G riJl·er and Baka Sercing 
1liaclrine Co. v. 1liillard, 8 Jur. 

(N. S.) 713. 

U) Crossle!f v. Dixon, 10 II. 
L. C. 293. 

CIIAI'. X. 

Uule•s there iR 
fmud. 
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CnAP. X. to make any futuro payments; (a) anu after tho licence has 
determined he may contest tho validity of tho patent. (b) 
A purchaser or licensee may sot up tho defence that the 
patent is bad on the ground that it was obtained by 
fraud. (c) 

If tho claim in tho specification is susceptible of two 
constructions, one of which would make tho specification 
bad, and tho other would make it good, a licensee may 
insist that the latter is the true construction. (cl) If ho 
use tho patented invention in other machines obtained 
from another quarter, he cannot contest the validity of tho 
patent, but only that the other machines did not embody 
its principle. (e) 

Whore in an action for infringement against the 
members of a partnership firm, the defendants submitted 
to judgment before any pleadings filed and immediately 
took a licence from the plaintiff to use l1is invention for a 
term of five years; in a suit in equity to restrain tho 
original defendants and two new partners from infringing 
the patent; it was held that they were not estopped 
from contesting the validity of tho patent.(/) An 
agreement to purchase a licence to use a patent will not 
in equity preclude the purchaser from disputing its 
validity. (g) 

(a) Hayne v. Maltby, 3 T. R. 
438 ; Neilson v. Fothergill, 1 
Webs. P. R. 2R7 ; Fielding v. 
Franks, 1 1\Iac. & G. 56. 

(b) Dangerfield v. Jones, 13 
L. T. (N. S.) 144. 

(c) Hayne v. Maltby, 3 T. R. 
441 ; llall v. Conder, 2 C. ll. 
(N. S.) 22; Lawes v. Purser, 6 
E. & B. 930; Piddiug v. Franks, 
I Mac. & G. 56. 

(d) Trotman v. lVood, 16 C. B. 
(N. S.) 479. 

(e) Crossley v. Dixon, 10 II. 
L. C. 293. 

(f) Goucher v. Clayton, 11 
Jur. (N. S.) 107. 

(g) Baxter v. Combe, 1 Jr. 
Ch. 284; Pidding v. Franks, 1 
l\Iac. & G. 56. 
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If a licensor waives any right to forfeit the licence by 
reason of breaches in the terms, he will not be entitled 

CnAP. X. 

Waiver by 
to an injunction to restrain the licensee from using tbQ liceu~or. 

patent. (a) A covenant by the licensee of a patent for 
the residue of the term, that he will not make or use any 
of a certain class of machines without the patented 
invention applied to them is not void as a covenant in 
restraint of trade, for the restraint is not greater than the 
privilege. (b) 

Covennntto 
use patented 
invention only. 

Tho sale of a moiety of a patent right conveys an Sale of moiety. 

interest pro tanto in the patent. (c) 

(a) lVarwiclt v. llorJpf'r, :i 

Mnc. & G. 60. 
(b) Jones v. Lees, I H. & N. 

189. 

(c) Walton v. Lamter, 8 C.ll. 
(N. S.) 162. 
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CHAPTER XI. 

OF REGISTHATION. 

REGISTER of proprietors of patents is kept at the 
office, in which is entered assignments of letters 

patent, licences and other matters affecting their pro
prietorship, certified copies of entries are received in 
evidence, and are 1n·im& f•t''"-' proofs of assignment. 
But until such entry as is directed by the Act is made, the 
grantee is doomed to bo the exclusive proprietor of tho 
letters patent, and ot'allliccnccs and priv-ileges connected 
with them. (a) 

The registration relates back to tho day of assignment 
so as to enable an assignee to maintain an action tor an 
inft·ingement committed between tho date of the assign
ment and of tho registration, (b) and an assignee who has 
not registered his deed of assignment cannot maintain 
an action, (c) but where there has been a bon& fide assign
ment and the assignee has neglected to register, a subse
quent assignee cannot, by prior registration, defeat tho 
rights of the first assignee. (d) . 

Any person who wilfully causes a false entry to be 
made in the register, or who wilfully forges or causes to 

(a) 15 & 16 v:l)t. c. 83, s. 35. 
(b) Ilas.mll v. Wright, 10 Eq. 

509. 

(c) Clwllelt \'. Ilojfma11, 7 El. 
& HI. 686. 

(d) Green's Patent, 24 llcnv. 
145. 
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be forged any copy of any entry, OJ' produces or temlerB 
nny sueh copy in ovillenco knowing it to he forged, is 
guilty of n wisrlemennour. (a) 

Any person uggriovell by any entry in Ute registPr of' 
proprietors may apply hy motion to the II aster of thn 
Rolls or to any of tho Courts of Commou Law for au ortler 
to expunge, vacate, or yury such cutry. (b) 

'l'ho Court has power to expunge any entry thuuluh•utly 
umtle, w1tile the right in the patent. is in anotlwt• pen;ou, 
antl can direct nny litets rdatiug to tlw }H'opril·torship I o 

be placed on tho register, it will not deeillo (ft!('sl.ioui" ol' 
rights aml tit.les; those· must bo detluecd ti·01n the litci:; 
that appear on the register hy any pet·son dl•aliug ";th tho 
patent. 'l']ws when A assigned one-half of l1is patent to 
B on the 13th of January, 1801, but H did not rl·gi>.tet· the 
assignment till tho r,th of August, 1%i, uml iu the mean 
time A assigned the whole uf his patent to l' Ly a 
deed regi~tcred t.ho 21st of .Juno, 18f,:~, which hy n·cital 
excepted n licenct• to work r.ml mw granted to B, it was 
held that. Chad constructi\·c notieo ot' B's right:::, and au 
entry wu,.,; ordered to Lo mallo in the register that tho 
licence referred to in C's assignment was the uccJ of 
a~signment to B subsNptcntly registered. (1·) 

\\rhcre letters patent arc granted to two pt•rson;;;jointly 
neitht··· nf them is entitled to cause auy t•niry to Lo made 
in th, ister which purports to affect or pt·t~lllliee tho 
rights the other. 'l'lms where one of two joint 
gmute-:s assigned his Hharc in tho patent Ly dee!l awl 
purported to release tho assignee from all claims lJ,r 

either of tho patentees in respect of the patent, and this 

(a) 15 & IG Viet. c. 83, s. 37. 
(h) lb. 

(1·) ,1/orl',l/-' Pa!t•ut, 25 Jipav. 
581. And ~cc Green's ]'utcut, 

2-! Uca Y. 1-15. 

Cu ·II', XJ. 

EX I' llll g-i II !:l' 
• 

t•JJti'JP."• 

Joil•l 
;..:-r:mh•l':-1 uwy 
uot t'rt•jmlict! 

I 
. • 

t·a(' 1 utllf'T:i 
l"iL::hl~ h\' 

• • • 
cutru· .... 
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deed was entered on the register vel'batim; it was held. 
that the non-assigning patentee was entitled to havo the 
whole entry expunged. (a) 

'l'here is no right of appeal from an order made by the 
Master of the Rolls under this section. (b) 

Certified copies of all entries made in the register of 
proprietors are sent to Edinburgh n.nd Dublin. (c) 

(a) Ilorsley and l(nigltton's 
Patent, L. R. 8 Eq. 475. 

(b) Ilorslry and Kuigltton's 
Patent, L. R. 4 Ch. 78!. 

(c) 15 & 16 Viet. c. 83, s. 35 . 

• 



CHAPTER Xll. 

OF INFRINGEl\IENT. 

NY person who directly or indirectly uses a patentee's 
invention for the purposes of profit without his 

licence is guilty of an act of infringement. An infringe
ment, said Sir N. C. Tindal, C.J., is a copy made after 
and agreeing with the principle laid down in the specifi
cation. (c~) 

A slight departure from the patentee's specification 
for the purpose of evasion only is of course a fraud upon 
the patent, and the question, therefore, that always arises, 
is, whether the mode of working by the person who is 
alleged to have committed the act of infringement has or 
has not been essentially or substantially different, (b) that 
is to say whether, in the case of a machine, the two inven
tions are the same or substantially tho same mode of 
carrying the principle into effect, or accomplishing the 
object desired. In Bovill v. Pimm (c) the plaintiff's 
invention consisted in the application of ventilating vanes 
or screws at the centre of the stones for supplying the air 
between the grinding surfaces; a portable ventilating 
machine, blowing by a screw vane, which caused a current 

(a) Galloway v. Bleaden, 1 
W cbs. P. R. 523. 

(b) Ilill v. Thompson, 8 Taunt. 
491 ; 2 B. l\loo. 433 ; 1 W cbs. P. 

R. 242 ; Stead v. Anderson, 1 
Webs. P.R. 155. 

(c) 11 Exch. 739. 

C!I.~P. X II. 
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of air parallel to tho axis of tho vane was attached exter
nally to the eye of the upper millstone, and thus the screw 
vane being set in rapid motion, the air was compelled to 
pass through the eye into the centre of the stones and so 
find its way out again; the uefenuant distributed the 
air from tho eye of the mill-stones, by means of an air box 
placed below them into which air was forced by tho rapid 
rotation of a fan or blower which caused a cmront of air 
perpendicular to the axis of tho fan ; and the air was con
ducted by a pipe through tho eye of tho lower stone to 
the centro of the two stones and thoro uistributed between 
them. It was held that the invention was no infringe
ment of tho plaintiff's; but that each was a new method 
of obtaining a well-known objoc!· by tho common principle 
0f obtaining a current of air by a rotating vane. 

In Walton v. Bateman, (a) Cresswell, J., said that the 
"defendants are not to resemble a counterfeit; they are 
not to make any addition to or any subtraction from tho 
patent, availing themselves of what is in truth the subject
matter of it, so as by such alteration to pretend that they 
arc tho true inventors of that article." 

The substance and not the mere form of tho invention 
il:l to be considered. (b) 

In Walton v. Potter (c) Sir N. C. 'findal, C.J., said: 
" Where a party hai:l obtained a patent f(O'r a new invention 
or a discovery he has made by his own ingenuity, it is not in 
the power of any other person simply by varying in form 
or in immaterial circumstances the nature or subject
matter of that discovery to obtain either a patent for it 
hiJ:; self or to usc it without the leave of the patentee, 

(a) 1 Webs. P.R. GIG. 
(b) llforgan v. Semt'ard, 1 

Webs. P.R. 171. 

(r) 1 W cb~. P. R. 586. 
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because that would be in effect and in substance an inva
sion of the right, and therefore what you have to look at 
upon the present occasion, is not simply whether in form 
or in circumstances that may be more or less immaterial, 
that which has been done by the defendants varies from 
the specification of the plaintiff's patent, but to see 
whether in reality, in substance, and in eifi;)ct, the defen
dants have availed themselves of the plaintift''s invention 
in order to make that article which they have sold in the 
way of their trade ; whether in order to make that 
they have availed themselves of the invention of the 

plaintiff." (a) 
Where the patent is for an invention which consists in 

the use of certain proportions, the patentee is not bound 
to limit his claim to the precise proportion:~, and even if 
he does do so, a stranger will not be allowed to evade the 
patent by slightly varying the amounts used. (b) 

It is no answer to an action for the infringement of u 
patent that the defendants have greatly improved upon 
the machinery or apparatus constructed according to tho 
plaintiff's specification. Thus where the plaintiff's patent 
was for the " improved application of air to produce heat 
in fires, forges and furnaces," and tho invention consisted 
in heating tho air between the time of its leaving the 
blowing apparatus and its introduction into tho 
furnace in any way in any close vessel exposed to tho 
action of heat, and it was proved that the defendants' 
apparatus was much superior to that of the plaintiff's but 
that tho principle in both was the same, Parke, B., 
said: "If the specification is to be understood in the sense 

(a) See also Bateman v. Gray, 
Mncr. 102. 

(b) The Patent Type Pounding 
Co. v. Richard, Johns. 385. 

CuAr. \11. 

Impro\'<'lllPnts 
by tiPfi>rulant 
no nnswcr. 
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CnAP. XII. claimed by the plaintiff, the invention of heating the air 
between its leaving the blowing apparatus and its intro
duction into the furnace, in any way, in any close vessel, 
which is exposed to the action of heat, there is no doubt 
that the defendants' machiner.v i.-> an inf,.ingement of that 
patent, becausu it is the use ol':. · •· which ·.:: heatr.'1 much 
more beneficially, and a gr,~ct~ ·.mprov'lr..:.ont upon what 
would probably be the m:.chine cons or<: ~ter1 hy looking 
at the specification aione; but still it i~< the application 
of heated air, heated in one or more vessels between the 
blowing appamtus and the furnace, and therefore if it 
should turn out that the patent is good, and the specifica
tion is good, though unquestionabl_y what the defendants 
have done is a great improvement upon what would be 
the mach:.aery or apparatus constructed under this patent, 
it appears to me that it would be an infringement of 
it."(a) 

The substi
tution of n 
mechanical 
equi,·o!Pnt to 
attain thP some 
reHult is on in
fringement. 

In The Elect1·ic Telegraph Co. v. B1·ett(b) the patentee's 
invention was described as an invention of "improve
ments in giving signals and sounding alarms in distant 
places, by means of electric currents transmitted t,hrough 
metallic circuits." The defendant used the earth as a 
return circuit by plunging tho two ends of the l'.ri.ro into 
it, and it was held that such a circuit, if used in connection 
with the machinery for signals, would be an infringement, 
as the use of the earth was merely an equivalent for the 
return wire. 

Any person who in order to arrive at tho same result 
aimed at by the plaintiff's patent substitutes for any 
portion d the patented invention which is new and 

• 

(a) Neilson v. Halford, 1 
Webs. P.R. 310. 

(b) 10 c. B. 838. 
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useful, some mechanical equivalent, so that l1is machine c,u.,. XH. 

is only colourably different from that of the patentee, is 
guilty of an net of infringement. (a) 

In Webster v. Utlw1·(b) the i'lvention consisted in an 
improvement on the patent percussion gunlock, by the 
addition of a bolt sliding or moving in a groove by which 
the roller magazine -illS then fixed, that had formerly been 
fastened by a screw and washer; the defendant's lock lmd 
a spring in the bolt, and the jury, upon tho evidence of 
mechanics that a spring in a bolt was the same thing a~ a 
bolt sliding in a groove, found that there had been an 
infringement. 

In Bovill v . . Moore,(c) Gibbs, C. J., said, referring to 
tho use of mechanical equivalents: "I rememher that 
was the expedient used by a man in Cornwall, who en
deavoured to pirate the steam engine. He produced au 
engine, which, on the first view o~ it, had no~ the least 
rcseml,lanco to Boulton and vVa"' s. ·where you looked 
for the head you found the feet, 'nd where you looked 
for the feet you found the head. But it turned out that 
he had taken the principle of Boulton and \Vatt it acted 
as well one way as the other; but if you sot it upright, it 
was exactly Boulton and \Vatt's engine." 

"If," said Sir E'. Pollock in 8elleJ·s v. Dickinson, (rl) 
"a portion of a patent for a new arrangement of machi
nery is in it8elf new and useful, and another person, for 
the purpose of producing the same effect, uses that por
tion of the arrang-ement, and substitutes for the other 
matters nombincd with it another mechanical equivalent, 
that would be an infringement of ~he patent." (e) But the 

(a) 1liorgan Y. Seazmrd, 1 

Webs. P.R. 171. 
(b) Gods. 232. 

• 

(c) Dtw. P. C. 405. 
(d) 5 Exch. 326. 
(e) Aud sec llaru:ood ,., The 
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principle which protects a patentee against tho Ufo by 
others of mochani.eal equivah•nts is inapplicable to a case 
where tho whole il.lvention depends entirely on the parti
cular machinery, Ly Ill can:> of which a well known objcd 

is attained. (a) 
Tlw substitution of a chemical equivalent in a process 

is an infringement. It. is very 1litlicnlt, howovrr, to 
npply tho d<'~b·ino of equivalrnts to a chemical process. 
In tho case of mechanical f'(llliYalonts, tho result can he 
generally predicted with certainty; whereas, in the case 
of vhemical c•rluivalcut::;, that is not so, aml there may J,e 
such an amount of Pxperiment ro(ptire<l us to constitute a 
new discovery. 

A !though exactly tho same uw i · · ' ' tllay not he u~ea 
in a similar proves,;; yet if the ' :mit is arrin·tl at 
by tho introduction af some strp 111 w the process, whiclt 
is not a lJsolutely necc,.;sary, aml which i,.; merely in tro
tlncetl fm· the purpose of evasion, this will he an infringe
ment. 'l'hus, where the plaintifl''s invention consi:;ted iu 
11mking mdal plate,; for :'heathi.ng the bottoms of ships, 
of an alloy of xinc and copper in certain proportions, awl 
the specification stateu that tho inwntion was to he per
forn!l'd by melting "best sPlectcll copper" and "foreign 
/\inc" together iu certain propcrtions, aml it was prove1l 
that tho metal malle at the defendant's works was, in 
fact, made of the same materials and in the same propor
tions as pointeu out in the plaintiti''s spccificahon, Lortl 
Lymlhnr:;t said, that if tho materials were originally 
com hi ned in the sa me proportions, the infringement was 
clear; and that if other matcrials were purified in the 

( ;rl'ul Surthcrn Railll'li!J Co., 
L. H. 11 II. L. C. G5-!: lla/1'

uum ,., Gmy. Mac!'. 10:!. 

(a) Car/is '"- l'lutt, 35 L .. r. 
(Ch.) 85:!. 
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course of manufacture, thoro would boa colourablo imita- Cuu. XII. 

tiou. (a.) 
An action waH dir\•ctcd to bo tried at law, to drcitlo 

tho title to the patent, when Rir N. C. 'l'indal, C .• J., 
~aid: "Further, the plaintifl' f>ays (anll that oviuonco is 

brfot·e you), that in tho month of .April, and when tho 

morle of making it and tho matrrials of which it was 

mmlc wore somewhat altpreu, that il'l, when, according to 

tho tostimony of defcmlant's witnesse::~, they used nothing 

lmt cake copper, and not the purest copper obtained 

from tho rognlo of tho copper, a,.; tho witnesses have 

stated, yet still it would he for yon to say whether, if tho 

very same cfl'cct and result is produced, it coulLl haw 

bcPn Jn·otluce<l in any other way than by some modo of 

altct-ing tho properties of the common cake copper; 
hccanso tht•ro has !wen evidence brnugh t IH'fore you that 

the cake copper would not produce tho result,, aml he 

attemled with tho~o p1·operties ·.vhich tho plaintiff' has 

taken out his patent for; aml, tlwrefore, upon that second 

hranch yon will have to ask yourselves whether, seeing 

th~t which has been used, and the analysis of it,, and tho 

result of such analy:o;i!'l, and the modo in which tho wit

nesses on the part of tho clL•fcnclnnt.s explained that it 

was carried on, stating certainly that nothing was usccl 

lmt the cake copper for that purpose; whether in the 

mode of using that cako copper, which !Jcfore did not 

produce tho result of the plaintifFs discovery, something 

or other must not have been managed or contrived on 

the part of the dcfemlants to give it that purity which, 

if you arc satisfied. .tpon the evidence, it did not possess, 

it must have had through their instmmentality. If it 

(a) .11111'/: ,., Fvslcr, \! W l'h.'. P. IL 93. 
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were so, that would bo a contrivance, and an evasion of 
the direct letter nnd description of tho patent. .Altl10ugh 
the patent describes the copper must bo of tho purest 
quality (and that seems to mo to bo tho sense of tho 
specification), yet, if persons could take an infcrior kind 
of copper, and by dressing it up, and by some particular 
way of molting and refining it give it exactly tho same 
cficct as tho best kind of coppcr would have dono, it must 
be for you to say whether in that case the; intended to 
imitate (as one brunch of tho declaration states they diu) 
and to evade tho patent which tho other party had granted 
to him." (a) 

In Stevens v. Keating, (b) the plaintiff claimed the 
manufacture of cement, or a composition equivalent to 
cement, by the union of gypsum, acid and alkali. The 
defendant claimed the manufiteturo of cement by com
bining gypsum, sulphate of limo, or other calcareous 
substances, with borax. On an application for an in
junction Lord Cottenham said: "Pl'inll1 facie that may 
appear to be a very different thing, because till you 
como to examine what borax is, it may appear that borax 
is some suhstancc totally different, and not within what 
tho plaintiff discovered; that borax is a substance of 
itself which is capable by combination with gypsum of 
producing very hard cement; and that the patentee has 
no right to say, I am entitled to tho exclusive privilegr, 
because I daim the invention of uniting gypsum with 
acid and alkali. But then when we find that borax itsrlf 
is composed of an acid and an alkali, where is tho dif
ference ? :..f borax is an article used in tho trade found 

(a) 1llunt:: Y. Fvsll'r, 2 "r cbs. (h) 2 W cb. I'. H. liG. 
P. R. 101. 
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in 11 natural state, but used as an artificial composition, CuAr. XH. 

composed a~d compounded of an alkali and acid, is it 
not exactly tho same thing as if tho phtiittifl' had said, I 
claim as my invention to be tho uniting with gypsum tho 
acid and alkali found in borax ? It is hardly a different 
modo of describing tho same thing. He luls adopted 
different language, but if the language conveys tho same 
meaning, it is tho same thing." An injunction was 
granted, tho plaintiff being ordered to bring an action, 
which was tried before Sir P. Pollock, C. B., (a) who in 
summing up said: "Tho only point I have to leave to 
you is whether you think tho defendant has infringed 
tho first patent of thu plaintiff by usmg boracic acid and 
soda, that is, in the shape of borax, inskul of tho pearlash, 
which is potash and sulphuric acid, tho only alkali and 
only acid mentioned in tho specification. . . . It has 
been said that this borax which the dl'fendant uses is a 
chemical equivalent. I may say that I do not quito go 
along with tho doctrine of equivalents in chemistry, 
applied in the same way as in mechanics, and those mat-
ters to which you can apply tho principle,; of tho exact 
sciences. If a man discover;.· a machine that can be 
successfully used to produce any effect, whether to print 
a n·'wspapcr, to make a stucco, to light an apartment, or 
to do any process whatever, it is well known that if he 
uses a crank t.hero arc two or three substi tutc,; for a 
crank ; if he usc one moue of changing the direction of 
motion, there arc three or four perfectly well known 
mean:; of doing that; and if he puts in a specification 
describing his machine, and scmeLody comes and in-
stead of a crank substitutes something else, or if instead 

(a) 2 Webs. P.R. 182. 
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CuAI'. xu. of a pulley to chango tho motion, he substitutes a wheel 
or some adaptation of wheels to change tho motion, 
everybody will at once seo that to be an evasion of tho 
patent, and for this plain reason, that all these equiva
lents are perfectly well known; they are just us well 
known as that 10 added to 6 makes 16, and that 8 added 
to 8 makes also 16. In tho mechanical sciences, or 
wherever you can apply the exact sciences, you can fre
quently predict tho results without tho slightest difficulty, 
and with tho same certainty as thn.t with which a skilful 
arithmetician can toll you what will be the amount of 
certain numbers added together, and that a certain other 
set of numbers apparently differing from them altogether 
will when added together produce tho sumo result, with 
precisely the same certainty a skilful mechanic "'ill toll you 
that such and such a combination will produce a result, 
and that such and such another combination to tho orcli
nury eye apparently totally difierent will produce pre
cisely the same result, hut looked at with tho experienced 

eye of a mechanic he would say, Yes, here appears to be 
a great difference ; hero is a lover instead of an inclined 
plano, a pulley instead of two wheels to change the 
motion and so on; but a skilful mechanic will say, the 
general expression in all these might be put down as 
exactly tho same; so that however difi'erent they may ap· 
pour to tho eye, they arc to tho mind precisely tho same. 

" I clo not think that doctrine applies altogether to the 
case of chemistry, because although you can predict with 
confldenco in mechanics in some instances, and in some 
cases whore mathematics can be applied, in chemistry you 
almost entirely fail. You cannot because sulphuric 
acid will succeed tell at all that nitric acid will succeed, 
or that any other acid will succeed, until you have tried. 
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They do not exist in any relation to each other as numbers CuAI'. xu. 
do, or as mechanical science presents to you the different 
mechanical powers. You cannot anticipate tho result, 
it is a mere question of result upon experiment. Still, 
thoro may be a probable anticipation of a re:-mlt which 
may be treated and properly treated by a jury as merely 
a servile imitation or else a colourable evasion of tho 
patent. 'l'hat may occur in chemistry; and whore one of 
tho ,vitnesses in reference to this case stated that he 
thought borax was a salt that would most probably sug-
gest it:;elf to anybody as likely to answer where sulphate 
of potash has succeeded, I must own in tho fir:;t instance, 
with tho highest respect for tho gentleman who was 
giving that ovid once, .f he:: ··d it with very great surpr:iso; 
but when explained it was perfectly true, perfectly in-
telligible. . . . Tho question was asked, 'If you wish to 
make a cement similar tu tho plaintiff's 'vitheut using 
sulphuric acid and potash, what would you suggest?' 
And tho answer was, 'I should give tho preference to 
borax.' I could not conceive why sulphuric acid, being 
a very strong acid, boracic acid a very weak onl', and 
potash and t:;oda being very analogou:; as tho two fixed 
alkalis, I could not nndcrsta.m1 why anyone's attention as 
a chemist would be direetcd to borax more than any other 
salt. Then it is explained. He sayt::l this, ' Sulphate of 
potash acts as a flux; borax i:; a salt t.lmt also acts as a flux. 
'!.'his opinic•n I obtained, for I cxalllined tho substance 
with a microscope, and I observed that particles of the 
plaintiff's cement !1resonted to the microscope tho ap-
pearance of having melted.. I therefore thought that any 
salt that would operate as a flux would probably answer 
better than any other salt, therefore I should have use(1 
borax.' :3ut if borax is used. merely as a flux, and not 
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CnAP. XII. used because it is a mixture of an alkali and an acid, I 
should say that really has nothing to do with the infringe. 
ment of the patent, any more than i;.' they had used sorne 
totally foreign material that might he sug-gested, for 
instance, some of the fifty odd metals that exist,; if any 
one of those should be used as a flux, being neither an 
acid nor an alkali, he might have used tlmt flux metal and 
that could not be an infringement of tho patent. The 
use of borax merely as a flux and not as an alkali and 
acid would probably be considered as no evasion of the 
patent .... Then if sulphate uf potash so used (i.e. used 
instead of its ingredients) would bo an infringement, 
would borax, which is the boreate of soda, be an infringe· 
mont? 'Vhy, soda is an alkali, and boracic acid is an 
acid, and an acid that exists in a separate form; it might 
be used, it has been used ; and tho question is, is that 
within tho scope and compa~s in point of fact of the 
plaintiff's specification? assuming that the plaintiff claims 
acids and alkalis beyond those that arc specifically named. 
The tn.'" construction in point of law of tho specification 
is in my judgment that he docs claim acids and alkalis 
beyond those he mentions. Yon will have to say whether 
in your judgment what the defendant has done has been 
within tho scope of the plaintiff'::; invention, or whether it 
is in imitation of it." 

The great diffi.culty that there is in deciding whether 
a subsequent chemical process does or does not cc.nsist in 
the substitution of a chemical equivalent is well illustrated 
by the case of Heath v. Unwin. (a) 

The patent was for "certain improvements in the 
manuf.tcture of iron and steel." The patentee declared 

(a) ~! Webs. P. H. 216; on appeal, 5 II. L. C. 505, uom. Unwin 
v. Heal,"!. 
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tho nature ofhis invention to be among other things, tho CnAr. XII. 

usc of a certain portion of oxide of manganese in the 
process of converting cast iron into malleable iron b,v 
tho process of puddling ; and tho use of carburet of 
manganese in any process wh01·eby iron is converted into 
cast steel. 'I' he speci ~cation after describing the use of 
oxide of manganese in the desCt·iption of another part of 
tho invention, proceeded to describe tho part of tho 
process allegcr1 to have been infringed, in these terms: 
" Lastly, I propo.:~o to make an improved quality of cast 
steel by introducing into a cmciblo bars of common 
blistered steel, broken as usual into fragments, or a mix-
ture of cast and malleable iron, or malleable iron and 
carbonaceous matters, along with from one t.o throe per 
cent. of their weight of carburet of manganese, and 
exposing the crucible to the proper heat fol' melting the · 
materials, but I do not claim the mixture of any such 
mixture of cast and malleable iron or Plalloablc iron and 
carbonaceous matter, as any part of my invention, hut 
only tho usc of carburet of manganese in any process for 
the conversion of iron into cast steel." Carburet of 
manganese is formed by the fusion of black oxide of 
manganese with carbonaceous matter. Tho defendant 
never used carburet of manganese by putting any of it 
into the crucible, but he placed the black oxide and 
carbonaceous matter together in the crucible, and 
scientific witnesses gave their opinion, that those two 
substances would form during tho process of conver-
sion, and before actual union with the molted steel, 
carburet of manganese in a state of fusion. The jury 
found that supposition to be true, but also found that tho 
quantity of carbur6~ so formed would bo loss than one 
per cent. of tho weight of steel in tho crucible. Upon 
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CnAl'. XII. these facts the Court of Exchequer held that there had 
been no infringement. Parke, B., said, in delivering the 
judgment of the Court: "In order to decide this (the 
question of infringement), wo must first determine for 
what invention th3 patent as explained by tho specifica
tion is taken out. It is not for the use of oxide of 
manganese in tho melting of cast-steel, for carburet of 
manganese is expressly mentioned and distinguished from 
oxide of man!3'anese; nor could tho patent for tho uso of 
tho oxide hu ve been supported, as that substance had been 
used long- before in steel making; nor is it for tho use 
of oxide of manganese in any mode of combination with 
carbon generally. If it had, it would have been liable to 
a similar objection, us oxide of manganese had been used 
in crucibles containing in their construction a quantity of 
mwbonacoous matter, with a portion of which it would 
necessarily combine during the process ; nor is it for the 
use of the oxide with su~h a quantity of carbon us would 
deoxidize it and leave the manganese alone to operate 
upon tho steel, so that noithf'l' the quantity of tho steel bo 
altered nor tho crucible destroyed by the oxide of manga
nese abstracting, as it otherwise would do, some quantity 
of carbon from them. Tho patent is obtained for tho use 
of one particular combination of carbon aud manganese, 
the metallic substance called carburet of manganese, and 
for the use of it in that state. rrhe specification is 
expressly for the em?loymcnt of carburet of manganese, 
and the modo of using it, is by putting a certain quantity 
by weight of that subst..<tnce in an unmelted state into the 
crucible. This being, in our opinion, tho true construe· 
tion of the specification, it is clear that the defendant has 
not directly infringed the plaintiff's patent, fl ~ he has 
never used that substance in the mode described in the 

• 

• • • 
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specification. 'l'hen comes the question whether he has Cu.w. XII. 

indirectly infringed the patent by imitating and using the 
same patent substantially, but making a colourable varia-
tion; now there is no doubt, we think, if a defendant 
substitutes for a part of a plaintiff's invention some well-
known equivalent, whether chemical or mechanical, he 
would probably be considered as only making a colourable 
variation. But here he has not dr·w so. It is quite 
clear upon tho evidence that the defendant never meant 
to usc tho carburet of manganese at all; ho certainly never 
knew and there is no reason to suppose that prior to 
this investigation any one else knew that the substance 
would be formed in a state of fu::;ion; and it is a n1~re 
matter· of speculative opinion (though after tho verdict 
we must assume it to be a correct opinion among men of 
science) that it would, but it was clearly not ascertained 
and still less was it a well-known fact. 'l'horo was, there-
fore, no intention to iwitate the patented invention, and 
wo do not think the uefendant can he considered. to Lo 
guilty of any indirect infringement if he did not intend 
to imitate at all." 

Two years after this case the case of Stevens v. Kcat-
1.1!!] (tt) was uecided, and as tho doctrine of intention was 
there dissented from, (b) another action was brought by 
:Mr. Heath in the Court of Common Pleas. (c) Sir C. 
Cresswell considered that he was bound by tho decision 

' 

of the Court of Exchequer and directed a verdict for tho 
defendant on the issue of not guilty, saying: ":My ruling 
is simply this, that the usc of the ingredients of the oxide 
of manganese and the carbonaceous matter was not an 

(a) 2 Webs. P. R. 175. 
(b) See po:;t, p. 277. 

s 

(c) 2 Webs. P. R 228. 
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CnAP. XII. infringement of the patent, although those ingredients 
form a carburet of manganese before it entered into 
combination with the stee! ." 

The case then went ~ •efore the Court of Exc~equer 
Chamber, (a) where three of the judges held that there had 
been an infringement of the patent. Platt, B., said: 
"Whether the carburet or its constituent parts separately 
are put into the melting-pot could not make any differ
ence if those parts afterwards combined, and in their 
combined state acted in the same manner on the subject 
of the manufacture. The defendant's may be a different 
manner of manufacturing carbure1

j of manganese, but 
however manufactured, if used in tho conversion of iron 
into cast steel, it would be an infringement of the patent." 

J., said: "The question is, was there evidence that 
the deft:tdant by heating the elements of carburet of 
'll"nganeso with iron formed first tho carburet and then 
cast steel? If so, there would be a direct infringement." 
And Wightman, J., said: " The mocl auopted by the 
defendant is not by using chemical equivalents; the 
material combinations are the same, in both the carbunt 
is formed. The patent is not for the mode of preparing 
the carburet, but for its use in any process whereby iron 
is converted into cast steel; the process by which the 
defendant makes his carburet may be an improvement on 
that mentioned in the specification, but when m!Ule he 
uses it for the same lJurpose &P.d the same effect as the 
defendant." The remaining judges, Coleridge, J., and 
Alderson, B., while admitting the doctrine of chemical 
equivalents, held nevertheless that there was not an in
fringement in this case, as although an equivalent had 

(a) 2 Webs. P. R 236. 
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been used, it was not known at the date of tho plaintiff's UuAr. XII. 

patent, and they thought therefore that it constituted a 
new discovery wholly independent of tho specification 

which omitted it. 
In the House of Lords tho following qu0stion was put 

by their lordships to the judges: "Whether, looking at 
the record as sot forth in tho joint appendix to the printed 
cases, the"O was ovidcnco for the jury that tho plaintiff in 
error was guilty ul an infringement of the patent stated 
in tho dcclar!'tion, by using oxide of manganese and 
carbonaceous matter in the manufacture of cast steel, in 
the manner in which, according to his admission at tho 
trial, he did usc them." To this question seven of tho 
judges answered in the affirmative and four in tho nega
tive. Tho House of Lords, nevertheless, reversed tho 
decision of tho Exchequer Chamber, and decided that 
thoro had been no infringement. Lord Crunworth, L. C., 
said: "The invention for which tlw p1ttent was granted 
was, accorrling to tho language of tho specification, a 
mode of' making an improved quality of steel by intro
ducing ic.to a crucible bar" of common blistered steel, 
along with from one to three per cent. of their weight of 
carburet of manganese.' It is certain that this process 
was rot adopted by Unwin. He never used such a sub
stance as carburet of manganese at all. And if, therefore, 
what lw did amounted to a violation of tho patent, it 
must be because he used a substance or a combination of 
substances which in the process of fusion generated 
carburet of manganese, so that he indirectly, though not 
directly, used the substance on tho use of which tho 
plaintiff's inve:. ·ion was founded. It must, I think, be 
assumed that in tho courso of the process adopted by the 
defendant carburet of mangano,;c in a liquid state was 
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generated. There was evidence from which the jury 
might reasonably infer such to be the case, and if the use 
of substances thus producing carburet of manganese in a 
state of fusion was a violation of the plaintiff's patent, the 
learned judge at the trial ought not to have told the jury, 
as he did, that there was no evidence on which they could 
find a verdict for the plaintiff. 

u But I think that the use of substances thus producing 
carburet of manganese in a state of fusion, was no viola
tion of the patent. The substance for the use of which 
(inter alia) t.he patent was granted was a solid metallic 
substance, capable of being broken into fragments and 
weighed, so that certain definite quantities might be put 
into the crucible with the steel. There is no evidence 
whatever tending to prove that at the date of the patent 
it was known to persons acquainted with the subject of 
manufacturing cast steel, that coal tar and oxide of man
ganese would be chemical equivalents for the carburet of 
manganese claimed by the plaintiff. Indeed, it is obvi
ous that the discovery of such equivalents was made after 
the use of the carburet, as a distinct metallic substance, 
had been some short time in operation. It was itself a 
most valuable discovery, and would have legitimately 
formed the subject of a new patent. The costly nature 
of the substance claimed in the patent might and pro
bably would have prevented its use altogether; and if 
at the date of the specification it was known to the plain
tift' that, by the use of two common substances, well 
known in commerce, more than one hundred-fold cheaper 
than carburet of manganese, the same results precisely 
would be obtained, as by the use of that material the 
specification would have been bad as not truly disclosing 
the invention. 
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u On the short ground, therefore, that the invention CnAr. XII. 

claimed is for the use of a. particular metallic substance, 
0 

namely, carburet of manganese, in certain definite pro-
portions, according to the weight of steel under fusion, 
and that no such substance nor any equivalent for it, 
known to be such at the date of tho specification, was 
used by the defendant, I think there was no evidence of 
infringement, so that the ruling of the learned judge at 
the trial was correct." 

In Hills v. The Uiverpool GasligM Oo.,(a) the plaintiff 
claimed as his invention "the purifying coal gas from 
sulphuretted hydrogen, cyanogen, and more or lese per
fectly from ammonia, by passing it through the precipi-
tated or hydrated oxides of iron from whatever source 
obtained," and also n repeatedly renovating or re-oxidiz
ing the said purifying materials, by the action of air, 
whenever they from time to time cease to absorb snlphur-
etted hydrogen, so that they may be used over and over 
again to purify the gas. The defendants used for tho 
purification of their gas a. natural product or substance, 
found in Ireland, and known as "bog-ochre." It was 
held by Lord Westbury, that the user by the defendants 
of the bog-ochre employed by them in the purification of 
gas, so long as the same was used in its native state or 
condition, was not an infringement of the plaintiff's 0 

patent, but that the user of the same material in the puri-
fication of gas, after it had been re-oxidized or renovated 
by the means described in the plaintiff's patent, or any 
other means, was an infringement. 

0 

Where a patent has been taken out for a combination The use of any 
• portion ofa 

of parts, some of which are new and some old, the use of pntent for a 

(a) 9 Jur. (N. R) 140. 

0 
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any part of the combination which is new and material 
will be an infringement of the patent, though any part 
which is old may be used, and it is not necessary to 
show that the whole combination has been imitated. {a) 

In the case of the Electric Telegraph Oo. v. Brett, (b) 
the breaches in the declaration stated that the defen
dants had used o.nd counterfeited the invention of the 
patentees. The invention consisted of nine specified 
improvements, and it was held that the finding of the 
proof of an infringement, in respect of one of the im
provements, was a sufficient finding of the infringement 
alleged in the declaration. 

In Sellers v. Dickinson,( c) the patent was for improve
ments in looms for weaving. The specification was for 
r.n improved process for stopping power looms, when the 
shuttle stopped in the shed, by the combination of 
mechanism desci"ibed in the specification. The process 
comprised two main operations, viz. the shifting of the 
driving strap from the foot to the loose pulley, and the 
bringing of the break to the fly wheel. The anange
ment for shifting the driving strap, by a clutch box and 
other means, could be distinguished from the arrange
ment for moving the break to the fly-wheel; but the 
whole combination was specified without any claim or 

• 

disclaimer as to any part. The clutch box for shifting 
the strap was old ; the defendant had made a combina
tion for the same purpose, containing two arrangements : 
that for shifting the driving strap was by a frog instead 
of a clutch box, and was not the same as the plaintiff's; 
but that for applying the break to the fly-wheel was the 

(a) Gillett v. Wilby, 9 Car. & 
P. 334; 1 Webs. P. H.. 270. 

(b) 10 C. B. 882. 
(c) 5 Exch. 312. 

• 
• 
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same. The defendant contended that if the plaintifF's CuAP. xu. 
patent for the whole there was no infringement, and 
if it was for each part the clutch box was old, and so the 
patent was void; but it was held that the patent was 
valid if the whole combination was new and useful, and 
that the defendant had infringed if he had taken a. new 
and material part, that is, the &.1'1'8Jlgement for bringing 
up the break. 

This case was founded on Newton v. Grand Junction 
Railway Oo.(a) where the patent was for improve
ments in the construction of boxes for axles, and the 
specification claimed a combination by which boxes cast 
with fillets were lined, first with a coating of tin, and then 
of alloy, for the purpose of preventing the abrasion 
arising in ordinary boxes. The defendant lined boxes 
with tin without using fillets or alloy ; but the lining of 
tin was intended for and efFected the purpose to which 
the plmntifF's patent related; the judge ruled that the 
jury must take the whole of that for which the patent 
was granted, fillets lined with tin and then with alloy, 
and say whether that was new; that, if a patent was 
granted for a new combination of several things known 
before, this did not prevent any one from using what 
was old ; and that it was for the jury to say whether the 
part used by the defet.dant was substantially the same 
thing as the plaintifF's invention. This direction was held 
to be right. Sir F. Pollock, C.B., in giving judgment, 
observed : tt It was argued that the same criterion was to 
be applied to the question of infringement as to that of 

• 

novelty, but that is not so. In order to ascertain tho 
novelty you take the entire invention, and if in all its 

(a) 6 Exch. 331. 
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C11AP. xn. parts combined together, it answers the purpose by the 
introduction of any new matter, by any new combination, 
or by any new application, it is a novelty entitled to a.. 

patent.. But in considering the question of infringe
ment, all that is to be looked at is, whether the defendant 
has pirated a part of that to which the patent applies; 
and if he has used that part for the purpose for which the 
patentee adapted his invention, and that for which he 
has taken out his patent, and the jury are of opinion that 
the difference is merely colourable, it is an infringement;" 
and Alderson, B., said: "Where the invention consists 
partly of what is old and partly of what is new, the com
bination is the subject of the patent. Therefore a person 
cannot infringe that part of the patent which is old, be
cause the public cannot be prevented from using that 
which they had before used in that state. If the inven
tion consists of something new, and a combination of 
that with what is old, then if an individual takes for his 
own and t•ses that which is the new part of the patent 
that is an ; 1fringement." 

In Smith v. The London and North- Western Railway 
Oo. (a) Lord Campbell, C. J., said: "Where a patent 
is for a combination of two or three or more old inven
tions, a user of any of them would not be an infringe
ment of the patent, but where there is an invention con
sisting of several parts, the imitation or pirating of any 
part of the invention is an infringement of the patent. 
Suppose that a man invents a machine consisting of three 
parts, one of which is a very useful invention, and the 
two others &'e found to be of less practical use, surely it 
could not be said that it was free to ·any person to use 

(a) 2 El. & m. 76. 

• 

.. . · . 
• 

• 
• • 
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the useful part so long as he took care to substitute some Ca.u. XII. 

other mode of carrying out the less useful parts of the 
invention." In this case tho plaintiff's invention con-
sisted in the manufacture of an improved wheel, " by 
welaing wrought iron bars together into the form of a 
wheel, whereof the nave, spokes and rim when finished 
will consist of one solid piece of malleable iron." The 
evidence showed a clear imitation and infringement of 
the manner of forming the boxes or nave into one piece of 
malleable iron with the rest of the wheel, but the mode 
of forming and welding the rim was different, and it was 
held that as it appeared that the mode of forming the 
nave was a new and useful part of the invention, the use 
of it by the defendant was an infringement, although the 
patentee stated that the new invention consisted in the 
circumstance of the centre boxes or nave, arms and rim of 
the said wheel being wholly composed of wrought or 
malleable iron, (( welded into one solid mass in manner 
hereinbefore described." 

These cases were cited and commented upon in the 
case of Lister v. Leather, (a) and it was there unanimously 
decided by the Court of Queen's Bench and in the Ex
chequer Chamber that the use of a subordinate part of a 
combination might be an infringement of the patent, if 
the part so used was new, that is to say, new in itself, or 
in its effect, not merely in its application and mate
rial. (b) 

If the defendants have used a material part of the Infringed part 
,_. tiff' t 't. t t d t . h th need not have pw.m s paten , 1 1s no necessary o e ermme w e er been claimed 

(a) 8 El. & Bl. 1004. 
(b) See also Bovill v. Key

worth, 7 El. & Bl. 725 ; Thomas 
v. Foxwell, 5 Jur. (N. S.) 37; 

White v. Penn, 15 W. R. 348; 
McCormick v. Gray, 7 H. & N. 
35. 

expressly. 
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their claim extends to the rest of the patent, for as the 
manufacture, which is the result of the process invented 
and patented, is the ultimate object in view, the pur
pose of the patent laws is to protect all that is new 
in the process, if it is described, though uot expressly 
claimed. Thus, where the of a patent for 
cr improvements in the manufacture of envelopes" de
scribed a machine in which a piece of paper was held 
upon a platform whilst the flaps of the envelope were 
folded, and concluded by claiming " the so arranging 
machinery that the flaps of envelopes may be folded 
thereby as herein described," it was held that a machine 
in which the flaps of an envelope were folded might be 
an infringement of the patent although the envelope was 
not held down during the operation of folding. In the 
same case the Hpecification of another of the plaintiff's 
patents for an invention with a similar title described 
and claimed " the application of gum or cement to the 
flaps of envelopes by apparatus acting in the manner of 
surface printing," and it was held that an apparatus for 
applying the gum might be an infringement although it 
acted only in part in the manner of surface printing 
according to the description contained in the specifi
cation.(a) 

But if the patentee's invention consist merely in the 
nse of an old machine or well known tool to work new 
materials, or to produce a new effect, that is not the 
subject matter of a patent, and the use of it by another 
person is not an infringoment.(b) 

Not only in order to con<!t.itute an infringement, must 

(a) De la R1w v. DicAiTI8on, 
7 EI. & BI. 738. 

(b) Patent Bottle Envelope 

Co. "· Seymour, 6 C. B. (N. S.) 
164; Finlay v. Allen, 2 Dec. of 
Ct. of Sess. 2 series, 1087. 
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the part used be new and material, but it must also be 
used for the same purpose. (a) 

In Newton v. Vauclter(b) the plaintiff's patent was for 
the application of soft metal to the bearings of machinery 
for the purpose of diminishing friction, and the de
fendant's patent was for the application of soft metal 
for the purpose of packing hydraulic and other machines, 
so as to render them air and fluid tight; and it was held 
that the principle of the two inventions was totally dif
ferent, and that there had been no infringement. 

InListerv.EaBtwood,(c) Erie, C. J., told thejurythat 
in order to constitute an infringement the defendant must 
have not only taken a new and material part of the com
bination, but must also have applied it to a purpose 
similar or analogous to that 'Which the plaintiff's com
bination was intended to effect. It waJJ contended that 
this was a misdirection, but Williams, J., in delivering 
the judgment of the Court, said, "We are of opinion that 
it was not, but that it was a correct exposition of the 
law. It is true that in the judgment of the Court in 
Lister v. Leather (d) this qualification of the doctrine was 
not superadded in express terms, but it appears to us to 
flow inevitably from the principles on which that doctrine 
was founded." 

CRAP. XII. 

• 

Where a paten~ is taken out for a combination of The adaptation 

bin ~ ti' l 't will b . I! • of a macnine mac ery 10r a par cu ar purpose 1 e an lD rnnge- to another and 

ment to adopt it to another purpose. In Oannington v. a:t~~~ fn~
NuttaU (e) Lord West bury said : " If you are obliged to K:gemcnt. 

adopt a combination of machinery which originally is 
directed to one purpose, before you can make it minister 

{a) Tllomaa v. Foxwell, 5 
Jur. (N. 8.) 37. 

(b) 6 Exch. 859. 

(c) 9 L. T. (N. S.) 766. 
(d) 8 EI. & BI. 1004. 
(e) L. R. 5 H. L. 220. 
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to another and additional purp;;se, the user of it for this 
additional purpose is an infringement of the patent which 
first introduced that combination." 

But it is not an infringement of a patent for a combi
nation to effect a new combination of the same parts for 
the same purpose, if it is not a mere colourable imitation 
or evasion. In Ourtis v. Platt,(a) the plaintiff's patent, 
which was granted in 1854, specified a combination of 
mechanism applicable to spinning mules; and the first 
claim was for " the novel construction, combination and 
application of mechanism hereinbefore described, whereby 
one half of the clutch or catch box hereinbefore described, 
or any mechanical equivalent therefor, is connected with 
or acts upon cams or other similar parts of mechanism 
direct." There were other claims, but in respect of these 
breaches were not alleged in the plaintiff's particulars of 
breaches. The defendant's patent, granted in 1860, spe
cified a combination of mechanism which embodied the 
leading idea of the plaintiff's patent, and by which one 
half of a clutch box was made to act upon cones direct, 
and he adopted some of the elements combined by the 
plaintiff, but he disposed them in a different manner. 
These were important parts of the prior combination, and, 
although old mechanical contrivances, were new in respect 
of the particular mode in which the plaintiff applied them, 
and the immediate object of their combina.tion by him 
was new, viz. to make a clutch box act on cams direct. 
The effect brought about by the direct action of the 
clutch box on the cams had long previously been pro
duced, but less advantageously, by other contrivances of 
various kinds. The defen(;.ant's mode of combination 

(a) 35 L. J. L'b. 852; L. R. 1 H. L. 337. 
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effected the common object of each patent in a more CnAP· XII. 

beneficial manner than it was or could be effected by the 
mode of combination specified in the plaintiff's patent, 
and it displayed an equal amount of inventive ingenuity. 
It was held that the plaintiff's claim was limited to the 
entire combination claimed as before described in his spe-
cification; that the d6fendant's combination was not a mere 
colourable evasion, and that there was no infringement. 

In Hill v. Thompson (a) the patent was for a combina
tion of processes, and it was held that any use made of 
any of the ingredients singly, or any use made of such 
ingredients in partial combination, some of them being 
omitted, or any use of all or some of such ingredients in 
proportion, essentially different from those specified and 
yet producing a result equally beneficial with the result 
obtained by the proportions specified, would not consti
tute an infringement. 

It is not an inftingement of a patent which describes Different mn-

rti. u1 h · t rfi th b th 1. chinery to per-a pa c ar mac me, o pe orm e process y e app 1- form same pro-

ti f d 'fli t bin cess not in-ca on o 1 eren mac ery. fringement. 

Where the particular manner described in the spe
cification of using the invention was by means of a 
" weight," and the defendants employed a machine 
similar in many respects, but though using weight or 
pressure occasioned by weight as a force they did not 
use a "weight," it was held that this did not amount to 
an infringement; (b) and where the specification of a 
patent for improvements in the process of finishing 
hosiery and other goods manufactured from lambs' 
wool, Angola and worsted yarns, described the pro-

(a) 8 Taunt. 391; 2 B. Moo. 
448; 1 Webs. P. R. 242. 

(b) Seed v. Higgi11s, 8 H. L. 
C. 6/H. 
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CHAP. XII. cess as consisting in submitting hosiery and similar 
goods made of elastic stocking fabric to the :finishing 
process of a press heated by steam, hot water, or other 
fluid in the manner thereinafter described, and a drawing 
of the machine was given, representing an iron steam 
box supported upon iron columns, beneath which was 
another box upon which the goods to be pressed were 
placed, and which was capable of being pressed against 
the upper one by means of an hydraulic press, it was 
held that a method of finishing hosiery goods by passing 
them through heated rollers was not included in this 
patent, and therefore was no infringement of it. (a) 

Patent for ap- Where a patent has been taken out for the application 
plication ofa f . • 1 th kin f ti' 1 th . prin.ciple u~t o a prm01p e, e ma. g o an ar c e on e same pnn: 
dlJ::!~;:~~li- ciple as the patented article will not of itself' alone be an 
ca~o~ o

1
f infringement, because the principle may be applied in 

prl.llClp e. 
different ways; but if it is applied in the same way as in 
the patent, then the want of two or three circumstances, 
which are conta.ined in the plaintiff's specification, will 
not prevent the plaintiff from recovering. (b) Where the 
patent was for the application of a self-adjusting leverage 
to the back and seat of a cba.ir, Alderson, B., told the 
jury that it was material to consider whether the species 
of self-adjusting leverage had ever been applied to the 
back and seat of a chair before. For if there had been 
a self-adjusting leverage applied before, and the patent 
had been taken out for the particular mode of accom
plishing it in the patent chair any one else might have 
applied the· same principle in any other way, and that 
would have been no infringement; but if the patent was 

(a) Ba1·ber v. Grace, 1 Exch. 
339. And see Newall v. Elliott, 
10 Jur. (N. S.) 956. 

• 

(l1) Jones v. Pearce, 1 Webs. 
P.R. 122. 
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for the adjustment of a self-acting leverage to the back . CuAP·, XII. 

a.nd seat of a chair, it would become a very different 
question when the question of infringement was consi-
dered; (a) 

But if the patentee has not only discovered a mode of Pntentee who 
. . . l . to m t b . l d' hns discoverer} carrymg a. pnnc1p e m euec , ut lS a so the IS- principle Its . 

f th · ' 1 h · · 1 d · weUnsmode'•of coverer o e pnnCip e, e 1s en tit e to protect himself carrying pri~-

from all other modes of carrying the same principle into ~~~lti!::l~:!'Ut 
effect. modes. 

In Orossley v. Beverley, (b) the patent was for an Un
proved gas-meter, and the infringement complained of 
was a close imitation of this improved machine; tho 
patentee obtained a verdict, the principle being the same 
in both cases. In Jupe v. P1·att, (c) Alderson, B., refer
ring to this case, said : " There never were two things to 
the eye more different than the plaintiff's invention anu 
what the defendant had done in contravention of his 
patent right. The plaintiff's invention was different in 
form, different in construction, it agreed with it only in 
one thing, and that was by moving in the water a cer
tain point was mado to open either before or after, so as 
to shut up another, and the gas was made to pass through 
this opening ; passing through it, it was made to revolve 

• 
it; the scientific men, all of them, said the moment a 
practical scientific man has got that principle in his head 
he can multiply without end the forms in which that 
principle can be made to operate. The difficulty which 
will press on you, and to which your attention will be 
called in the present castt, is this : You cannot take out a 
patent for a principle; you may take out a patent for a 
principle coupled with the mode of carrying the principle 

(a) Minter v. Wella, 1 Webs. 
P.R. 130. 

(b) I Webs. P.R. 106. 
(c) 1 Webs. P.R. 146. 

' 

• 

" 
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into efFect, provided you have not only discovered the 
principle, but invented some mode of oa.rrying it into 
efFect. But then you must start with having in~ented 
some mode of carrying the principle into efFect ; if you 
have done that, then you are entitled to protJCt yourself 
from all other modes of oa.rrying the same principle into 
efFect." (a) 

In Russell v. Oowley, (b) the plaintifF's patent consisted 
in the manufacture .of tubes, by turning up a. piece of plate 
of iron so that the edges abutted on each other, heating 
the iron so prepared, 8.Jld drawing it, when at welding 

• 

heat, through dies having a conical hole. By this pro-
cess, the use of a ma.undril was avoided. The defendants 
passed tubes through grooved rollers, and afterwards 
through a scorpion, which was in effect the plaintiff's die. 
Evidence was given, which proved that the two inven
tions were similar in principle, and it was held that there 
had been an infringement of the plaintifF's patent. 

A patent granted for the United Kingdom, Channel 
Islands, and Isle of Man is not infringed by acts done on 
the high seas. In Newall v. Elliott,(c) it was held that 
a patent for an improved method of laying telegraph 
cables was not infringed by acts done between Malta and 
~exandria.. · 

Where an inventor filed a provisional specification, 
Bll.d obWned within six months letters patent, which were 
dated BS of the date of the provisional specification, and 
another person had previously made a similar invention, 
but had not used it for his trade till after the date of the 
specification being filed, although his invention was com
pleted and might have been used, it was held, that as the 

(a) And see For&yth v. Riviere, 
1 Webs. P. R. 97, n. 

• 

(b) 1 Webs. P.R. 462. 
{c) 10 Jnr. (N. S.) 966. 

• 

• 
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date of the patent is that of filing the provisional apeoifi· Can. xu. 
cation, there was .not such prior user as to invalidate the 
patentee's right, and therefore that there had been an 
inCtingement ofhia patent. (a) 

If a person actually makes an article according to the Themakingfor 

patented process for the purposes of sale, his making it :!!~:J:ie 
will be a sufficient infringement of the patent. (b) !::t.infringe-

In Gibson v. Branil,(o) Sir N.C. Tindal, C.J., said: 
u If the defendants have themselves sold an article of 
exactly the same fabric, made in the same manner as that 
for which the patent was taken out, such sale ma_y be 
considered as a using of the invention within the terms 
ofthe "(d) 

In Minter v. Williams, (e) it was held that the merely Exhibiting to 
11 exhibiting to sale" imitations of an invention was not eale not. 

any iniHngement of the patent. 
If the article is made for the purpose of amusement Norm•ldngfor 

n1 d 1 ( ) fi . d amusement o y, or as a mo e , f or or pnvate use, an not for and not ror 
profit, there is no infringement. profit. 

In Higgs v. Goodwin, (g) the invention consisted in the 
precipitation of all animal and vegetable matter contained 
in sewage water by the use of hydrate of lime. The de· 
fendant applied this process for the purpose of deodorizing 
sewage water, and did not use the product as an article 
or value, but bona fide rejected it as being accidentally 

(a) Smith v. DarJidson, 19 
Dec. of Ct. of &:ss. 2nd series, 
691. 

(b) J~• v. Pearce, 1 Webs. 
P. R. 122; Muntz v. Foater, 2 
Webs. P. R. 101. 

(e) 4 M. & G. 179; 4 Scott 
(N. R.) 844; 1 Webs. P. R. 630. 

T 

(d) And see Holme1 v. The 
London and Nortll We1tem Rail
way Co., Macr. 22. 

(e) 4 A. & E. 251; 1 Webs. 
P. R. 137. 

(f) Jone1 v. Pearce, 1 Webs. 
P.R. 122. 

(g) El. Bl. & Bl. 629. • 

• 
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produced and useless, and it was held that there was no 
evidence of infringement. 

A sale in this country, of an article manufactured 
abroad, according to the specification of an English 
patent is an infringement. In Walton v. Lavater, (a) 
Sir W. Erie, C. J., said: "The words in the statute of 
James are 'working or making.' In the gmnting part 
of the letters patent the words are, ' make, use, exercise 
and vend,' and in the prohibitory part, 'make, use, or 
put in practice.' • • ~ It appears to me to be clearly the 
intention of the Crown in granting letters patent for a 
new invention to prohibit and prevent third persons 
from using the patent article for the purpose of profit 
by selling. The object is to give to the inventor the 
profit of his invention ; and the most effectual way of 
defeating that object would be the permitting others to 
derive from the sale of the patent article the profit which 
it was intended to secure to the patentee. It seems to 
me, therefore, that proof, that a party has sold the patent 
article without proof of his having made it or procured 
it to be made, would be good evidence to wal'l'ant a jury in 
finding that he has been guilty of an infringement. As to 
the circumstance of the goods having been imported from 
abroad, I should say, that if this were simply the case of 
an importation without any proof of knowledge on the ... 
part of the importer, that the article imported was a 
patented article, the mere sale would be sufficient to 
charge him." And in Elmslie v. BO'Ursier,(b) Sir W. M. 
James, V .C., said: "I am of opinion both upon prin
ciple and upon the authorities that the doing what is 
admitted to have been done by these defendants is a 

(a) 8 C. B. (N. S.) 162. (b) L. R. 9 Eq. 222 • 
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violation of the rights to the plaintiff by the Cnu. XU. 

letters patent. 
tt The pla.intiff has by a. lawfnl from the {J'\-own 

under the statute obtained the right to 'make, use, 
exercise a.nd vend' his invention within the United 
Kingdom, in such manner as he thinks fit ; and the right 
to have and enjoy 'the whole profit, benefit, commodity 
and advantage J accruing and arising by reason of the 
said invention. 

"Now one of the most useful inventions is that of a. 
process by which a. common article may be made more 
economically than it was made before. 

" It is said that tin-foil can be made by the plaintiff's 
process at less cost than by the old method ; and it is 
conceded that nobody in England can use the plaintiff's 
process of making cast tin-foil as distinguished from 
rolled tin-foil without a. licence from the plaintiff. If 
that cannot be done in England it would be a. very 
strange thing if a person in could send an order 
to some one in France, get the same thing manufactlll'ed 
there in exactly the same way, and bring it here so as 
to compete with the person to whom the Crown has 
granted '.the whole profit, benefit, commodity and 
advantage' arising from the patent. It would be a. 
short mode of. destroying every 'profit, benefit, com-
modity and advantage,' which a. patentee could have 
from such a thing if all that a. man ha.d to do was to get 
the thing made abroad, import it into this country, a.nd 
then sell it here in competition with the English 
Jmtcntoo." (a) 

' 

Where the patented article is made abroad and is The sendina' to 
England or 

. patented arti

(a) And see WrigAt v. Hitcllcock, L. B. 6 Exch. 37. 
cle• made 

• 



• 
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Cuu. XII. there applied to the purposes for which it is made, rmd 
abroad is in- is then sent to this country not for sale here, but for 
~::;::~~e. exportation to another country, there is ne:vertheless 

such a user of the patent here as to constitute an in
fringement. Thus, where the patent was for capsules 
which were made abroad according to an English patent 
and tho bottles they were used to cover were sent 

• 

.. ;~ 
• .. . ' 

• -

through England for exportation, it was held that there . 
was an infringement of the patent. (a) 

Manufactlll1! If the parts of a patented machine are old, it is not 
for exportation • • 
is infr•nge- an mfrmgement to manufacture them separately and 
ment. 

Improvement 
• • on ex111ting 

patent not in
fringement, 

Delay in using 
• • mvention no 
excuse. 

export them. But the manufacture and exportation of 
the complete machine will be an infringement. (b) 

.A patent for an improvement on an invention already 
the subject of a patent if confined to the improvement is 
not an infringement of the former patent, but the use 
of the improvement with the former invention during 
the existence of the former patent without licence is an 
infdngement.(c) 

It appears that if an invention, for which a patent is 
granted, wouh: ;r put into practice, be useful, an action 
for infringement may be brought, although the plain-
tiff's invention has never been put into actual use, ex
cept by the defendant when he infdnged the patent. (d) 

When it is known that a mixture of certain articles 
will produce a beneficial result, and a patent is taken out 

infringement. for mixing them in certain proportions, it is not an in-
fringement for another person to make experiments for 

(a) BttU v. Neikon, L. R. 3 
Ch. 429 ; S. C. on app. Neikon 
v. BetU, L. R. 1 H. L. 1. 

(b) Goucher v. Clayton, 11 
Jnr. (N. 8.) 462. 

• 

• 

(c) Luter v. Leather, 8 El. &: 
Bl. 1017. 

(d) Macnamara v. Hulte, Car. 
& M. 471. 
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ascertaining what the proportions or properties of the Cu.tP. XII. 

different articles would come to. (a.) 
It is no answer to an action for infringement or a suit Acta done by 

· • • • workmen may 
to restrsm the mfrmgement of a patent, to say that any be infiinge- · 

infringement which may have taken place was contrary menta. 

to the orders of the defendant, and that the acts were 
done by workmen employed by him in the course of 
their duties, but against his orders.(b) 

Ignorance of the existence of a previous patent is no Ig!lo!llnce or 
• • exiSting paten' 

answer to a charge of mfringement. If the defendant's no excuse. 

patent is capable of being accurately represented as an 
imitation of the plaintiff's, it will be an infringement, 
although at the time of making his invention the defen· 
dant was innocent of any knowledge of the plaintiff's 
patent. (c) 

It has been seen that the Court of Exchequer, in Inten~ion im

Heath v. Un;win1 (d) considered that if the defendant did material. 

not intend to imitate the plaintiff's invention, there was 
no infringement. This doctrine was dissented from in 
Stevens v. Keating; {e) and when Heath v. Unwin came 
before Sir L. Shadwell, V. C., his Honour said: "The 
party complmning of the act is none the less prejudiced 
by it, because it was committed unintentionally; a.nd 
my opinion is that if a party has done an act that 
is injurious to the rights of another (though without 
any intention of doing him an injury) 1 he is answerable 
for the consequences/'(/) The action is maintainable 

(a) Muntz v. Fo11ter, 2 Webs . 
• 

P.R. 101. 
(b) Beltll v. De Vitre, L. R. 

3 Ch. 441. 
(c) Curti11 v. Platt, 11 L. T. 

(N. S.) 245; Nunn v. D'Al
bergv.e, 34 Beav. 695 ; Wnght 

v. Hitchcock, L. R. 5 Exch. 
37. 

(tl) 2 Webs. P.R. 227. 
(e) 2 Webs. P.R. 175. 
(f) Heath v. Unwin, 15 Sim. 

652 ; Unwin v. Heath, 6 H. L. 
c. 535. 

• 



278 

CuAP. XII. in respect of what the defendant uoes, not what he 
intends. (a) 

Patentee enti· A patentee is entitled to a verdict with nominal dam-
tied to damages h h h h t • d 1 · · 'f hi thou~h no Joss ages, even t oug e as susJSJne no rea mJnry, 1 s 
auatamed • h h b • d d Th h ti where in· ng ts ave een mva e • us, w ere an ac on was 
fringement. brought against a person for selling hones wrnpped in 

envelopes similar to those of the plaintiff's, and the jury 
found that the defendant's hones were not inferior to 
those of the plaintiff, and it was not proved that the 
plaintiff had suffered any specific damages, it was held 
that as his right had been invaded, he was entitled to 

Proof of patent 
doeumenta. 

recover nominal damages. (b) 
The Patent Law Amendment Act,(c) after directing a 

seal to be made for the purposes of the Act, provides 
" that all Courts, judges and other persons whomsoever 
sha.ll take notice of such seal, and receive impressions 
thereof in evidence, in like manner as impressions of the 
great seal are received in evidence; and shall also take 
notice of, and receive in evidence, without further proof 
or production of the originals, all copies or extracts certi
fied under the seal of the said of or from documents 
deposited in such office." A later Act (d) provides 
tt that printed or manuscript copies or extracts, certified 
and sealed with the seal of the commissioners, of letters 
patent, specifications, disclaimers, memoranda of altera
tions, and all other documents recorded and filed in the 
Commissioners' office, or in the office of the Court of 
Chancery, appointed for the filing of specifications, sha.ll be 
received in evidence in all proceedings relating to letters 

(a) Stead v. Anderson, '* C. B. 
833; 2 Webs. P. R. 166. 

(b) Blofield v. Payne, 4 B. & 
Ad. 410. 

(c) 16 & 16 Viet. c. 83, s. 2. 
(d) 16 & 17 Viet. c. 115, s. 4. 
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Cuu. XII. the plaintifF claimed as pis invention that hili block waa 

' 

Evidence in 
aupport or 
patent. 

bevelled both inwards and outwards on the sa.me side of 
the block, and it was alleged that the defendant's blocks 
were a.n imitation of the pla.intitl''s, as two of the defen· 
dant's blocks were equivalent to one of the pla.intift''s, it 
was held that it wa.s for the jury to sa.y whether the defen· 
dant's blocks were in eft'ect the same as the pla.intift''s, 
although no single block of the defendant's was bevelled 
.both inwards and outwards on the sa.rne side. (a) 

The Court will not in deciding whether there ha.s been 
an infl'ingement, express an opinion as to whether the 
jm·y were justified in their verdict unless it is contended 
that the verdict was given against evidence. (b) 

The plaintifF in an action for infringement must give 
some evidence to show what his invention is, unless the 
other side admit that it has been tried and succeeds. (c) 
It is a sufficient test of the sufficiency of the specifica
tion that witnesses state that they have been able to 
make the patented article from the description given in 
the specification ; and that no person has been called who 
has stated that he could not understand it, ha.s been 
misled by it or incurred expense in endeavouring to work 
according to it. (d) 

Pa!ent ~ priml The patent is prima facie evidence that the invention 
fac1e ev1dence • t f hi h 't • ta,_ · t Th or novelty of m respec o w c 1 lS ·a.en out lS new. ' e 
invention. plain tift'," sa.id .Alderson, B., " in order to establish his 

right must show that the invention is new, and that it is 
useful, and that the specification is such that an ordinary 

(a) Macnamara v. Hulse, Car. 
& M. 471; 2 Webs. P.R. 128. 

(b) Sellers v. DicAinaon, 6 
Excb. 323. 

(c) 7Umer v. Wi11ter, 1 T. R. 

607; 1 Webs. P. R. 81. And 
see Bateman v. Gray, 1 C. L. R. 
612. 

(d) Comia'h ,., Keene, 1 Webs. 
P.R. 602. 

' . ,, 
' ' . ' , .. 

' ' 
"' ' 

• 
' 
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workman could make the machine which would answer Co.&r. xu. 
the purpose which the patent was intended to accomplish •. 
The patent is prima facie evidence on the part of the 
person who claims the right that he is so entitled, and 
it is for the person who seeks to infringe that patent 
to show some circumstances whereby that right, which 
otherwise would be presumed to exist, is defeated, to 
show that the Crown's grant has been improperly obtained 
by the present plaintifF." (a) 

Where the alleged piracy has taken place abroad, it is 
the duty of the defendant to give evidence of a negative 
character to prove (in answer to the prima facie case 
made by the plaintiff), that the process used is difFerent 
from that which has been patented. (b) 

Where defence is set up that the patent is void on 
account of publication in a previous specification, evidence 
of all that has been done in the trade t.o which the 
patent relates, between the date of the two patents, is 
admissible. (c) 

• 

The plaintiff's witnesses can only give negative evid- Plaintiff's wit

once, and it is for the defendant to show afth·matively that ;r~:a~:~1 
the invention is not new.(d) evidence. 

In Manton v.Manton(e) Gibbs, 0. J., said: "The first 
witness, a man of considerable experience, had never 
seen any locks with the lips so perforated : prima facie 
that is good evidence, but when the question is whether 
this had existence previous to the patent, fifty witnesses 

(a) Minter v. Wells, 1 Webs. 
P. R. 129. And sec Rwaell v. 
Cn'cllton, ib. 677 n. ; 16 Dec. of 
Ct. of Sess. 1271. 

(b) Neilson v. Betts, L. R. 6 
H.L.l. 

(c) Neilson v. Betts, L. R. 6 
H. L. 1. 

(d) Galloway v. Bleaden, 1 

Webs. P. R. 626. 
(e) Dav. P. C. 350. 
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proving that they never saw it before would be of no avail 
if one was called who had seen it and practised it." (a) 

The Court will assume for the purpose of inqni•·y, 
whether the defendant has infringed the patent or not, 
that it is valid, and that no objection arises either to the 
nature of the grant or the (b) 

It is prima farlie evidence of infringement that an 
a•·ticle has been made according to the patentee's pro
cess, when it is seen to agree in all respects with that 
manufactured and sold by the patentee. 

In Huddart v. Grimshaw, (c) the plaintiff's patent was for 
" a new mode of making great cables and other cordage, 
so as to attain a greater degree of strength therein, by a 
more equal distribution of the strain upon the yarns." 
Pieces of cordage made by the defendant were put into 
the hands of the plaintiff's witnesses, and from the fact 
that the same effect was produced in them, and from the 
similarity of structure, they gave the opinion that they 
were made by the same process as the plaintiff's. Lord 
Ellenborough said that it had happened to him in the 
same morning to give, as far as he was concerned, his 
consent to the granting of three different patents for the 
same thing ; but the modes of attaining it were all 
different. But it did not follow that the plaintiff's 
method of attaining the object was open to the public ; 
and therefore the question for the jury was, whether the 
defendant had used the plaintiff's method or some 
other.(d} 

(a) And see Hill v. Thotnp&on, 
8 Taunt. 375; 2 B. Moo. 448 ; 
1 Webs. P. R. 244. 

(b) Muntz v. Foster, 2 Webs. 
p, R. 97. 

(c) 1 Webs. P.R. 91. 
(d) See also Galloway v. 

Bleaden, ib. 523 ; Dat1enport v. 
Richard, 3 L. T. (N. S.) 503. 

• 
• 
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Where it was proved that the defendant sold an article 
in the state to which it would have been brought by the 
plaintiff's process, and that he had the means of practis
ing the plaintiff's process at hand, it was held that that 
was sufficient evidence of infringement. (a) 

Where the patent is for the mode of manufacturing a 
certain article and not for the article itself, evidence must 
be brought to prove that the defendant uses the same 
process as the plaintiff, and the production of an article 
made by the defendant which is similar to that made by 
the plaintiff is not evidence of infringement. Thus 
where the patent was fora. mode ofmannfaoturing candles 
by the application of peculiarly formed wicks, and the 
mode of manufacturing candles by the application of two 
or more plaited wicks as described in the specification, it 
was held that the production of candle with a plaited 
wick, without showing in what way it was made, was not 
evidence of infringement.(b) But where the alleged 
infringements took place abroad and the defendant did 
not bring negative evidence to prove that his process was 
different from the plaintiff's, and positive evidence was 
given on the part of the plaintiff by one workman, that 
be had been employed at the foreign manufactory, and 
there saw articles manufactured by a process not distin
guishable from the patented process ; it was held that 
these circumstances warranted the conclusion of identity 
of material and process, and were sufficient warrant for 
the grant of an injnnction.(c) 

Where in a patent for u improvements in apparatus 

(a) Hall v. Boot, 1 Webs. 
P.R. 101. 

(b) Palmer v. Wagstaff, 9 
Excb. 494. 

{c) Neil8on v. Betts, L. R. 5 
H.L.l. 

CnAP. XU. 

Unless patent 
for mode of 
manufacture. 

Use of similar 
article. 
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employed for laying down submarine electric telegraph 
wires," the invention consisted in coiling the wire or· 
cable round a cone, and in the supports placed cylindri
cally outside the coil rotmd · the cone ; it was held, that 
the substitution by the defendants of a cylinder having 
a domed or hemispherical top, for a cone with a conoidal 
apex in the plaintiff's apparatus both the plaintifF's and 
the defendant's apparatus being used for the sarue purpose 
and in nearly the same manner, was evidence and strong 
evidence of infringement. (a) 

Where evidence of prior user by some third party is 
attempted to be shown, the declaration of such party as 

• 

to his motives for such user are inadmissible as mere 
• 

hearsay. (b) 
A patentee who has assigned the whole of his interest 

in a patent may be examined as a witness in an action by 
the assignees for infringement. (c) · 

The Court looks with distrust ouexperimentsconducted 
with a view to litigation. ( tl) 

• 

(a) Re Newall and Elliott, 4 (c) Blozam v. Elsee, 1 C. & 
C. B. (N. S.) 293, P. 663. 

(b) Hyde v. Palmer, 3 B. & (d) Young v. Ftrrnie, 4 Gitr. 
s. 657. G77. 

• 

•• 
• • 



• 

• 
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CHAPTER XIII. 

OF AN ACTION FOR INFRINGEMENT. 

HE injury which a patentee sustains by the infringe- CnAP. xm. 
ment of his patPnt entitles him to maintain an 

action at law against the wrongdoer> to recover com-
pensation for the damage he has sustained. (a} 

In an action to recover damages for the infringement Parties. 

of a patent, the proper person to be plaintiff is the party 
in whom the legal estate in the patent was vested at the 
time of the infringement, and the person who has directly 
or indirectly committed or authorized the alleged wrongful 
act must be the defendant.(b) 

The assignee of a patent may maintain an action for Assignee may 

infringement,(c) and if a patentee has assigned part of sue. 

his patent he may join with his assignee in bringing an 
action.(d) 

The assignee of a separate and distinct part of a patent 
may sue for an infringement of that part without joining 

(a) Bull, N. P. 76. As the 
rules of pleading are so soon to 
be altered under the Judicature 
Act, it bas not been thought 
advisable to increase the size of 
this work by any noies on the 
subject of pleading. The reader 
is refE:n·ed to Bullen and Leake 
"On Pleading," Chitty's·" Prece-

dents in Pleading," and to 
Fisher's "Common Law Digest," 
for a collection of the cases. 

(b) Hindm. 251. 
(c) The Electric Telegraph 

Co. v. Brett, 10 C. B. (N. S.J 
838. 

(d) Boulton v. Bull, 2 H. DI. 
464. 
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any person who has a.n interest in another part, and the 
damages will accrue to him alone. In Du·nnicli.ff v. 
Mallett,(a) Sir W. Erie, C. J., said: "The question is 
whether an assignment of part of a patent is valid. I am 
inclined to think that it is. It is every dayls practice, for 
the sake of economy, to include in one patent several 
things which are in their nature perfectly distinct and 
severable. It is also every dayls practice by disclaimer 
to get rid of part of a patent which turns out to be old. 
Being therefore inclined to think that a patent severable 
in its nature may be severed by the assignment of a part, 
I see no reason for holding that the assignee of a separate 
part which is the subject of infringement may not main
tain an action. Then are the assignees bringing an action 
for an injury done solely to them by an infringement of 
that, part of which is thu3 vested in them alone, liable to 
be defeated because they have noii joined the assignees of 
other parts of the patent who have no manner of in· 
terest in the damages sought to be recovered in such 
action ? I see no reason why the action should be defeated 
on any such ground; I see no reason why the plaintiffs 
should be put to the trouble and expense of applying for 
leave to use the names of the other parties, or for com
pelling them by means of a. judge's order to permit their 
names to be used upon an indemnity where no practical 
advantage whatever is to be gained by it, the injury being 
to the assignees of part only, and the damages to be 
recovered being theirs only." 

When a. person becomes the assignee of two several 
moities of a patent he is entitled to sue for en infringe
ment of the patent although the defendant is the original 

(c) 7 C. B. (N. S.) 209. 
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grantee. In Walton v. Lavater (a) it was argued that Cn.u. XIII. 

the effect of an assignment was only to give the assignee 
a licence to use the patent and a right to an account, and 

• 

that the original patent right remained in the gra.nteo; 
bnt it held, following Dunm'cliffv. Mal1<Jtt,(b) that an 
assignee, whether of the entirety of a patent or of a part 
or share in it, takes the legal interest, and is not to be 
considered merely as a licensee. (c) 

Where two persons are assignees of a patent as tenants Tenanta in 
· 'f f th d' ti' l!c • fi . common, right m common, 1 one o em tes, ac ons 10r tn nngements dP~cf'nda to 

• 

commenced in his lifetime descend to tho survivor, who is sumvor, 

entitled at law to recover the whole of the damages. (d) 
The assignees of a bankrupt patentee may maintain an As~ignee of 

action for infringement of the patent. (e) bankrupt • 

.A mere licensee cannot sue for the infringement of the Licensee can· 

(/) b I . li ha . h . not sue unleu patent, ut an exc ustve censee s a ng t to sue lD exclusive. 

the name of the patentee. (g) 
.An action may be maintained although there has been 

no inlHngement since the defendant has received notice 
that the entire interest in the patent has become vested 
in the assignee. (h) 

By 5 & 6 Will. IV. c. 83, s. 5, it was provided that in ~ot!ce ofob-
. 'nf . J , • .f. th . JI'CUOD8 at Jaw, 

actions for 1 nngement an tn any set., a. at nottce of 
objections should be given. This enactment was repealed 
by s. 41 of the Patent Law .Amendment .A.ct,(i) which 

(a) 8 C. B. (N. S.) 162. 
(b) 7 C. B. (N. S.) 209. 
(r.) And see Wallington v. 

Dale, 7 Exch. 888. 
(d) Smith v. London and North 

Westem Railway Co., 2 El. & 
Bl. 69. 

(e) Blo:ram v. Elsee, 6 B. & 
c. 169. 

• 

(f) Derosnev.Fairie, 1 Webs. 
P. R. 154. 

(g) Renard v. Uf1instein, 2 H. 
& M. 628. 

(h) Walton v. Lat1ater, 8 C. 
B. (N. S.) 162. 

( i) 15 & 16 Viet. c. 83. 
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provides that "in any action in any of her Majesty's 
superior Courts of record at Westminster or in Dublin, 
for the infringement of letters patent, the plaintifF shall 
deliver with his declaration particulars of the breaches 
complained of in the said action, and the defendant on 
pleading thereto shall deliver with his pleas particulars of 
any objections on which he means to rely at the trial in 
support of the pleas in the said action ; and at thf' trial or 
such action no evidence shall be allowed to be given in 
support of any alleged infringement or of any objection 
impeaching the validity of such letters patent which shall 
not be contll,ined in the particulars delivered as aforesaid; 
provided always that the place or places at or in which 
and in what manner the invention is alleged to have been 
used or published prior to the date of the letters patent 
shall be stated in such particulars. Provided also, that 
it shall and may be lawful for any judge at chambers to 

allow such plaintiff or defendant to amend the particulars 
delivered as aforesaid upon such torms as to such judge 
shall seem fit. 

The plaintiff's particulars of breaches cannot be called 
in aid of the defective particulars of objections. (a) 

' 

Where in an action for the infringement of a patent for 
"improvements in obtaining- 1Jictures or representations 
of objects" the plaintiff delivered the following particu
lars ofbreacheP "that t'he defendant on the 1st of August, 
1853, and on Jivers days between that day and the com
mencement of this suit, at No. 65, Oxford Street, in the 
county of Middlesex, infringed the plaintiff's patent by 
making, using and selling pictures and portraits made and 
executed according to the plaintiff's invention in the said 

(a) Palmer v. Ccoper, 9 Exch. 231. 

' 



• 

• 
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patent, otherwise than in relation to the parts disclaimed, CaAP. xm. 
Rnd also infringed the said patent by making, using and 
selling pictures and portraits whereby the plaintiff's said 
invention was counterfeited, imitated and resembled," the 
Court refused to compel him to specify particularly the 
persons and occasions, and the particular parts of the 
specification alleged to have been infringed. {a) 

The requirements of the statute as to the notices by Particulars of 

I 1 fi d . fli , h objectionR, tho defendant are c cary con no to notices a ccting t e .J<~ftect of. 

validity of the patent only, and a defendant therefore may 
object to the validity of an assignment although the ob-
jection has not been specified in the notice of objections 
delivered by him. (b) 

The statute does not make the notice of objections 1\Tny not go 
• h I f I d h d ~ d b beyond pleas. stand m t e p ace o p eas, an t e e1en ant cannot y 

his notice of objection go beyond his pleas. (c) 
The object of the statute in requiring the dofenda~t to Object of 

deliver particulars of objections was to enable tho plaintiff stntute. 

to know what objections he had to meet; and the particu-
lars must be precise and definite. It is not sufficient to 
say that if any part of the invention is new tho same iR 
useless, but the defendant must point out what part; or 
to say that the improvements, or some of them, have been 
used before: the defendant must point out which. (d) 

Where the defendant pleaded that the nature of the 
invention and the manner in which the same was to be 

• 

performed were not particularly ascertained and described 
in the specification, and that tho invention was not new, 

(a) Talbot v. La Roche, 15 
C. B. 310. 

(b) Chollet v. Hoffman, 7 El. 
& m. 686. 

u 

(c) .11-facnamara v. Hulae, Car. 
& 1\:t:. 471. 

(d) Fialzer v. Dewick, 4 Bing. 
(N. C.) 706; 6 Scott, 587; 1 
Webs. P. R. 264. 

• 

• 
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and the particulars of objections stated that the specifica. 
tion did not describe the nature of the invention and the 
manner in which it was to be performed and that the in
vention was not new and was either wholly or in part used 
and made public before the obtaining of the letters patent, 
it was held that the first of the objections was sufficient, 
but that the second was bad and ought to have pointed 
?ut what portions of the alleged invention were previously 
in use.(a) 

An objection that the defendant did not state the best 
mode with which he was acquainted is sufficient. (b) 
Books intended to be relied on must be distinctly dc
scribed.(c) 

The notice of objections is intended to give tho plaintiff 
more information than the plea, (d) and it is no answer 
to a motion for better notice that the notice is as specific 
as the plea. (e) Where a defendant pleaded that the 
natentee was not the true and first inventor and that the 
• 
invention was not, when the letters patent were granted, a 
new invention, it was held that he was not bound to state 
who was the first inventor nor under what circumstances 
the invention had been previously used.(!) 

In Leafv. Topltarn(y) the defendant delivered a notice 
of objections, one of which stated that the patentee did 

(a) Heath v. Unwin, 10 1\I. & 

w. 684. 
(b) Jones v. Berger, 5 M. & 

Gr. 208; 1 Webs. P. R. 544. 
(c) Ib. 
(d) Neilson v. Harford, 8 1\I. 

& W. 806; 1 Webs. P.R. 370; 
Jo11es v. Berger, 5 M. & Gr. 
208; 1 Webs. P. R. 544; Bul· 

nois v. Macll.enzie, 4 Bing. (N. 
C.) 127; 1 Webs. P.R. 260. 

(e) Betts v. Walker, 14 Q. B. 
363. 

(f) Russell v. Ledsam, 11 M. 
& W. 647; Heath v. Unwin, 10 ib. 
684; Bulnoisv.1Jfackenzie,4Bing. 
(N.C.) 127; I Webs. P. R.260. 

(g) 14M. & W. 146. 
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not by his specification sufficiently describe the nature of 
the supposed invention; and the other stated that he had 
not caused any specification sufficiently describing the 
nature of the supposed invention to be enrolled. It was 
bold that the last objection was not sufficiently precise; 
and an amendment was ordered by inserting the word 
"other, before "specification." 

A notice of objections stated that the invention was 
known to certain persons (naming them) and others 
before the date of the patent. The Court refused to 
strike out the words "and others." (a) 

The notices of objection delivered by the defendant 
are not conclusive at his peril, but the Court has power to 
order a further and fuller notice. (b) Where the defend
ant pleaded that the grant of letters patent was obtained 
by fraud and misrepresentation, it was held that he ought 
to state in his notice of objections what the fraud and 
misrepresentation was. (c) 

Where the defendant relies on a general user of the 
invention, it is sufficient to state in tho particulars of ob· 
jection that the invention was used by manufacturers 
generally at a particular place without naming any person 
or specifying any manufactory. If he relies on a specified 
user by certain persons named, proof of user by any one 
of the persons named will support his objection. (d) If 
the place or places are not named, the defendant will not 
he allowed to give evidence of the user. (e) 

(a) Bentley v. Keighley, 7 l\I. 
& Gr. 652. 

(b) Bulnois v. Macke11zie, 4 
Bing. (N. C.) 127; I Webs. P. 
R. 260; Perry v. Mitchell, I 
Webs. P.R. 269; Electric Tele
graph C'o. v. Noll, 4 C. B. 462. 

(c) Russell v. Ledsam, 11 M. 
& w. 647. 

(d) Palmer v. Wagstaff, 8 
Excb. 840. 

(e) Palmer v. Cooper, 9 Excb. 
2I3. 

• 

CnAP. XIII. 

Not conclu-

• 
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CHAl'. X III. If the plaintiff thinks that tho notice of objection does 
Furthernotice. not sufficiently raise tho point on which the defendant 

intends to rely, his course is to apply to a judge at 
chambers for an order for the delivery of a more specific 
notice, and if be omits to do so be cannot object to the 
generality of the notice at the trial ; tho only question 
then is whether tho notice is sufficiently large to include 
tho objections relied on by the defendant. (a) 

• 

17 & 18 Viet. 
o. 1!5, 8. 51. 
lnterroga-

• tones. 

Discovery. 

If the evidence is within the literal moaning of the 
words of the particulars, however general the statement, 
it will be received at the trial. Thus where the particulars 
stated that the invention had been generally known and 
publicly used in corn mills for many years previously, 
evidence that the invention had been in use before 
the date of the patent in mills in Cheshire was ad-
mitted. (b) 

It is no ground for refusing to answer interrogatories 
under s. 51 of the Common Law Procedure Act, 1854, 
when the defendant admits the infringement; that the 
defendant's customers may be liable to actions for 
infringement.(c) Where the cause of action arose more 
than six years before the action was commenced, the 
Court refused to allow the plaintiff to administer interro-
gatories before declaration. (d) · 

In an action by a patentee against a licensee, the 
declaration stated that the plaintiff obtained a patent for 
an improved roving machine, and had covenanted to 

(a) Neilson v. Harford, 8 1\I. 
& W. 806 ; 1 Webs. P. R. 331 ; 
Hull v. Bollard, J H. & N. 134. 

(b) Hull v. Bollard, 1 H. & 
N. 134. 

(c) Tefley v. EtMion, IS C. D. 

643. As to the form and extent 
of interrogatories which may be 
exhibited to a defendant before 
plea, see Thomas v. Tillie, 17 
Ir. C. L. R. 783. 

(d) Jonen.Pratt,6H.&N.697. 
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grant a. licence on certain terms to the defendant, he CnAP. XIII. 

paying so much for each machine made with the plain-
tift's invention, and covenanting to keep a. true account 
of and pay for all the machines he made with the plain-
tiff's invention applied; and that he would not during 
the continuance of the licence, make or vend machines, 
without tho invention of tho plaintiff. Breaches first 
that the defendant did not pay the sums duo for licences) 
and secondly, that he made and sold machines without 
tho plaintiff's invention being applied. The defendant, 
in answer to the interrogatories, stated that he had made 
and sold 1,200 machines, to which the plaintiff's inven-
tion had not been applied, but declared that he could 
·not give any information as to the persons to whom ho 
had sold them; and that he could not give any further 
information about them. The defendant, however, gave 
the addresses of the persons to whom he had solu the 
machines with the invention, but alleged that he could 
give no further information about them without dis-
closing his own evidence ; and tho plaintiff claiming in 
respect of all the machines tho defendant had made 
under one or other of the covenants, and asserting that 
he had seen some of them, which had his invention 
applied ; it was held that the defendant was entitled to 
such particulars as should describe those portions of the 
machines to which the plaintiff contended that his inven-
tion had been applied, so as to enable tho defendant to 
understand as far as possible the nature of the machine 
as to which he was to be charged under either of the 
covenants, and that it was no answer to the application 
for such particulars that the defendant's answer to the 
interrogatories was insufficient to enable tho plaintiff to 
furnish the particulars; for if tho answers were insuffi-

• 
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Cn.u. XIII. cient, they should have been objected to. But the lllain. 
tift' was allowed to inspect the rnacbines on the premises 
of the defendant, and also to examine him vivavoee.(a) 

Inspection. By 15 & 16 Viet. c. 83, s. 42, it is provided that in 

Affidnvit 
must be clear 
and precise • 

When nppli
cntion may be 
made. 

1 n~peetion 
not matter of 
courae. 

any action, in any of the superior Courts of record at 
Westminster for the infringement of letters patent, it 
shall be lawful for the Court in which such action is 
pending, if the Court is then sitting, or if it is not then 
sitting, for a judge of such Court, on the application Clf 
the plaintiff or defendant respectively, to make such order 
for an inspection, and to give such direction respecting 
such action and inspection, and the proceedings therein, 
as to such Court or judge may seem fit. 

The affidavit in support of an application for an order· 
under this section must be clear and precise. Where in 
an action for the inli·ingement of a patent for numbering 
and paging books, it was sworn in the affidavit " that the 
machine used by the d~Jfendants for paging and number
ing their books is the same for which the plaintiff has 
obtained a patent," it was held that the affidavit was too 
vague and defective, and that it ought to have stated at 
least that there was such a machine, and that the plaintiff 
had reason to believe it was an infringement.(b) 

There is no limitation in the .Act as to the time when 
the application is to be made, the enactment is general 
and applicable whenever an action is pending; an appli· 
cation therefore made before the delivery of the declara
tion is not premature. But an order for inspection will 
not be granted as of course, and the applicant must show 
that it is material and really wanted for the purposes of 

(a) Jones v. Lee, 25 L. J. 
Exch.) 241. 

• 

' 

(b) Sl~aw v. Tile Bank of 
England, 22 L. J. Exch. 26. 
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tho cause. (a) The iLspection mentioned in the statute 
is an inspection of the instruments or machinery manu
factured by the parties with a. view to evidence of 
infringement, and does not refer to an inspection of books, 
which is provided for by another Act of Parliament. (b) 
The Court will not compel the defendant to grant an 
inspection of his books, nnder 14 and 15 Viet. c. 99, 
s. 6, unless a prima facie legal right is established by the 
plaintiff, and it is not enough for the plaintiff to show 
that he has been injured, and that there is a possibility 
.of his discovering the amount of injury that he has 
suffered, if he is allowed to examine the books.(c) 

.An order will not be made, if the defendant positively 
swears that he does not use the plaintiff's invention, and 
the plaintiff does not swear that the invention is used. 
Thus in an action for the infringement of a patent for a 
mode of making veneers or mouldings, an order was 
refused, ns it was doubtful on the plaintiff's affidavit 
whether the patent .. ,.,15 for the kind of veneering, or for 
the process by which it was done; and the defendant 
positively swore that he used no machinery in his 
process. (d) 

In The Patent Type Founding Co. v. Walter, (e) 
an application to the Court of Exchequer for leave to 
inspect, and if necessary to take specimens of type, 
alleged to be made according to the plaintiff's patent, 
for the purpose of analysis, was refused. The plaintiffs 

(a) Amiea v. Kelsey, 22 L. J. 
Q. B. 84. 

(b) Vidi v. Smith, 3 1<~1. & BI. 
974. And see Smith v. Tlze 
Great We8teJ·n Railway Co., 3 
W. R. GO. 

(c) Smith v. Tlze Great West
ern Railway Co., 3 W. R. 69. 

(d) Meadow1 v. Kirl!man, 29 
L. J. Exch. 205. 

(e) 6 H. & N. 192. 

CRAP· XI IJ. 
• 

• 
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, . . . ' 
. ' ' .. 

CHAI'. Xlll. thereupon filed a. bill against the defendant, and an order 
was made for him to deliver a sample of type to tho 
plaintiffs for analysis. (a) Where the defendants refused 
to produce their books before the Master for the purpose 
of taking an account, on the ground that they were 
about to appeal, an order was nevertheless made for 
production ~nd inspection of the books. (b) 

I 1tiunction. By 15 & 16 Viet. c. 83, s. 42, it is provided that in 

Rule for in. . ' . 
JUUCtlOll IS 
rule to show 
cause only in 
firdt instunce. 

Costs. 

any action in any of the superior Courts of record at 
Westminster for the infringement of letters patent, it 
shall be lawful for the Court in which such action is 

• 

pending, if the Court be then sitting, or if the Court be 
not sitting, then for a judge of such Court, on the appli
cation of the plaintiff or defendant respectively, to make 
such order for an injunction, and to give such direc· 
tion, respecting such injunction and the proceedings 
therein respectively, as to such Court or judge may 
seem fit. 

A rule for a writ of injunction to restrain a defendant 
from infringing a patent is a rule to show cause only in 
the first instance. (c) 

It is provided, by 5 & 6 Will. IV. c. 83, s. 6, that in 
any action for infringing the right granted by letters 
patent, in ta.xjng the costs thereof, regard shall be had 
to the part of such case which has been proved at the 
trial, whicli shall be certified by the judge before whom 
the same shall be had, and the costs of each part of tho 
case shall be given according as each party has succeeded 
or failed therein, regard being had to the notice of objec· 
tions as well as the counts in the declaration, and without 

(a) S.C. Johns. 727. 
(b) Saxby v. Easterbrook, L. 

R. 7 Exch. 207. 

(c) Gittins v. Symes, 15 C. B. 
362, o. co.so which was decided 
under 17 & 18 Viet. c. 125, s. 82. 
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regard to the general l'esult of the trial. And by the CuAP. XIIl 

Patent Law Amendment .Act,(a) it is provided that, in 
taxing the costs of any action in any of the superior 
Courts at W est.minster, for infringing letters patent, regard 
shall be had to the particulars delivered in such action; 
and the plaintiff and defendant respectively shall not be 
allowed any costs in respect of any particular, unless cer-
tified by the judge before whom the trial was had to have 
been proved by such plaintiff or defendant respectively, 
without regard to the general costs of the cause, and that 
it shall be lawful for the judge before whom any such 
action shall be tried to certify that the validity of tho 
letters patent in the declaration mentioned came in ques-
tion; and the record with such certificate being given 
in evidence in any suit or action for infringing the said 
letters patent, or in any proceeding by scire facias to 
repeal the letters patent, shall entitle the plaintiff in any 
such suit or action, or the defendant in such proceeding 
by scire fact'as on obtaining a decree, decretal order, or 
final judgment, to his full costs, charges, and expenses, 
taxed as between attorney and client, unless tho judge 
making such decree or order, or the judge trying such 
action or proceeding, shall certify that tho plaintiff or de-
fendant respectively ought not to have such full costs. 
This section virtually repeals section 3 of 5 & 6 Will. IV. 
c. 83. 

Where the defendant obtained a verdict on a plea 
which went to the whole action, it was held that he was 
entitled to the general costs of the cause, deducting the 
costs of the objections on which the plaintiff succeeded 
and of the issues found for him. (b) 
' 

(a) l.'i & 16 Vil!t. c. 83, s. 43. (b) Losh v. Hague, a J\I. & W. 387. 

' 
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The defendant will not be entitJed to the costs of his 
particulars of objections, even in the case of a non-suit, 
if the judge has not certified that they have been proved. 
"These particulars," said Parke, B., "and the costs with 
respect to them, are wholly the creatures of this Act of 
Parliament; and the Act makes the judge's certificate a 
condition precedent to the recovery of such costs from the 
opposing party." (a) 

The certificate should be as to the determination of 
each objection, of which notice has been given, and not 
as to the issues. (b) 

Where the defendant pleaded that the inYention was 
not new and a verdict was given for the plaintiff, it was 
held that the validity of the patent might be considered 
to have come in question under the plea, so as to entitle 
the plaintiff to a certificate to that effect under 5 and 6 
Will. IV. c; 83, s. 3. (c) 

The judge has no power to grant a certificate after 
taxation. (d) 

If the defendant at the trial consents to a verdict for 
the plaintiff, without any evidence being given to prove 
the validity of the patent, the judge will not certify that 
the validity of the patent came in question before him, as 
the certificate would affect third parties; and it would be 
possible for two parties by collusion to consent to a ver
dict in favour of a patent, and to use the certificate after
wards to the injury of another party who was really con
testing the validity of the patent. (e) 

(a) Ho11iball v. Bloomer, 10 
Exch. 638. 

(b) Loah v. Hague, 5 M. & 
w. 387. 

(c) Gillett v. Jl'ilb!J, 9 C. & 
l'. 334. 

(d) Gillett v. Green, 7 1\1. & 
w. 347. 

(e) Stocker v. Rodgers, 1 C. 
& K. 99. 
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Where an action was brought to recover damages for 
an alleged infringement, and a compromise was made 
upon terms embodied in an order of nisi prius, and aver
dict was by agreement entered into for 40s. and costs, 
"with all usual certificates," and the judge indorsed and 
signed on the record a certificate that the record in an
other case in which the validity of the letters patent had 
come in question, and the certificate had been given in 
evidence before him, it was held that the certificate was 
improperly granted, the record and certificate in the 
former action not having been given in evidence, and it 
not being, under the circumstances, a "usual certificate" 
within the contemplation of the parties. (a) 

If a plain tift' gives notice of trial, which is afterwards 
abandoned, the defendant is entitled to the costs of pre
paring the particulars of objection and the evidence in 
support of them, as the statute applies only to cases 
where there has been a trial; where there has been no 
trial, the law stands as it did before. (b) 

Where the defendant applied for time to plead, which 
was granted upon the terms that he should take short 
notice of trial, and that the cause might be set down for 
trial before issue joined, in order that the case might bo 
tried at the next sittings, and the pleas were afterwards 
delivered, and on the application of the plaintiff a special 
jury was nominated but not struck, and the action was 
abandoned without joinder of issue or notice of trial, it 
was held that the master was right in disallowing the 
defendant's costs of preparing for the trial. (c) 

(a) Bovill v. Hadley, 17 C. B. 
(N. S.) 435. 

(b) Greaves v. Eastern' Coun-

ties Railway Co., 1 EI. & El. 961. 
(c) Curtis v. Platt, 10 Jur. 

(N. S.) 823 . 

Cu.\P. XIII. 

Trinl nban
donetl, cost9 
of particulars. 
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Retrospecth e 
account. 
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If a. cause has not been tried, tho defendant iij not 
entitled, under 6 Goo. IV. c. 50, s. 34, to the costs of a 
special jury, t'or which he haij applied. (a) 

The Court may, upon tho application of the plaintift' 
or defendant respectively, make such order for an 
account, and give such directions respecting such ac
count and tho proceodbgs therein as the Court may 
think fit.(b) 

Tho meaning of the legislature was to vest in tho 
Courts of Common Law in which actions for tho in
fringement of patent rights might bo brought tho power 
to order an injunction, inspection and account previously 
exclusively exercised by Courts of Equity; so that suitors 
might be saved the vexation, delay, and expense to 
which they had before been exposed. Tho Court may 
grant either an interlocutory order, an account of all 
articles sold during tho action, or after verdict for the 
plaintiff and as part of the final judgment, an account of 
all profits mado by tho defendant since tho commence
ment of the action, and after notice that on account 
would bo required. But tho Court has no power where 
damuges nominal or substantial have been recovered to 
order an account of profits made by tho defendant prior 
to the commencement of the action, the damagea assessed 
by the jury being considered as the compensation for 
tho loss of such profits. (c) 

No retrospective account can be granted be foro final 
judgment, but tho Court has authority to order the de
fendant pending the action to keep an account of all tho 
articles that ho sells made upon tho principle alleged to 

(a) GreafJes v, Eastem Coun
fi,·,; Railu:ay Co., 1 El. & El. 
:J;j I. 

(b) 15 & 16 Viet. c. 83, s. 42. 
(c) llulland v. For, 3 El. & 

m. 983. 
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be an infringement of the plaintiff's patent, and of the CuAP. XIII. 

profits arising therefrom until further order of tho Court; 
on condition of tho plaintiff agreeing to waive all claim 
to recover more tl1an nominal damages at tho trial of 
the action, and on condition that in case tho verdict ancl 
judgment in tho action shall be in iavour of tho de-
fendant he will pay to him the expense of keeping ~;uch 
account. (a) · 

Reasonable evidence of tho validity of tlw patent and 
of its having been infringed must be given. (b) 

As thoro can bo no order for an account of profits 
until final judgment, any prior account ordered to bo 
kept of sales pending the action can only bo ancillary to 
this account of profits; the interim account of ~;ales be
coming nugatory -if there should be a verdict anrl jmlg
ment for tho defendant. (c) 

An account will bo granted as soon ns tho veruict is 
given, and tho defendant cannot refuse to allow l1is 
books to bo inspected for tho purpose of taking an 
account on the ground that ho is about to appeal. (a) 
'Where the patentee lms obtained a verdict, nn account 
will be ordered of all pirated goods made and sold by 
the defendant, and of tho number he has in stock, and he 
will be ordered to pay over the price received for the 
articles sold and the value of those remaining in stock.( c) 

If a person adopts a. part only of a patentee's in
vention ho will be liable to account. (f) 

(a) ridi v. Smith, 3 El. & m. 
969. (b) Ib. 

(c) Holland v. For, 3 El. & 
Dl. 985. 

(d) Sa:rby v. Ea&terbrook, L. 
R. 7 Exch. 207. 

(e) Ilollantl v. For, 23 L. J. 
Q. n. 2u. 

(f) Trotman v. Wood, 16 C. 
B. (N. S.) 479. 
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CIIAP. XIII. The account will be for all profits that the defendant 
has made by selling the patented article, not of all profits 
of which the plaintiff has been deprived by the in
fringement. (a) 

(a) Elwood v. Cl!ristg, 18 C. 
D. (N. S.) 494. For form of 
rule or order, see Holland v, 

• 

Fo:r, 3 E. & n. 977; Walton v. 
Lavater, 8 C. D. (N. S.) 191. 

• 

• 



CHAPTER XIV. 

OF A SUIT IN EQUITY • 

• 

HE jurisdiction of the Court of Chancery in respect CuAr. XIV. 

of patents is founded upon the assumption of the Jurisdiction of 

legal rights of the patentee to the exclusive use of the tChhe Court of 
ancery. 

invention comprised in his letters patent ; and the Court 
exercises great latitude and discretion in dealing with 
any application made to it. (a) 

If the patentee is unable to support his patent on a 
trial to ascertain its validity, a bill to restrain the in
fringement of the patent cannot be supported. (b) 

It must be remembered that the Court now has tho 
power of determining questions of law or fact. (c) 

It was said at one time that if the title was not clear at Injunction 

I h C uld . . . .11 h may he granted 
aw t e ourt wo not grant an lDJUnctiOn, t1 t e though title not 

title was ascertained, but in the case of The Universities ~i:J~tained by 

of Oiford and Cambridge v. Richardson,(d) Lord Eldon 
refused to accede to that proposition, and said : " There 
are many instances within my own memory in which 
this Court has granted or continued an injunction to the 
hearing under such circumstances. In the case of patent 
rights if the party gets his patent and puts his invention 

(a) Bacon v. Jones, 4 M. & 
Cr. 436. 

(b) Calcraft v. West, 2 J. & 
Lat. 123. 

(c) See post, Trial of ques
tions of law or· fact. 

(d) 6 Vcs. 707. 
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into execution and has proceeded to a sale that may be 
called possession under it, however doubtful it may be 
whether the patent can be sustained ; this Court has 
lately said possession under colour of title is enough to 
enjoin and continue the injunction until it shall be proved 
at law that it is only colour of title and not real title." 

On an application for an injunction the Court has tl1e 
power to grant the injunction without more; this course 
however will not be taken when the defendant questions· 
the validity of the patent, but tho Court will either grant 
an injunction and direct the plaintiff to establish his legal 
title, or will require him to establish his legal title and 
suspend the grant of the injunction 1mtil that investiga
tion is completed, the defendant in the meantime keeping 
an account. (a) In Bridson v. Jl'.Alphze, (b) Lord Lang
dale, M.R., said: "When an injunction is asked to 
restrain the infringement of a patent, the Court has 
occasion to consider, first the validity of the patent, and 
secondly the fact of the infringement. Whore these 
two facts are established, it is within the power as it is 
the duty of the Court to grant the injunction. It de
pends on the degree of doubt which exists on those 
questions whether the Court will grant the interim in
junction. In such cases it will cautiously consider the 
degree of convenience or inconvenience to the parties by 
granting or not granting the injunction. These things 
are to be carefully considered; the right between the 
parties is a legal right, and being a legal right, the Court 
in cases where the matter is doubtful, is naturally anxious 
to obtain the decisioro of the Court of Law where the 

(a) Bacon v. Jones, 4 M. & 
Cr. 436 ; Hill v. Thompson, 3 
Mer. 626. 

(b) 8 Beav. 231. 
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matter is properly cognizable, before it interferes to pre
vent a party exercising his prima facie right. .According 
to the_ doubt which may exist in the mind of the Court 
upon the facts and according to the de~gree of inconve
nience to the parties, the Court not thinking fit to grant 
the injunction at the time, may take one of several 
courses; it may either refuse to grant the injunction 
simply, or it may refuse it on the terms of the party 
undertaking to keep an account, or it may direct the 
motion to stand over, on the terms of the plaintiff pro
ceeding to a trial at law. Where it has been determined 
that the plaintiff must first establish his right at law, the 
Court does not generally interfere with the mode of 
trying the legal question, though in some instances it 
may require the parties to make the necessary admissions 
of facts to facilitate the trial. It is to be remembered 
that the proceeding is not like the trial of an issue, but 
an action in the ordinary form, with which generally the 
Court will not interfere until the legal right has been 
determined at law. I must, however, qualify this by 
saying that in cases of overwhelming mischief, the Court 
has authority to interfere at any time." 

In certain cases an injunction if improperly granted 
might cause infinitely more mischief to the detendant 
than the delay in granting it would cause to the plaintiff, 
as where the defendant's works are very extensive, and 
in such a case the legal right must be proved beyond 
all possibility of doubt before an injunction will be 
granted. (a) 

The Court will not as a general rule grant an inj unc-

(a) Neilson v. Forman, 2 
Coop. C. C. 61, n. S. C. nom. 

X 

Neilson v. Thompson, 1 W cbR. 
P.R. 278, 

CH.H'. XIV. 

Injunction not 
granted before 
title ascer
tained if injury 
to defendant 
great. 
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tion unless satisfied, the legal right being disputed, that 
in the result, such legal right would be established, or 
the legal right not being disputed that the acts com
plained of are an infringement. (a) 

Where the plaintiff has had uninterrupted enjoymAnt 
of his patent, the court will not look into the title, but 
will give credit to it, and 'vill continue an injunction to 
restrain infringement until it has been shown that the 
title is bad. (b) 

In Hicks v. Raincock,(c) a demurrer to a bill, on the 
ground that the plaintiff had not established his title at 
law, was overruled. 

In Hill v. Thompson, (d) Lord Eldon said: " Where a 
patent has been granted, and an exclusive possession of 
some duration under it, the Court will interpose its in
junction without putting the party previously to esta
blish the validity of his patent by an action at law. But 
where the patent is but of yesterday, and upon an appli
cation being made for an injunction, it is endeavoured to 
be shown in opposition to it that there is no good speci
fication, or otherwise that the patent ought not to have 
been granted, the Court will not from its own notions 
respecting the matter in dispute act upon the presumed 
validity or invalidity of the patent without the right 
having been ascertained by a previous trial, but will send 
the patentee to law and oblige him to establish the 

(a) The Electric Telegraph 
Co. v. Nott ; 2 Coop. C. C. 48 ; 
Wood v. Cockrell, ib. 58, n. ; 
Jones v. Pearce, ib. 1 Webs. 
P. R. 122; Renard v. Levin
steiTz, 2 H. & M. 628. 

(b) Boulton v. Bull, a; Yes. 

140; Harmer v. Plane, 14 Yes. 
13U; Bickford v. Skewes, 4 M. 
& Cr. 500. 

(c) 2 Dick. 647. 
(d) 3 Mer. 622; 1 Webs. P. 

R. 236. 
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validity of his patent in a court of law before it will grant CuAP. XIV. 

him the benefit of an injunction." 
In Caldwell v. Vanvlissingen, (a) Sir G. Turner, V.C., 

said: "It is part of the duty of this Court to protect pro
perty pending litigation ; but when it is called upon to 
exercise that duty, the Court requires some proof of title 
in the person who calls for interference. In the case 
of a new patent, this proof is wanting: the public whose · 
interests are affected by the pa.tent have had no opportu-
nity of contesting the validity of the patentee's title, and 
the Court therefore refuses to interfere until his right 
has been established at law. But in a case where there 
has been long enjoyment under the patent (the enjoy-
ment of course including use) the public have had the 
opportunity of contesting the patent; and the fact of 
their not having done so successfully affords at least 
prima. facie evidence that the title of the patentee is 
good ; and the Court therefore interferes before the right 
is established at law."(b) 

The Court will not on any suggested defect in the 
specification allow the patentee's privilege to be disturbed 
until the title has been decided. (c) 

Where a legal right exists the Court cannot refuse to 
interfere for its protection upon groimds which depend 
exclusively upon considerations of national policy. (d) 

A patentee does not lose his title by exclusive en
joyment because he has omitted to proceed by scire 

(a) 9 Hare, 424. 
(b) See also Stevens v. Keat

ing,2 Ph. 335; Newall v. Wilson, 
2 D. M. G. 291 ; Bovill -v. 
Goodier, L. R. 2 Eq. 200; 

Curtis v.Cutts, 2 Coop. C. C. 60, n. 
(c) Muntz v. Foster, 2 Webs. 

P.R. 95. 
(d) Caldwell v. Vanvlissingen, 

9 Hare, 215. 



• 
CIIAP. XIV. 

Injunction 
after verdict. 

308 SUIT IN EQUITY • 

facias to set aside a subsequent patent extending to part 
of his invention, unless such subsequent patent is put 
in practice. (a) If the patentee has not only proved en
joyment under the patent, but has also successfully 
maintained actions at law against infringers, the Court 
will at once grant an injunction, unless there are suffi. 
cient grounds for withholding its interference.(b) 

.An allegation which is not denied that the defendant's 
circumstances are such as to render it improbable that 
he would be able to meet the pecuniary demands to 
which he would be liable if unsuccessful in establishing 
his alleged legal right, is an additional reason for granting 
an injunction under such circumstances. (c) If however it 
appears from the nature of the invention, or from the 
conflicting evidence as to its novelty, that the validity 
of the patent is doubtful, or if the evidence of exclusive 
possession is not satisfactory, an. injunction will not be 
granted although the patent is of long standing. (d) 

Where the plaintiff has been directed to ascertain the 
validity of the patent and has obtained a vercict, an in
junction will be granted almost as a matter of course, (e) 
and where a motion that the verdict should be set aside 
and a nonsuit entered had failed, Lord Lyndhurst said 
that it was a matter of course that the injunction should 
issue till the hearing. (f) 

(a) Newall v. Wilson, 2 D. 
M.G. 290. 

(b) Caldwell v. Vanvlissingen, 
9 Hare, 425 ; Davenport v. Gold
berg, 2 H. & :M. 282; Bovill v. 
Goodier, L. R. 2 Eq. 200. 

(c) Newall v. Wilson, 19 L. T. 
(N. S.) 161. 

(d) Collard v. Allison, 4 M. 
& Cr. 487. 

(e) Neiloon v. Harford, 1 
Webs. P.R. 373. 

(f) Russell v. Cowley, 2 Coop. 
C. C. li9, n. 

" • 
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If a trial has been directed the result of which is not CnAP. XIV. · 

conclusive as to the right of the patentee, he must pro-
ceed again to prove his right, but no terms will be im-
posed on him, and the Court may grant an injunction at 
once, as more evil may be done to the plaintiffs by de-
laying the injunction than to the defendants by granting 
it, even if the patent afterwards turns out to be bad. (a} 

If after an injunction has been granted upon the Terms. 

terms of the plaintiff's ascertaining his legal right, he 
does not proceed to trial, the injunction will be dis
solved.(b) 

Where the plaintiff is assignee of the patent the Court Assignee. 

may on directing a trial instead of granting an injunc-
tion, order the defendant to admit the plaintiff's title to 
the patent,(c) but where the plaintiff is merely equitable 
assignee no admissions will be required. (d) 

Before an injunction will be granted a fair prima facie Infringement 
• mustbeshown. 

case of infringement must be proved, even though the 
validity of the patent is not denied; and where the evi-
dence on the question of infringement is conflicting, an 
injnnction will not be granted until it has been ascertained 
by a trial that the acts complained of amount to an in-
fringement of the patent. (e) 

Where the alleged acts of piracy have taken place 

(a) Boulton v. Bull, 3 Ves. 
140; Neilson 1. Harford, 1 
Webs. P. R. 373; Bridson v. 
Beneclie, 12 Beav. 7; Lister v. 
Leather, 3 Jur. (N. · S.) 433; 
Baxter v. Combe, 3 Ir. Ch. 245. 

(b) Bicliford v. Slicwes, 4 M. 
& Cr. 501. 

(c) Morgan v. Seaward, 1 

Webs. P. R. 169. 

(d) Pidding v. Franlis, 1 Mac. 
& G. ll6. 

(e) Hill v. Thompson, 3 Mer. 
626; I Webs. P.R. 236; Brid
son v. McAlpine, 8 Bcav. 230; 
The Electric Telegraph Co. v. 
Nott, 2 Coop. C. C. 41 ; Caldwell 
v. Vanvlissi11gen, 9 Hare, 424. 
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CuAP. XIV. abroad it becomes the duty of the defendant to give evi
dence of a negative character to prove (in answer to the 
p1·ima facie case made by the patentee) that his process 
is different from that which has been patented, and where 
such negative evidence was not given by the defendant, 
but positive evidence on behalf of the patentee was given 
by a workman employed in the foreign manufactory that 
the processes were identical, it was held that there was 
sufficient ovidence to warrant the grant of an injcnc. 
tion. (a) 

The length of time for which the patentee has had ex
clusive enjoyment will influence the Court in granting an 
injunction where there is a prima facie case of infringe
ment. (b) 

If the patented article is made sl-,road, and is sent to 
this country for shipment to foreign customers, there will 
be such a user of the invention as to entitle the patentee 
to an injunction. (c) 

It is no answer to a motion for an injunction that the 
defendant has volunteered to keep an account; (d) nor 
that he has promised not to repeat the infringement. (e) 

Where the Court is of opinion that the plaintiff is en· 
titled to a decree at once, the final order will not be de
layed pending an appeal. (j) 

Two patents. Where two parties have obtained patents for the same 
invention the Court will not interfere to prevent either of 

(a) Neilson v. Betts, L. R. 5 
H.L.l. 

(b) Davenport v. Richard, 3 
L. T. (N. S.) 603. 

(c) Betts v. Neilson, L. R. 3 
Ch. 429 ; Neilson v. Betts, L. R. 
6 H. L. I. 

(d) Renard v. Lev1'nstein, 2 
H. & M. 628. 

(e) Losh v. Hague, 1 Webs. 
P. R. 200; Geary v. Norto11, 
1 De G. & S. 9. 

{f) Penn v. Bibby, L. R. 3 
Eq. 308. 
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them from doing what he has a right to do by the act of CaAP. XIV 
• 

the Crown, but wil1 leave them to try their legal right by 
scirefacia.s. (a) 

The conduct or admissions of the defendant may be AdmiRsions of 

such as to show that he has admitted the validity of the defendant. 

patent. Thus where the plaintiff and defendant had 
worked the patent as partners tmder circumstances which 
afforded a presumption that, during the continuance of 

· the partnership the defendant had not disputed that the 
• 

patent was valid, the Court, upon an interlocutory appli-
cation for an injunction, assumed that the patent was 
valid; (b) and where the defendant had not contested the 
validity of the patent when the plaintiff had raised the 
question in a previoua suit of which the defendant had 
knowledge, it was held that the conduct of the defendant 
entitled the plaintiff to an injunction until the validity of 
the patent could be ascertained. (c) 

In Dudgeon v. Thompson(d) the plaintiff in the year 
1872 commenced proceedings against the defendant in 
Scotland, and the Lord Ordinary granted an interdict 
which was afforded by the Court of Session in 1873. On 
an application for an injunction, Sir G. Jesse!, M. R., 
said: "The Court can grant an injunction before the 
hearing where the patent is an old one and the patentee 
has been in long and undisturbed enjoyment of it, or 
where its validity has been established elsewhere, and the 
Court sees no reason to doubt the propriety of the result, 
or where the conduct of the defendant is such as to 

(a) Copeland v. Webb, 11 W. 
R. 134. See also Basket v. 
Cunningham, 2 Eden, 137. 

(b) Muntz v. Grenfell, 2 
Coop. C. C. 61, n. 

(c) Betts v. Menzies, 3 Jur. 
(N. S.) 357. 

(d) 30 L. T. (N. S.) 244. 

• 
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• • • 
' ·. ' . ' 
' 

CnAP. Xl!V. enable the Court to say, that, as against the defendant 
himself, there is no reason to doubt the validity of the 
patent." 

Injunction If the patent is new, and if it has not acquired the 
may b~ granted , • • 
though patent sanction of enJoyment, the Court Wlll as a rule, however 
recent. 

Injunction not 
granted where 
trinl ordered, 

• 

plain the case may be, exercise its own judgment upon 
the subject until the plaintiff has established his legal 
title. (a) 

But the Court has power to grant an injunction to re
strain the infringement of a recent patent without re
quiring the patentee to establish his right, if it appears 
that such a course will do justice between the parties. (b) 

Where an action has been brought to establish the 
validity of a patent, and it has been referred to arbitra· 
tion, the award of the arbitrator will be considered as 
equivalent to a verdict establishing the validity of the 
patent against which there has been no motion for a new 
trial. (o) 

Where the award is that the patent is not illegal the 
defendant in a subsequent suit between the same parties 
is not estopped from disputing the validity of the patent. (d) 

An injunction will not be granted after the patentee 
has been directed to ascertain his right by a trial until 
the title is fully decided. Thus; after the patentee had 
obtained a verdict in an action; an application to revive 

(a) Hill v. Thompson, 3 Mer. 
626 ; 1 Webs. P. R. 236 ; Cald
well v. Vanvlissingen, 9 Hare, 
424. 

(b) Bacon v. Jones, 4 M. & 
Cr. 436; The Electric Tele
graph Co. v. Noll, 2 Coop. 
C. C. 49; Gardner v. Broad-

bent, 2 Jur. (N. S.) 1041; Clark 
v. Ferguson, I Giff. 184; Renard 
v. Levir.stein, 10 L. T. (N, S.) 
176. 

(c) Lt'ster v, Eastwood, 26 L. 
'1'. 4. 

(d) Newall v. Elliott, 9 Jur. 
{N. S.) 359. 

• 
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an injunction was ordered to stand over until the result CnAr. XIV. 

of a motion for a new trial, which the defendant intended 
to make, should be known. (a) . 

The plaintiff is not precluded from asking for an in- Injunction at 
. t th h . b th 1!. t f h' t h . the hearing. junction a e earmg, y e 1ac o 1s no avmg ap-

plied for it on an interlocutory motion; he must show his 
title clearly, and if he fails in that and has not previously 
obtained an injunction, he will not be allowed to use the 
facts proved in the cause as evidence of a 'lm:ma. facie 
case. (b) ' ' Generally speaking," said Lord Cottenham, 
" a plaintiff who brings his cause to a hearing is expected 
to bring it on in such a state as will enable the Court to 
adjudicate upon it, and not in a state in which the only 
course open is to suspend any adjudication until the party 
has had an opportunity of establishing his title by pro-
ceedings before another tribunal." (c) 

.An injunction will not be made perpetual until the 
validity of the patent has been conclusively established. (d) 

.A patentee who discovers that his patent is b~ing in- De.Iay and ac

fringed must proceed to assert his rights at once, and qUiescence. 

where there has been delay, an injunction will not be 
granted until the plaintiff has proved his title, even t.aough 
the Court is in his favour, on the question of the validity 
of the patent. 

But he will have some time allowed him for the purpose 
of making inquiries. Thus where the plaintiff received 

(a) Hill v. Thompson, 3 Mer. 
631; 1 Webs. P. R. 238; Col
lard v. Allison, 4 l\f. & Cr. 487; 
Bridson v. IIF Alpine, 8 Beav. 
229. 

(b) Bacon v. Spottiswoode, 1 
Beav. 382. 

(c) Bacon v. Jones, 4 l\f. & 
Cr. 437. Aml see Patent Type 
Founding Co. v. Walter, Johns. 
731. 

(d) Hill v. Evans, 4 De G. F. 
& J. 288; s Jur. (N. S.) 525. 



814 SUIT IN EQUITY. 

CsAP. XIV. notice that his patent was being infringed on the 28rd or 
March, and inquiries were made and some correspondence 
took place between the parties, and the bill was not filed 
till the 7th of July, it was held that there had not been 
such delay as to deprive the plaintiff of his right to an 
injunction. (a) But where the plaintiff knew of the 
alleged infringement in Augast, 1835, and did not apply 
for an injunction till the year 1889, the Court refused 
either to grant the injunction or to retain the bill; Lord 
Cottenham, L. C., said : a It is no trifling grievance to a 
defendant to have a chancery suit hanging over him for 
four years, in which, if the Court shall so determine at 
the hearing he will have to account for all the profits he 
has been making during the intermediate period. Is a 
defendant to be subject to this annoyance without any 
absolute necessity or even any proportionate advantage 
of his adversary, and without that adversary being able 
to show any reason why he did not apply at an earlier 
time ? It appears to me that it would be very injurious 
to sanction such a pmctice, more especially when I can 
find no case in which the Court has thought it right to 

retain a. bill simply for the purpose of enabling a plaintiff 
to do that which this plaintiff might have done at any 
time within the last four yea"s." (b) And where the 
plaintiffs delayed making their application for a year, the 
injunction was refused, Lord Langdale saying: " I think 
that e party coming for the assistance of this Court to 
protect a legal right not absolutely established, against 
the party who is alleged to have infringed it, ought to 
come at an early period, I do not say at the earliest possible 

(a) Losh '1'. Hagr~, 1 Webs, (b) Bacon v. Jo11ett 4 1\I, & 
P. R. 201. Cr. 436. 
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period, because that would be putting an application for 
an injunction on notice, where all parties have an oppor
tunity of being hoard in the same condition, as an in
junction eJJ parte, which it would not be expedient to do. 
The rule of this Court is very strict that you must apply 
in proper time." (a) 

In Bovill v. Orate(b) an injunction was refused al· 
though the delay was caused by the difficulty the plaintiff 
had found in selecting a person to proceed against from 
a number who had infringed the patent. 

If a patentee is aware that any person is about to use 
what he alleges to be his invention and he allows him to 
go on and expend money i~ erecting machinery and to 
use it, he will not be entitled to an injunction. (c). 

Wltere the patent has expired the defendant may 
upon a motion to commit for breach of the injunction 
,._ltow that by the expiration there is no longer any order 
of the Court existing which he has infringed. (d) But an 
injunction may be granted to restrain the sale, both 
before and after tho expiration of the term limited by the 
patent, of machines piratically manufactured while the 
patent is in force with a view of throwing them upon the 
market when the patent has expired. (c) 

The invalidity of a patent on the ground of tho 
expiration of a foreign patent cannot be raised at 

(a) Bridson \', Benecke, 12 

Bcav. 1. And sec Ba.rter v. 
Combe, 1 lr. Ch. 284; Hancock 

v. Bewley, Johns. 601 ; Smith '"· 
London and South Westem Rail

way Co., Kay, 417. 
(b) L. R. 1 Eq. 388. 
(c) Neilson v. Thompson, 1 

Webs. P. R. 27/i. 

(d) Duro'"· Eley, L. H. 3 Eq. 
496. 

(c) Cros/lley '". Bererlcy, 1 R. 
& li. 166, n.; 1 Webs. P. R. 
119; Price's Patent Candle Co. 

v. Bauu·en's Patent Candle Co., 

4 K. & J. 731. 

CHAP. XIV. 

Patent ex
p~. 
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the hearing if the point has not been raised by the 
answer. (a) 

.A manufacturer will not be restrained from selling, as 
the plaintiff's machines, "with the latest improvements," 
old machines manufactured and sold by the plaintiff with
out such improvements. (b) 

Formerly when a question of law or fact arose during 
the trial of a. suit in equity, it was necessary to state a 
case for the opinion of a Court of Law on the legal 
question, or to direct an issue as to the question of fact, 
or to direct an action to be tried at lu.w if a mixed question 
of law or fact was raised, the bill bdng retained until the 
points in dispute were settled. By 15 and 16 Viet. c. 
d6, ss. 61 n.nd 62, power was given to the Court of 
Chancery to determine any question of law which in the 
judgment of the Court should be necessary to be decided 
previous to the decision of the equitable question at issue 
between the parties, and also to determine the legal title 
or right of any party seeking equitable relief. By 21 and 
22 Viet., c. 27, power was given to the Court to try 
questions of fact before itself either with or without a 
jury. These powers were enlarged by 25 and 26 Viet. 
c. 42 which enacted that the Court, should determine every 
question of law and fact incidc,nt to the relief sought, at 
the same time giving it power to direct issues to be tried 
at assizes when more convenient. 

Where the validity of the patent had already been cs· 
tablished in an action, an issue was directed to try whether 
the plaintiff was the true and first inventor. (c) 

(a) Bovill v. Goodier, L. R. 
2 Eq. 195. 

(b) Wilcoz ~- Gibbs Sewing 

:Machine Co. v. Wood, 20 L. T. 
(N. S.) 10. 

(c) Bovill v. Goodier, L. R. 
2 Eq. 195. 
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The effect of the .Act is simply to say that the Court CnAr. XIV. 

shall not send away any case to be tried elsewhere, its Eff~ctofthe 
powers are not limited. The plaintiff will be entitled to act. 

an injunction if be can show long and quiet enjoyment of 
the patent, or if he has successfully supported it in an 
action, and the Court will now enter into the question of 
validity on a motion for an injunction. (a) 

Issues will not be directed to be tried at assizes unless 
the balance of convenience is greatly in favour of such a 
course. In Young v. Fernie (b) Lord West bury said : cr I 
construe the statute as laying down the rule for the future 
that these things shall be beard and determined in this 
Court. The proviso operates by way of exce, tion only 
to the rule; and in order to bring a case within the 
proviso, the Court must be satisfied that the administra
tion of justice in the particular suit may be more conve
niently exercised and promoted by directing issues to be 
tried by a jury at the assizes or at any sittings in London 
or Middlesex for the trial of issues in the Common Law 
Courts, than by completing the hearing and enquiry 
before itself. In a patent case particularly, and in this 
case, having regard to the nature of the questions raised, 
I do not think that anything more inconvenient can be 
suggested than that where there are mixer! questions of 
law and fact, the one bound up with tbP utberand scarcely 
capable of being separated, an attempt should be made to 
cut the cause in halves and to send one half of it to be tried 
by a jury in a Court of Common Law, reserving the other 
half for the determination of this Court." (c) 

The usual issues may be granted before the hearing of Grantofisaues. 

(a) Dat•enport v. Jepson, 1 
N. R. 173. 

(b) 1 De G. J. & S. 354. 

(c) .And sec Fenu·e v. Young, 
L. R. 1 H. L. 63; Copeland v. 
Webb, 1 N. R. 119. 
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the cause, although the defendant denies the validity of 
the patent. (a) Issues will not be granted at the request 
of the defendant when the motion is opposed by the 
plaintiff. (b) 

The Court may direct separate issues to be tried 
before itself; the practice is not to be considered as 
peremptory, but is to be regarded as nothing more than 
a convenient mode of arranging the questions to be 
decided by the Court. (o) 

.A defendant will not be allowed to add a totally new 
issue of fact not in any way suggested by his answer, to 
the issues which have been already directed for trial, and 
it appears that to raise such new issue the defendant 
must file a supplemental answer. (d) 

The forms of issues usually adopted are those ordered 
to be tried in Davenport v. Jepson, (e) as follows:-

1st. Whether the invention in the pleadings men
tioned was the working or making of any manner of new 
manufacture which others at the time of making the 
letters patent of the day of 18 in the 
pleadings mentioned did not use ? 

2nd. Whether the grantee of the said letters patent 
was the true and first inventor of the said new manu
facture? 

3rd. Whether the specification particularly described 
and ascertained the nature of the invention for which 
the said letters patent were granted, and tho manner in 
which the same is to be performed ? 

(a) Arnold v. Bradbur!J, L. 
R. 6 Ch. 706. 

(b) Henderson v. Runcorn 
Soap and Alkali Co., 19 L. T. 
(N. 8.) 277. 

(c) Curtis v. Platt, 11 L. T. 
(N. S.) 250. 

(d) Morgan v. Fuller, L. R. 
0 

2 Eq. 296. 
(e) 1 N. R. 307. 
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4th. Whether the said defendant A. B. has infringed 
the said letters patent ? 

In Renard v. Leuinstein, (a) another issue was added, 
viz, was the invention one of public utility? (b) 

• 

An issue may be granted to determine whether the 
invention described in the specification is that for which 
the patent is granted, and the form is as follows : 
Whether Her Majesty the Queen did grant the lette:r:s 
patent, dated the day of 18 for the alleged 
invention as described and claimed by in the speci-
fication of the letters patent granted to him for . (c) 

The plaintiff upon trial of issues is entitled to adduce 
evidence in reply for the purpose of rebutting the case 
set up by the defendant, as it is impossible for him to 
know the nature of the evidence which will be pro
duced, but after his evidence in reply has been given, 
and the evidence for the defence has been summed up, 
the defendant will not be allowed to bring further 
evidence to contradict that given by the plaintiff's wit
nesses in reply. (d) 

If the case is clear, the Court will determine the 
question of fact without reference to a jury. Where the 
issues raised have already been determined, the defendant 
has no right to have them referred to a jury ex debito 
justitice. But where there is really a doubtful case, the 
Court will not refuse to have the question decided by a 
jury if either party wishes it. (e) "If," said Lord 

(a) 11 L. T. (N. S.) 766. 
(b) See also Spencer v. Jack, 

11 L. T. (N. S.) 242; Petm v. 

Jack, 14 L. T. (N. S.) 496. 
(c) Needham v. Oxley, 2 N. 

R. 232. 

• 

(d) Penn v. Jack, L. R. 2 Eq. 
314. 

(e) Davenport v. Goldberg, 2 
H. & 1\I. 282. 

CnAP. XIV. 

Evidence. 

• 

Righttoajury. 
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CuAP. XIV. Cairns, "the Court thinks it best that a question should 
be tried before a jury, a jury can be had, but if in the 
opinion of the Court a trial without a jury ill preferable, 
neither party can claim a jury as a matter of right. It 
is a fallacy to sa.y that under the old practice the Court 
required a legal question to be tried by jury. What it 
required was the judgment of a Court of Common Law. 
In most cases it was a necessary incident to proceedings 
at law that there should be the verdict of a jury before 
judgment, but these cases were sent to law not that they 
might be tried by a jury, but because this Court had not 
jurisdiction to decide upon a legal right. (a) 

When the plaintiff's counsel made charges which were 
not raised by the pleadings, and the defendant's counsel 
thereupon asked for a jury, the application was acceded 
to, and the cause ordered to stand over. (b) 

When the Court is sitting without a jury, it will not 
require the same strictness in matters of pleading as 
would be necessary in a trial before a jnry, but will 
follow that course of procedure which it deems best to 
diminish expense, and to hasten the determination of the 
suit. Thus where the defendant gave no notice of 
objections to the patent on the ground of prior publica
tion up to the time of proving the cause, and only gave 
notice of such objection after the plaintiff's case was 
closed and his own had been opened, a motion by 
him to amend his particulars of objections by an alle
gation of prior publication in a given document was 
allowed. (c) 

(a) Bovill v. Hitchcock, L. 
R. 3 Ch. 417. And see Patent 
Marine Inventions Co. v. Chad
burn, 21 W. R. 745. 

(b) Tangye v. Stott, 14 W. R. 
128. 

(c) Renard v. Levinstei11, 11 
L. T. (N. S.) 505. 
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It appears that it is not necessary to certify for a special 
jury, when questions of fact are tried before the Court 

itself. (a) · 
After tho jury have delivered their verdict on a given 

issue, the Court of Appeal will not, except on a motion 
for a new trial, or a motion for a judgment non obstante 
veredicto enter into tho question and set nsido tho verdict 
of the jury, nncl tho same rule holds good upon a trial 
before a judge alone. (b) 

Thoro is tho same right of appeal from any order of 
the Court on nn application for a now trial as from any 
other order, (c) and tho proviso applies equally whether 
tho trial was with or without a jury. (d) 

Tho verdict of a judge is of tho same effect as tho 
verdict of a jury, and any person mav apply for a now 
trial~ either to tho judge before whom tho trial was had, 
or to the Court of Appeal in Chancery. (c) 

An appellant may move for a new trial within the 
time allowed for that purpose, although the decree 1ms 
been enrolled. (j) 

\\"hero tho issue,; raise mi.'i:od oucstions of ]aw and • 
fact, if tho decision of one of tho questious uiscusscd i.c~ 

sufficient to dispose of tho caso, final juugmcnt may be 
given without orde1ing a new h·ial. (!/) 

(a) Neetf!wm v. O.rlt•fj, 2 N. 
It 388. 

(b) Feruie v. Young, L. It I 
H. L. 63; Simpsoil "· Ilolliday, 
ib. 315. 

(e) 21 & 22 Viet. c. 27, s. 3. 
Sec nlso Simp.voll ,. • 1/ullit!ag, 
L. It I II. L. 315 ; Curti., , .. 
Platt, ib. 337. 

y 

(tl) ( 'urtis ,.. l'latt, L. It. l 
II. I.. 3:J7. 

(t·) :!I & 22 Yil-t. ('. 27, s. 

5. Sec nlso Fani1• v. Youug, 
L. H. 1 II. J,. G3 : Curti.v ,., 
Platt, i/J. 337. 

(f) Femie \', limug, L. It 1 
II, L. 63. 

(g) Simpson \', /lollida!J. L. 
H. I II. L. !lJ::i. 

CuAr. xnr. 

:.1 cw trial. 

Dt•c·ree cu .. 
roUe<.!. 

• 
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Where a new trial is moved for on the ground that 
evidence has boon improperly rejected; the evidence 
01'ght to have been formally tendered to the judge of 
the Court below and rejected by him. (a) 

The trial of questions of fact and the hearing of the cause 
should not be fixed for the same day except by consent. (b) 

The plaintiff must before the trial deliver particulars 
of the breaches complained of by him, and the defendant 
must deliver particulars of any objections on which he 
means to rely at the trial. (c) 

If the particulars and the ple~ings give the defendant 
fair notice oi the case intended to be made against him 
by the plaintiff, they will be sufficient. (d) Where the 
particulars merely mentioned certain machines made by 
tho defendants, they were held to be sufficient. (e) The 
defendant must in his particulars of objections, put tho 
plaintiff in possession of all he himself knows, so far as 
to enable him to identify the instances alleged, tho 
principle of the court being to prevent the plaintiff from 
being taken by surprise. (j) 

Where the defendant had been ordered upon the 
application of tho plaintiff to file amended particulars of 
objections stating " the names and addresses of the 
persons by whom, and the places where, and the datos at, 
and tho manner in which" there had ·been alleged nser 
prior to the date of a patent for improvements in carriages, 
tho alleged invention being that tho apparatus for open· 

(a) Pewl v, Bibby, L. R. 2 
Ch. 127. 

(b) Fernie v. Young, I~. H. I 
H. L. 63. 

(c) I5 & I6 Viet. c. 83, s. 41. 
Antl sec ante, p. 287, ns to prac
tice at lnw. 

(d) Renarrl v. Levinstein, 11 
L. '1'. (N. S.) 505. 

(c) Needham v. Oxley, I II. & 
M. 248. 

(f) Curtis v. Platt, 8 L. T. 
(N. S.) 38. 
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ing and closing the heads of cal'l'iages could be worked CnAr. XJV, 

by a coachman or person sitting on the driving seat, or 
by a person sitting behind the carriage; objections that 
similar head-joints had been commonly used and applied 
for the same purposes by carriage builders generally 
throughout Great Britain, long before the date of the 
plaintiff's patent, and that head-joints similar in form 
and action to those described in the plaintiff's specification 
had been actuated in their motions by lever handles and 
connecting rods before the date of the patent, in catTiages 
fitted up or constructed by various carriage builders in 
or near London, Liverpool, Manchester, Southampton, 
and various other of the principal towns of Great Britain, 
where the carriage building trade had been carried on; 
were held to be insufficient. (a) 

It appears, however, that where the objection points 
to the public use of a particular preparation, the words 
"by various makers in or near London" might be 
sufficient, and that if the defendant cannot give the 
names of the makers in or ncar London, etc., he will be 
required to specify the class or classes of invention with 
respect to which the alleged prior user has taken 
place. (b) 

The defendant will not bo required to deliver parti
culars of objections where replication has been filed and 
tho Court has refused to direct issues. (c) 

Where tho novelty of the invention is denied by the 
answer, the plaintiff has no right to a discovery of the 
particulars on which the defendant relics as showing prior 
user. (d) 

(a) liiorgan v. Fuller, L. U.. 2 
Eq. 297. 

(b) lb. 

(c) Bovill v. Gooditr, L. R. 1 
EtJ. 35. 

(d) Daw ,., Eley, 2 H. & M. 
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Tho following is the form of order for tho delivery of 
particulars : " Ordered that the plaintiff do on or 
before the day of inst. deliver to the solicitor 
of the s~id A. B. particulars in writing, of the breaches 
oomplained of, and that the said defendant A. B. 
do on or before the day of inst. deliver to 
tho plaintiff's solicitor, particulars in writing of any 
objections on which he means to rely at tho trial hcreLy 
directed." (a) 

No evidence can be given in support of any alleged 
infringement or of any objection impeaching tho validity 
ofthe patent which is not contained in the particulars.(b) 

The defendant will not be allowed to produce evidence 
of prim· user not disclosed by tho objections, even though 
it has only come to his knowledge since they were 
delivered; but leave will be given on short notice of 
motion, to amend the particulars, so as to introduce such 
newly discovered evidence, the defendant paying tho 
costs of the application. (c) 

It is not necessary for the plaintiff to set out tho speci
fication of his patent in the pleadings. Where the bill 
stated that the plaintiff had obtained a patent for new 
and improved machinery for preparing and spinning hemp, 
flax, and other fibrous substances, and that in his speci· 
fication he had set forth, described and ascertained the 
nature of his invention and the several parts thereof, and 
by what means the same was to be performed, and referred 
for greater certainty to tho specification and also alleged 

725; Bot•ill v. Smith, L. R. 2 
Eq. 459. 

(a) Davenport"· Jtpson, I N. 
u. 307. 

(b) I5 & 16 Yiet. c. 83, 8, 41. 

(c) Daw "· Eley, L. R. 1 Eq. 
38 ; Re11ard v. Levinsft in, 13 
,V, R. 229; Pcm1 v. Bibb.'!· J,. 

It 1 E'l· 548. 
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that tho plaintiff had been for ton years in the exclusive CnAr. XIV. 

enjoyment of the patent and had established his legal 
title by repeated actions, a general demurrer for want of 
equity was overruled. (a) 

Nor is it necessary that there should be an express 
1\VCrment of the novelty of the invention, as tho allegation 
of the grant and production of the letters patent throw 
upon tho defendant tho onus of disputing the novelty. (b) 

Where a bill was filed to restrain the infringement of Double plcn. 

a. patent, and for an account, and the defendants wero 
desirous of disputing the validity of the patent, on the 
grounds that so far as the invention was now, it was 
useless, and that so far as it was useful it was not new, 
tho defendant was allowed to plead first that the invention 
was not useful; secondly, that it was not new. (c) 

Before a double plea can be put in, tho defendant must Order must be 
obtained. 

obtain an order for leave to do so, and if the plea is 
filed without an order, it is irregular and liable to be 
overruled. ( cl) 

The assignee of a patent may maintain a suit to restrain Partir~. 

infringement against the assignor and subsequent licensees 
from him, who have notice of tho assignment, although, 
when tho suit was instituted, tho assignment bad not been 
registered. (e) 

The directors and managers of a company are proper 
parties. (f) 

(a) Kay v. Marshall, 1 1\[. & 
Cr. 373 ; JVestltead v. ](eene, 1 
Beav. 287. 

(b) Amory v. Brown, L. R. 
8 Etl· 663. 

(c) Kay v. 1llarsltull, 1 Keen, 
190. 

(d) fll, 

(c) Hassall ,., Wrigltt, L. R. 
10 E11. 509. 

(f) Betts ,.. De ritre, 34 L. 
J. Ch. 289. 
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Where a company had been formed for the purchase of 
the plaintiff's patent, and no wdtten contract had been 
signed, and no assignment had been executed by the 
plaintiff, but the company claimed some equitable interest 
in the patent; a demurrer to a bill, to which the company 
hoo been made defendants, on the ground of misjoinder 
of parties, was overruled. (a) 

If the patent has been infringed by several persons 
who have no connection with each other, there must boa 
separate bill against each person who has infringed; (b) 
the Court will in such a case direct tho suits to be con
solidated, if possible. Thus, where a paten teo had filed 
134 bills; upon a motion by 19 of tho defendants, that 
the plaintiff should proceed in such one only of tho suits 
as he shouia select for the purpose, until such suit should 
have been determined, or until tho validity of the patent 
should have been decided, and that the proceedings in the 
other suits should in the meantime be stayed, the defen
dants undertaking to abide by tho result of tho suit to bo 
selected, so far as the validity of tho patent was concerned, 
in like manner as if the same result had been anived at 
in the several suits; a trial of tho validity of tho patent 
as against the plaintiff and the several d.ofendants before 
the Court, to bo conducted by three of tho defendants 
representing different classes of infringers, on behalf of 
the remainder, all objections to be delivered within a 
fortnight; was ordered, with liberty for defendants in any 
of the other suits to apply to be made parties. (c) 

In a similar case, Sir W. P. Wood, V. C., suggested 
that the plaintiff, instead of filing many bills, might, after 

(a) Westhead v. Kee11e,1 Benv. 
287. 

(T1) Dillyv.Doig,2Ves.J.478. 

{c) Foxwell v. Webster, 10 
Jur. (N. S.) 136; 2 Dr. & Sm. 
250. 
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getting information of case after case of infringement, 
select that which he thought the best to try the question 
fairly, and proceed in that case to obtain his interlocutory 
injunction, at the same time writing to the others who 
were in. simili casu, saying : " A ro you willing to take 
this as a notice to you that tho preseLt case is to doter· 
mine yours ? Otherwise I shall proceed against you by 
way of interlocutory injunction; and if you do not object 
on the ground of delay, I do not mean to file bills 
against all of you at once. Am I to understand that you 
make no objection of that kind? If you do not object, I 
shall file a bill against only one of you." (a) 

Tho plaintiff, in apnlying for an injunction ca: pw·to, 
wust swear as to his belief that ho is tho original inven· 
tor; for although when ho obtained his patent, ho might 
very honestly have sworn as to his belief of such being 
tho fact, yet circumstances may have intorvenou, or infor· 
mation been communicated, sufficient to convince him that. 
tho patent was not his own original invention, anu that 
ho was under a mistake when he made his previous 
declaration to that effect. (;J) Tho reason that such un 
affidavit is required, is that the injunction asks that a 
legal title may be protected, which legal title ought to 
be sworn to, and tho facts supported before tho Court.( c) 
The motion may be ordered to stanrl over, to allow such 
an affidavit to be made. (d) 

(a) Bovill v. Crate, L. R. 1 
Eq. 391. 

(b) Per Lord Eldon in llill v. 
Thompson, 3 1\Icr. 624; 1 W cbs. 

P. R. 236; Sturtz v. De Ia Rue, 
5 Russ. 329; Mayer v. Spence, 
I J. & II. 87. 

(c) Gardner v. Broadbent, 2 
Jur. (N. S.) 1041. 

(d) :Mayer v. Spence, 1 .J. & 
II. 87; Whitto11 v. Jcunings, 1 
Dr. & Sm. 211. 

CnAr. XIV. 

A llitl:\\'it~. 

• 
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Tho affidavit must state particularly in what tho alleged 
infringement consists. (a) 

Tho plaintiff must provo, first, that tho thing mado is 
his own patented article, and, secondly, that it has boon 
unlawfully sold; and ho must be prepared to swear dis
tinctly that it is not manufactured by him or l1is 
agents. (b) 

If thoro is any material variation between tho allrgn
Hons in tho bill or tho aid sought by it anu tho affidavits 
in support of tho plaintiff'~ case, tho injunction will Lo 
dissolved, with costs. (c) 

·whore tho patentee is dead, the affiun.vits must stato 
tho title of tho plaintiff. (d) 

A defendant who submits to nnswcr mu:;t answer fully; 
ho cannot by denial of tho plaintifl''s title escape answer
ing.(e) In n. suit to restrain tho infringement of a 
pn.tent for improvements in preparing colouring mntlcr 
for dyeing n.nd printing, tho proccs,;, as described in tho 
Rpecification, consisted in boiling a mixture of red anilino 
dye and aniline with hydrocl1loric acid and water. 'l'ho 
defendant denied that his process was an inf1~ngemrnt, 
and alleged that it was n. secret, and that his trade de
ponded on l1is keeping it secret. It wns held thn.t he was 
uound to answer whether he used tho materials men
tioned in tho specification, and whether he used any nddi
tionnlmntorials, but that he was not bound to disclose 

(a) Ilill \', Thompson, 3 :\[cr. 
G:.!G; 1 W cLs.l'. It 23G; Mayrr 
v. ·"'pruce, 1 J. & II. 87. 

(b) Betts v. H'illmott, L, H. G 
Ch. 239. 

(•·) Stocking T. Llecl'£•llyn, 3 

L. T. 33. 

(d) Bickford \', Shnl'rs, I 
W cl•s. P. H. 211. 

(<') Swinl111rn v. ;.Ye/.wl//
1 

JG 

llcU\', 4JG; ll•:ffincm \', l'osti/1, 
L. H. 4 Ch. 6i3. 
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tho proportions in which ho used tho specified mn.tcrials, CnAr. XIV. 

nor whn.t the additional materials were. (a) 
Whore tho defendant, by his answer, sots up the do

fence thnt tho invention is not now, tho pla·intift' is not 
entitled to a discovery of tho particulars on which tho 
defendant relics, as showing n. user of t.ho thing pn.tcntod 
prior to tho dato of the pn.tent; (h) but tho defendant 
mny ask any question tending to destroy tho plnintifl''s 
claim. (c) 

A question in an interrogatory is not loss ono of tact, 

because, in maintaining tho subject mn.tter of tho <iuestion, 
the interrogatory refers h. the specification, or to somo 
written document. (tl} 

Tho dcft•n<lant must state the names aml addresses of 
all persons from whom he has r!JceiveJ sums of money 
for the usc of articles alleged to have been manufactured 
in infringement of tho plaintifl"s riglit, even though such 
persons rosido abroml; (e) he must also state the number of 
machines sohl hy him, tho profit, and the names of tho 
pm·clmscrs, and cannot refuse to answer, on tho ground 
that ho wouhl therel•y disclose the n:unes of his customers 

and tho st-crets of his trade.(/} 
.A defendant cannot be excused from answering fully 

aml at once, on tho ground that the validity of tho patent 
would rN1uire to Lo established by an issue; (y) but if 
tho discovery sought is wholly immaterial to tho plain-

(a) Ur/llml ,., Lel'iustcin, 3 

X. H. GG5; 10 L. T. (X. H.) !J.t 

(h) Dan• v. Rll·y, 2 II. & l\1. 
725 ; Burill v. Smitlt, L. It 2 
E·l· 459. 

(c) Ilojfma11 Y. Pustill, L. R. 
4 Ch. G73. 

(d) lb. 
(e) Crossley '"· .'itelrar/1 I N. 

R. 42G. 
(f) Iluu·e v • .;l[']{errwn, 30 

Beav. 547. 
(,1..') Fuxu:cll Y. Webster, 3 N. 

n. .J.03. 

• 
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tiff's title, which tho defendant denies, he will not bo 
obliged to answer, and is not obliged to put in a plea 
denying infringement. (a) 

Wllere separate bills have been filed against numerous 
defe~dants, the plaintiff has a right to have a separate 
answer from each defendant. (b) 

Wllen a defendant, who was out of tho jurisdiction of 
tho Court, had been duly served with tho bill and inter
rogatories, and did not appear or put in an answer, tho 
Court ordered that notice should bo given to him, that 
unless he put in an t~.nswer within fourteen days from tho 

• 
service of tho notice, an appearance would bo entered for 
him, and proceedings taken to have tho bill taken pro 
confesso. (c) 

If tho plaintiff is able to establish his title to an 
injunction, an account will also bo granted in order 
that his remedy may be complete. (d) And if no case is 
made for an injunction tho account will not bo decreed;(e) 
although it may appear at the hearing that since the 
interim injunction was moved for, tho defendants havo 
sold articles, which, had tho facts and law been tlwn suf
ficiently ascertained, the Court would have restrained 
them from selling. (f) 

If a patent has been infringed tho patentee is entitled 
to an injunction and an account, even though tho defen-

(a) De la Rue v. Dickinson, 
3 K. & J. 388. 

(b) Foxwcl' v. Webster, 3 
N. R. 103. 

(c) Grover !t Baker Seu:ing 
lJlachine Co. v. Millard, 8 Jur. 
(N. S.) 713. 

(d) Bail!J v. Ta!Jlor, 1 R. & 
:M. 73. 

(c) Smith v. The London aiUl 

South Western Railu:a!J Co., 
Kny, 408; Kenwt "· Potter, 3 
De G. F. & J. 447. 

(f) Price's Patent Candle Co. 
v. Bauu:en's Patent Candle Co., 
4 K. & J. 727. 
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dant has submitted and has offered before suit, to pay the 
amount of profits made. (a) 

Whore letters patent are granted to two or more 
jointly any one of tho gruntoos may uso tho invention 
without the consent of tho others, and is not liable to 
account to them for tho profits he has made. (b) Whore 
a patentee agreed with tho defendant that ho shouhl 
mako and sell tho patented machines, paying not more 
than a certain sum as royalty to tho patentee for each 
machine sold, and retaining a certain sum on his own 
account, so that tho total amount charged for each 
machine should not exceOll a fixed sum, it was held 
that tho patentee could not maintain a suit in Equity 
for an account against tho clefondant as agent, although 
in ono case ho had received a sum of money for tho 
patentee. (c) 

If tho account is only a part of an agreement which 
tho Court cannot wholly enforce, tho account alone will 
not be decreed, but tho parties will bo loft to their 
remedy at law.(d) 

The account extends over the six years immediately 
previous to tho filing of tho bill, and is of all profits and 
benefits derived from tho use of articles made according 
to tho patent for that time. There must bo no delay in 
applying for an account. (e) 

(a) Nunn v. D'Albuquerque, 
34 Bcnv. 595. 

(b) !Jiathers v. Green, L. R. 
I Ch. 29. 

(c) ;;lforou v. Bright, L. R. 
4 Ch. 292. Sec also ns to ac
count between principal nml 
agent, Edwards v. Normandy, 3 
N. R. 562. 

(d) Kernut '"· Putter, 3 De G. 
F. & J. 447. 

(e) Crossley v. Derby Gas
liglll Co. 1 Webs. 1'. U. 119. 
As to the fonn of order for :m 
injunction nnd account, see Bett.v 

v. De Vitre, 34 L. J. Ch. 289. 

CnAr. XIV. 

• 
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Tho Court has power in all cases in which it has 
jurisdiction to entertain an application for an injunction 
against a breach of any covenant, contract or ngroomcnt, 
or against tho commission or continuance of any wrongful 
net, or for tho specific performance of any covenant, con
tract or agreement; to award damages to tho party 
injured, either in addition to, OI' in substitution for such 
injunction or specific performance, to be as:;csserl either 
by a jury or by tho Court itself. (a) 

Not gi\'en Tho Court will not direct both an inquiry as to 
wh~rc nccount. 1 f fi h 

Form of in· 
• 

<jlllry. 

Remedy 
ngnin•t both 
runnufncturcr 
ond user of 
patented 
nrticle. 

damages and a so an account o pro ts, as t o two 
things are hardly reconcilable; if an account of profits 
is taken, tho infringement is condoned. (h) 

·whore an inquiry as to damages is directed tho form 
will bo " What damages tho plaintiff has sustained," not 
"what damages, if any," as in tho cnso of a traue mark; 
tho difference between the case of a trade mark ana that 
of a patent being that in tho former ca~e the article sold 
is open to tho whole world to manufacture, and tho only 
right tho plaintiff seeks is that of being able to say, 
" Don't manufacture under my mark." He may find 
his customers fall off in consequence of the defendant's 
manufactures, but it docs not necessarily follow that ho 
can claim damages for every article manufactured by tlJO 
defendant, even though it be under that mark, whereas 
on the other hand every sale without licence of a patented 
article must boa damage to tho patentee. (e) 

Where bills to restrain tho infringement of a patent 
have been filed against both the person who manu-

(a) 21 & 22 Viet. c. 27. 
(b) Neilso~t v. Bett~, L. R. 5 

II. L. 22 ; De Vitre Y. Betts, L. 
R. G II. L. 319. 

(c) Per Sir W. P. Wood, 
V. C., in D1wenport v. Ryla11rls, 
L. H.. 1 Eq. 302; Betts v. De 
l"itre, 34 L. J. Ch. 289. 
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factures and tho person who uses tho article, and issues Cu"v. XIV. 

of fact have boon found for the plaintiff, ho is entitled 
not only to an account against tho manufacturer of tho 
patented article, but also to damages against the person 
who uses it, wherever it bo found. (a) But a plaintiff 
who has obtained a decree against wrongful users, not 
being manufacturers of his invention, and who has boon 
paid the ordimtry royalty charged by him, by such users, 
cannot recover any further royalties from tho manufac-
turer who supplied tho machines. (b) 

Damages may bo awarded at tho hearing although the D:nn:tgPs mny 

h . d if th . . a· . h 1 "" nw:mle<l patent us cxpue , oro was JUns · 1ction w on t 10 though pat<mt 

L"ll 1'l ·d Pxpir••tl iiiucc 1 was 1 c • bill Jileu. 

In Davenp01·t v. Rylttnds (c) Sir W. r. ·wood, V. C., 
said: "Prim(t facie, I was somewhat impressed with tho 
notion that in order to award damages at tho hearing, 
tho Court must have jurisdiction to grant an injunction. 
But I think that would bo a narrow construction to put 
upon this beneficial Act. If it wore nuoptod in tltis 
case and I were to diRmi~s lhe bill without costs, an 
action would be open to the plaintiff, anu thus tho very 
mischief contemplated by tho legislatmo would ensue. 
A person coming hero would be turned round und told, 
'Although it be true that tho jurisdiction existed at tho 
time of tho .filing of the bill, something has occurred . 
since which prevents tho jurisdiction attaching at tho 
hearing, and therefore, now, you must bo loft to go to 
law and tho whole matter shall be tried over again thoro. 
Although this Court has (assuming tho construction of 
tho statuto I am adopting) full lOWer to grant damages 

(a) Penu v. Jiihby, L. R. :.1 

Eq. 308. 
(b) Pe1111 v. Jaclt, L. R. 5 Etj. 81. 

(r) L. R. I E'!· 302, 
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CHAP. XIV. instead of tho injunction and settle tho whole dispute 
between tho parties; yot tho Court will not do that, in 
consequence of something that has haJ>pened since the 
filing of tho bill, and during litigation.' I think the 
sound view of the whole case is that I ought to exercise 
the jurisdiction granted to mo by the Act, that I ought to 
consider myself as having had jurisdiction at tho time 
the bill was filed, for tho purpose of ultimately giving 
relief pursuant to tho Act, and therefore I shall direct 
an inquiry as to wl1at damages tho plaintiff has sus
tained, and I shall give the plaintiff tho costs up to tho 
hearing." 

Thoro must be no doubt as to tho validity of tho 
patent.(a) 

Where, however, tho bill was filed so immediately 
before tho expiration of tho patent as to render it impos
sible to obtain an interlocutory injunction tho hill was dis· 
missed with costs, it being hold that it was a mere device 
to transfer tho jurisdiction to award damages from tho 
Court to which that jurisdiction properly belongs, to the 
Court of Chancery. (b) 

A patentee who is not in tho habit of manuf."tcturing 
tho patented article but is accustomed to grant particular 
licences to other manufacturers, on tho payment of a 
royalty, can only on a decree for damages "by reason 
of user or vending" of the invention, claim damages to 
the amount of the royalty. He therefore cannot also claim 
a manufacturing profit, and a j01·tiori, not surh :l lililDU• 

facturing profit as he would have made if every unlicensed 
machine had been sent to him to be fitted with tho in-

(a) Fox v. DP.llestable, 15 W. 
R. 194. 

(b) Betta,., Gallais, L. ll. 10 
Eq. 392. 
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vention. It appears, however, that it would be otl1orwiso 
if he had been in tho habit of charging infringers with a 
higher royr1lty than ordinary licensees. (a) 

Where thoro will be oxtromo difficulty in tho Court 
seeing its way to assess tho damages, it appears that leave 
will be given to tho plaintifl' to proceed at law for tho 
purpose of recovering damages. (b) 

The plaintiff on making out a prhmt .facie case of in
fringement is entitled to an order to permit him and his 
witnesses to inspect tho defendant's machinery at work 
on giving reasonable notice,(c) and the defendant and 
his witne~scs will also be entitled to inspect the plnintifl''s 
machinery at work, as it is tho object of tho Court to 
enable tho parties to produce sufficient evidence at tho 
trial. (d) But an order for inspl:'ction cannot be granted 
when the alleged piracy has btkcn place abroad. (c) In
spection is not a matter of right; but the Cow-t will 
require it to bo satisfactorily proved, first that there is 
really a caso to bo tried at the hearing of the cause ; and 
secondly that the inspection asked for is of material im
portance to tho applicant's caso as made out Ly his 
cviucnce. (f) 

In 'I' olson's I'atenf (!f) an application for an in~pection 
of a provisional specification, on tho ground that tho 
sultiect matter was tho same us ihat for which the appli
cation had obtained n patent, was refused. 

(a) Pe1111 \' • .T.tell, L. R.5 E•J· 81. 
(b) Betts \', De J"itre1 11 Jnr. 

(X. R) !l, null ~cc llills '"· El•tms, 
8 .Jnr. (N. S.) 525. 

(c) lJ.forgtln \'. Seaward, 1 

W cbs. P. H. 16!); Bovill '"· 
Moore, 2 Coop. C. C. 56 n. 

(d) R11ssell v.Cuwll'!J, 1 W cbs. 

1'. R. 458 ; Daveuport '"· Jep.W11 1 

1 X. It 308. 
(r) .Ncilsmz '"· Betts, L. lL 5 

II. L. I. 
(/) Piggott '"· flw A11glu

America11 Telegrap/1 Co. 1!) L. 
'1'. (X. S.) 46. 

(g) 6 D. l\1. G. 422. 
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The form of tho order is as follows : " Ordered that the 
plaintiff and tho defendant A .. B. by their solicitors and 
scientific witnesses be at liberty from time to time upon 
giving throe days' notice of their intention so to do, 
mutually to inspect tho machines heretofore used by tho 
plaintiff and the said defendant in the manufacture of
and that tho samo machines bo put to work upon such 
inspection, and that the plaintiff and tho said defendant, 
by their said witnesses and solicitors, be at liberty to take 
samples of the mado or to bo mado upon tho said 
machines." (a) 

The defendant will not bo compelled to allow the 
plaintiff to inspect all tho machines in his stock; but he 
will be directed to verify on affidavit tho several kinds of 
machines that ho has sold or exposed for sale, and to 
produce ono machine of each class for inspection, (b) and 
tho plaintiff will be entitled to put tho machines to work 
and take samples of tho produce. (c) 

Tho Court has power to order the defendant to deliver 
samples to tho plaintiff for tho purpose of analysis. Thus 
where tho plaintiffs wero the proprietors of a patent for 
improvements in tho manufacture of type, and tho defend
ant was a printer who used types alleged to be a colourablo 
imitation of tho typo manufactured by the plaintiffs, 110 
was ordered to deliver up a sample for analysis. (d) Laches 
sufficient to defeat tho plaintiffs' right to an interlocutory 
injunction is no bar to an order on tho same motion for 
inspection and analysis. (c) 

(a) Davenport v. Jepson, 1 N. 
R. 308. 

(b) Si11gcr !Jfamifacturillg Co. 

v. Wilson, () N. It 50(). 

(c) Davenport v. Jepson, I 
N. It 308. 

(d) Patent Type Founding Co. 
v. Walter, Johns. 727. 

(e) Ib. 



SUIT IN EQUI'l'Y. 337 

All articles in the possession of the defendant manu- CuAI'. XIV. 

factured in violation of the plaintiff's patent may be 
ordered to be delivered up and destroyed. (a) But where 
a patent for a combination of machinery only has 
been infringed, the Court will not order the defendant's 
machines to be broken up, but will order them to be 
marked.(b) 

The Court will if asked give such a certificate that the 
validity of the patent has come in question in the suit and 
has been determined in favour of the plaintiff as described 
in the Patent Law Amendment Act (15 and 16 Viet. c. 
83, s. 43). (c) 

The usual rules as to the costs of a motion are those Costs of 

laid down by Sir J. Leach in 1 Sim. & S. 357, I : That motion. 

the party making a successful motion is entitled to his 
costs as costs in the cause; but the party opposing it is 
not entitled to his costs as costs in the cause. 2. That 
tho party making a motion which fails is not entitled to 
his costs as costs in the cause ; but the party opposing 
it is entitled to his costs as costs in the cause. 3. That 
where a motion is made by one party and not opposed by 
the other, the costs of both parties arc costs in the cause. 

Where the plaintiff obtained an injunction on motion, 
the defendant appearing and opposing, and at the 
hearing the bill was dismissed with costs, it was held 
that the defendant was entitled to the costs of the motion 
which he had unsuccessfully opposed; (d) and where the 
motion for an injunction stood over pending the trial of 

(a) Betts v. De Vitre, 34 L. 
T. Ch. 289; Ta11gye v. Stott, 
14 W. R. 386. 

(b) Needhmn v. Oxlt'!j, 11 W. 
R. 852, 2 N. R. 388. 

z 

(c) Needham "· Oxley, II W. 
R. 852. 

(d) Stet•ms \',Keating, ll\Ine. 
& G. 659. 
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an action, and nothing was said about costs; and tho bill 
was ultimately dismissed with costs, it was hold that the 
defendant's rosts of tho motion were costs in the•cause. (a) 

Tho plaintifl' is ontit.lcu to tho costs of an injunction, 
although tho defendant promises to commit no flll'thcr 
act of infringement. (b) 

But if tho defendant submits and offers to pay all costs 
and to givo tho plaintiff all tho relief ho requires and the 
plaintiff novortholoss brings the suit to a hearing, ho 
will not ho allowed tho subsequent costs of tho suit. (c) 

Where tho directors of a company arc mado parties to 
the suit, and it is proved that they havo boon activo in 
causing tho patent to be infringed by tho company ; they 
may be ordered personally to pay tho costs of suit. (d) 

Bytho Patent Law Amem1mentAct, 15 & IG V1ct.c.83, 
s. 4:3, tho judge before whom any action for infri11~:,-ing 
letters patent shall bo tt·ied may certify on tlw record 
that tho validity of tho patent camo in question; and 
the record with such certificate being given in evidence 
in any suit for infl·inging tho said patent, shall entitle 
tho plaintiff in any such suit or action to his full costs, 
charges and expenses, taxed as between solicitor and 
client, unless tho judge making such decree or order, or 
the judge trying such action shall certify that the plaintiff 
ought not to havo such costs. 

The certificate required under tho above provisions 
may be given by a judge of the Court of Chancery be
fore whom the validity of the patent has been tried. (c) 

(a) Betts v. Clijfol'd, 1 .T. & II. 
75. 

(h) Grnry ,., Norton, 1 De G. 
& s. !), 

(c) Nm111 ''· d'Allmquerque, 
:14 ll!'ll\', 595; Ot'lll'!f , .. Norto11, 
1 ])p c;. & s. fl. 

(d) Bdts v. De Fitrr, II Jur. 

(N. S.) 9. 
(t.>) Necdlwm v. Oxley, ll W. 

H. 852. And ~ec Hills v. Brans, 
4 De G. F. & .J. 2S8; 8 Jnr. (N. 
_.) -lG .. ,. ;):.. . 
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In order that the costs may bo to.xed ns between CnAP. xn., 
solicitor and client, the decree or order must, notwith-
standing the words of tho Act, contain, as in other cases, 
an express direction to that effect. (a) 

As tho statuto means that the certificate should bo 
produced in evidence on a second trial for the infringe· 
mont, and the extra costs are given in order to afl'ord a 
complete indemnity, tho cosLs of a first trial will not bo 
given as between solicitor and client. (b) 

(a) Lister Y, Leather, 4 K. & 
.T. 425; Ilills \'. Emns, 4 De G. 
F. & J. 238 ; 8 ,Jur. (N". H.) 
526. 

(b) Penn v. Bibh,t;, L. H. 3 
Eq. 308. An<l see Betts Y. De 
T'itre, II ,Jur. (N. S.) 9; lJIII'l'll· 

port \'. R!!lamls, L. R. 1 Eq. 302. 
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CHAPTEI't XV. 

01!' l'ROCEED~~GS TO REPEAL .t..ETTERS PATENT. 

P .A TENT remains ·;u force until it has been de
clared void in a court of law, by proceedings taken 

for that express purpose. The remedy provided by the 
law against a bad patent is by the writ of scire facias, 
which is prosecuted in the name of the sovereign. If 
therefore a patent is void for any of the reasons already 
considered it will be cancelled. (a) 

The Patent Law Amendment Act(b) provides that 
the writ of scire facias shall lie for the repeal of any let
ters patent issued nuder that .Act, in the like cases as the 
same would lie for the repeal of letters patent formerly 
issued under the great seal, and by 12 & 13 Viet. c. 109, 
s. 29, the writ of scire fa.cias may be directed to the 
sheriff of any county. 

One of two joint patentees cannot plead in abatement 
that he had assigned all his interest in the patent to his 
co-patentee before the writ was issued, and that he has 
not since had any interest in it. (c) 

The prosecutor in any proceedings by scire facias to 
repeal letters patent must deliver with his declaration 

(a) For the practice upon 
writs of scire facias, sec lliml
mnrch ou Patents,376; Xorman's 
Law of Patents, 194. 

(b) 15 & 16 Viet. c. 83, s. 15. 
(c) Re~:. v. Betts, 15 Q. ll. 

540. 
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particulars of any objections on which he means to rely 
at the trial in support of the suggestion of the declara
tion, and at the trial no evidence will be allowed to be 
given which is not contained in tho particulars. Tho 
place or places at or in which and in what manner the 
invention is allegcJ to have been used or published prior 
to tho date of tho letters patent must be stated in tho 
particulars, and any judge at chambers may allow tho 
prose .... utor to amend the particulars upon such terms as 
to th~ judge may seem fit. (a) 

Where the prosecutor, while tho record was in Chan
cery, filed notice of objection that other persons than the 
patentee had used tho invention in England before tho 
grant of the patent, the Court refused on motion after 
the proc..Jedings were in the ~ueen's Bench to order tho 
delivery of tho particulars, stating the names and ad
dresses of such persons. ( Z,) 

Tho pleadings are to bo delivered, not filed. (c) 
Where the declaration contained suggestions of want 

of novelty and utility in H. certain part of the invention, 
and tho objections pointed out ono particular claim as 
being bad for want of novelty and utility, and the pleas 
traversed all the suggestions, and after issue joined, dis
claimed this particular claim, it was held that tho objec
tions were not part of the record so as to form part of 
the issues to be tried. (d) 

Applications as to reforming recitals and suggestions 
in a writ of scire facias ought to bo referred to one of the 
superior courts of Common Law and not to the Court of 

(a) 15 & 16 Viet. c. 83, s. 41. 
This enactment is shnilar to, hut 
more comprehensive tbnn, 5 & 6 
Will. 1 V. c. 83, s. 5. 

(b) Reg. v. lValton, 2 Q. B. 
969. 

(c) 12 & 13 Viet. c. 109, s. 31. 
(d) Rrg. "·Mill, 10 C. B.379. 

CUAP. XV. 
---

Pleadings. 
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Chancery, as they can dispose more satisfactorily of 
questions of pleading. (a) 

Tho defendant is entitled to begin nnd to givo 
ovidenco in support of his patent, nnd if evidence is 
adduced on tho part of tho prosecutor impeaching tho 
validity of tho patent, tho defendant will bo entitled to 
roply.(b) Tho onus of proof is on tho prosecutor, and 
ho must show that tho patent is void on some of tho 
grounds contained in tho suggestions. (c) 

As to refreshing tho memory of a witness by draw
ings, soo R. v. IIaddnn. (d) 

In Smith v. Upton, (c) tho Court of Common Pleas 
stayed proceed in?" : · an action for infringement for a 
definite period, t 'L tho result of n motion pending 
in tho Queen's Bench on n sci1·c .facia,q, upon tho terms 
that tho plaintiff should pay tho defendant nny costs 
which ho might have been put to in preparing for trial 
and 1 o costs of tho motion. (f) 

\Yhere, pending proceedings in scire jttcias, tho 
patentee diselaimed a part of his patent, and the 
prosecutor still Jn·oceC'ded alHl ultimately failed, lw 

was ordered to pay tho costs subsequent to tho dis
claimer. (y) 

'l'ho Court has no power to stay proceedings on a scire 
facia.~ or to ordt'r a nolll· prosequi to ho entered, as the 
procccllings nrc condt":tcu by the Attorney-General 

(a) Rc;:. v. llunrorl!, 5 D. ::\[. 
G. 3:12. 

(b) 15 & IG Yit'!. <'. S:J, ~.-II. 
(c) Rr;:. v. ("uttrr. 3 C. & K. 

215. 
(rl) 2 c. & 1". 18-l. 

(r) r, Scot! (X. It.) "04 S. ('. 

lll>lll. liiunt::: v. Foster, !) D. & L. 
!J-!2. 

(f) Sec abo llldto11 v. Bale· 
111w1. I "·eh,-. P. R. G13. 

( !,") /leg. '"· )fill, 14 Q. n. 
:Wl. 
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according to his own discretion. In Reg. v. Prosser, (a) Cn.\r. xv. 
LorJ LangJalo saitl : "'l'ho Attorney-General proceed-
ing regularly anJ being correct in such ro.~pects as these, 
conducts an action of scire jttcias or permits it to bo 
pro:;ecuted according to his own juJgment and discre-
tion, and may when ho thinks fit stay tho proceeding:;, or 
enter a nolle prosequi. Tho control is his, :;uhject only 
to tho rosponsiLilitie:; to which every public servaut is 
liable in tho discharge of his duty, niHl sulJject to tho 
jurisJiction which tho courts may have over him upon n. 

charge properly brought against him for a negligent or 
erronoou:; performance of his duty. But I am of opinion 
that, in tho ordinary oourso of pro~ceJing upon a writ of 
scire facias to repeal letters patent, it i::l within his dis-
cretion to determi-lo upon what or upon whoso informa-
tion, or on what terms or security, ho will permit tho 
action to ho prosecuted, allll that tho exercise of his dis-
cretion iu the conuuct of the action is not sullject to tho 
control of the courto> iu which tho procoouing takes 

place.'' 
\\'her(• judgment i~ gi,·on for tho Crown on a writ issued 

nut of Chancery, 'vhid1 h:1s lwen S(•nt to a Cuurt of 
Common IJaW fur trial, final judgment may he giwn in 
that Court to cancel the patent, though the ldtl•r:; patr~nt 
remain in tho Court of Cham·on·. 'I' he Court. lms 

• 

authority to awanl tho jH<l~·ment, and aftcrwarrb to 
transmit. either tho record or tho terms thcTeof to tho 
Court (,f Chancery, to Le fully carried in:o execution, 
and the judgment may he that the ll'ttcrs patent ho 
rcvoh•d, cancl'llccl, vacatc<l, dif'allowed, annullctl and held 
• 

void, aml that tho omulmcnt Lo cancelled auJ annullctl, 

(ul II H""'. :n.t. 
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CuAr. xv. and thnt tho letters patent be restored into the Court of 
Chancery there to be cancelled, (a} and after such judg
ment the Lord Chancellor has no jurisdiction to stay tho 
execution of the judgment, his duty in cancelling tho 
enrolment being only ministerial. (b) 

.(,) l1!JIIIll!r v. Reg. 9 Q. B. (b) !leg.,•. TlwEu.,tcmArc/u'. 
f.i:.!:l. pelago Co. 4 D. l\1. G. 199. 
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.An Act concerning Monopolies ancl Dispensations n·ith 
Penal Laws, ancl tho F01feitu1·es tltcl'cof. 

[A. D. 1623.] 

--1 ORASl\lUCH as J car most excellent Majesty in your 
royal judgment., and of your blessed disposition to the 

weal and quiet of your subjects, did, in tho year of our Lord 
God IGIO, publish in print to tho whole realm, and to all 
posterity, that grants and monopolies, and of the benefit of 
any penal laws, or of power to dispense with the law, or to 
compound for the forfeiture, arc contrary to your Majesty's 
laws, which your Majesty's declaration is truly consonant and 
agreeable to tho ancient and fundamental laws of this your 
realm: and whereas your Majesty was further graciously 
plet1:ed expressly to command that no suitor should presume 
to move your Majesty for matters of that nature : yet, never
theless, upon misinformntions and untrue pretences of public 
good many such grants lw.ve boon unduly obtained and 
unlawfully put in execution, to the great grievance and 
inconvenience of your Majesty's subjects, contrary; to tho 
laws of this your realm, and contrary to your Majesty's most 
royal and blessed intention, so published ns aforesaid: For 
avoiding whereof and preventing of the like in time to come, 
may it please your excellent Majesty, at tho humble suit of 
the Lords Spiritual and Temporal, and the Commons in this 
present Parliament assembled, that it may be declared anrl 
enacted, nnd he it declared and enacted by authority of this 

l\Ionopolit•~ 
contrar1 to thl.' 
ltiW~ ol the 
realm. 
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present Parliament, that all monopolies, and all commissions, 
grants, licences, charters, and letters patent heretofore mado 
or granted, or hereafter to be made or granted, to any person 
or persons, bodies }Jolitic or corporate whatsoever, of or for 
tho solo buying, selling, making, working, or using of any. 
thing within t.his realm or tho dominion of Wales, or of any 
other monopolies, or of power, liberty, or faculty to dispense 
with any others, or to giv::J licence or toleration to do, use, or 
exorcise anything again&t tho tenor or purport of any law or 
statute; or to give or make any warrant for any such dis
pensation, liMnco, or toleration to bo had or made; or to 
agr·eo or com}Jound with any others for any penalty 'or for
feitures limited by any statuto; or of any grant or promise 
of tho benefit, profit, or commodity of any forfeiture, penalty, 
or sum of money that is or shall bo duo by any statuto before 
judgment thor(; upon had; and all procln.mations, i11hibitions, 
restraints, warrants of assistance, and all other mattort; and 
things whatsoever, any way tending to :he instituting, erect
ing, strengthening, furthering, or countenancing of the same, 
or any of them, aw altogether contrary to the l::tws of this 
realm, and so arc and !<hall be utterly void and of none effect, 
aml in nowise to be put in usc or execution. 

II. 'l'hat all monopolies, and all such commissions, grants, 
licences, charters, lcLlcrs patent, proclamations, inhibitions, 
restraints, warrants of assit;tance, and all other matters and 
things tcnuing as aforesaid, and the force and validity of 
them, and of c1·ery of them, ought to be and shall be fur ever 
hereafter exmninctl, hear 1, tried and determined, ]Jy and 
according to the common laws of this realm, and not other-

• 
WISC. 

III. .A.nJ be it enacted by tho authority aforesaid that all 
person and persons, bodies politic and corporate whatsoever, 
which now arc or hereafter shall bo, shall stand and bo dis
abled, ancl uncapable to have, use, exercise, or put in usc any 
monopoly, or any such commission, grant, licence, charter, 
letters patent, procbmation, inhibition, restraiiJt, warrant of 
assistance o1· other matter ot· thing tenuing as afurc~aid, or 
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nny liberty, power or faculty grounded or pretended to bo 
grounded upon them, or any of thorn. · 

IV. And bo it further enacted by tho authority aforesaid, 
that if any person or persons at any time after tho end of 
forty days next after the end of this present session of parlia. 
mont shall be hindred, grieved, disturbed, or disquieted, or 
his or their goods or chattels any way seized, attached, dis
trained, taken, carried away, or detained by occasion or 
pretext of any monopoly, or of any such commission, grant, 
licence, power, librrty, faculty, letters patent, proclamation, 
inhibition, restraint, warrant of assistance, or other matter or 
thing tending as aforesaid, and will suo to be relieved in or 
for any of tho premises, that then and in every such case the. 
same person and persons shall aud may have his and their 
remedy for the same at the common law by any actiGn O!' 

actions to bo grounded upon this statut£' ; the same action 
and actions to be heard and determined in the courts of 
King's Bench, Common Pleas, and Exchequer, or in any of 
them, ngainst him or them by whom he or they shnll be so 
hindcrctl, grieved, disturhcd, or disquieted, or against him or 
them by whom his or their goods or chat.iels shall be so 
seized, attached, distraincd, taken, carried away, or detained ; 
wherein all and every such pcrHon and persons which shall 
be so hindrod, grieved, disinrhcd, or disquieted, or whoso 
goods or chattels shall be so seized, attached, distrnined, 
taken, carried away, or detained, shall recover three times so 
much as the damages which he or they su~tained by meanR or 
occasion of being so hinclred, grieved, disturbed, or disquieted, 
or hy means of hanng his or their goodH or chattels seized, 
attached, eli~ •rained, taken, carried away or detained, nnd 
double costs ; nncl in such suits, or fur the staying or delaying 
thereof, no e;;;soign, protection, v.·a:;er of law, aitl, prayer, 
privilege, injunction, or order of restraint shall be in a:rv 
wise prayed, granted, admitted, or allowed, nor any more 
than one imparlance: and if any person ur persons shall, after 

· notice given that the action depending is grounded upon this 
statute, cau~e or procure any action at the common law 

Tl!e p~rty 
gnen•l hy 

•. J•rett•xt ot 11 

monopoly, &c., 
sh11ll ,.,.,·on•r 
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grounded upon this statute to be stayed or delayed before 
judgment by colour or means of any order, warrant, power, 
or authority, save only of the court wherein such action 118 

aforesaid shall be brought and depending, or after judgment 
had upon such action shall cau£'3 or procure the execution cf 
or upon any such judgment to be stayed or delayed by colonr 
or moans of any order, warrant, power, or authority, save 
only by writ of error or attaint; that then the said person 
and persons so offending shall incur and sustain the pains, 
penalties, and forfeitures ordained and provided by tho 
statute of provision and prccmzmi1·e made in the sixteenth 
year of tho reign of King Richard the Second. 

V. Provided, novertheless, that any declaration before men
tioned shall not extend to any letters patent, and grants of 
privileges for tho term of one-and-twenty years or under, 
heretofore made of the sole working or making of any manner 
of new manufacture within this realm, to tho fh·st and true 
inventor or inventors of such manufactures which others at 
tho time of the making of such letters patent and grants did 
not use, so they be not contrary to the law nor mischievous 
to the State by raising of tho prices of commodities at home, 
or hurt of trade, or generally inconvenient, but that the same 
shall be of such force as they were or should be if this act had 
not been made, and of none other. And if the same were 
made for more than one-and-twenty years, that then the same 
for the term of one-and-twenty years only, to be accounted 
from the date of the first letters patents and grants thereof 
made, shall be of such force a.s they were, or should have 
been if the same had been made but for the term of one-and
twenty years only, and as if this act had never been had or 
made and of none other. 

VI. Provided also, and be it declared and enacted, that any 
declaration Lefore mentioned shall not extend to any letters 
patent, and grants of privilege for the term of fourteen years 
or under, hereafter to be made of the sole working or making 
of any manner of new manufactures within this realm, to 
Uw true and first inventor and inventors of such manu-
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factures which others at tho time of making such letters 
patent and grants shall not Uie, so as also they be not con
trary to the law, nor mischievous to the state, by raising priceR 
of commodities at home or hurt of trade, or generally incon
venient; tho said fourteen years to be accounted from tho 
date of the first letters patent or grants of such privilege 
hereafter to be made, but that the same sh:~.ll be of such force 
as they should be if this net had never been made, and of 
none other. 

VII. Provided also, and it is hereby further enacted, declared, 
and enacted by authority, that this act or anything therein 
contained, shall not in anywise extend or be prejudicial to any 
grant or privilege, power, or authority whatsoever heretofore 
made, granted, allowed, or confirmed by any net of parliament 
now in force, so long ns the same shall so continuo in force. 

Act not to 
•·xtPnd to 
f.,'I"Ulltl< t•on
tirnll'd by At't 
of Pnrlinment. 

VIII. Provided also, that this net shall not extend to any WnrrnntA 

warrant or privy seal made or directed, or to be made or ~rrnntf'd to 
JUHticl'S tiiL\.Cif, 

directed by his Majesty, his heirs, or successors to the justices 
of the courts of the King's Bench or Common Pleas, and 
Barons of the Exchequer, justices of assizes, justices of oye1· 
and terminer and gaol delivery, justices of the pence, and 
other justices for tho time being, having power to hear and 
determine offences dono against any penal s~ntute, to com-
pound for the forfeitures of any penal statuto depending in 
suit and question before them, or any of them respectively, 
after plea pleaded by the p:~.rty defendant. 

IX. Provided also, and it is hereby furthe,. intended, 
declared, and enacted, that this act, or anything therein con
tained, shall not in anywise extend or be prejudicial unto the 
City of London, or to any city, borough, or town corporate 
within this realm, for or concerning any grants, charters, or 
letters patent to them, or any of them made or granted, or 
for or concerning any custom or customs used by or within 
them or any of them ; or unto any corporations, )mpanies, 
or fellowships of any art, trade, occupation, or mystery, 
or to any companies or societies of merchants within this 
realm erected for tho maintenance, enlargement, or ordering 

ChnrterA 
grnnt•·•l to 
corporation~ 
SflYetl, 
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of any trade of morchnndizo ; hut that tho same cha!·ters, 
customs, corpomtions, companies, fellowships, and societies, 
and their liberties, priviloglls, powers, and immunities, shall 
be and continuo of such force and effect ns they wero before 
the making of this net, and of none other; anything before 
this in this net contained to the contrary in any wise not~ 

withstanding. 
X. Provided also, and be it enacted that this net, or any 

declnrntion, provision, disablement, penalty, forfeiture, or 
other thing before mentioned, shall not extend to any letters 
patent or grants of privileges heretofore made, or hereafter to 
be rondo of, for, or concerning printing, nor to any commission 
grant, or letters patent hm·otoforo made or hereafter to be 
mndll of, for, or concerning the digging, making or compound. 
ing of saltpetre or gunpowder; or the casting or making of 
ordnance, or shot for ordnance ; nor to any grant or letters 
patent heretofore made, or hereafter to be made, of any office 
or offices heretofore eroeted, made, or ordained, and now in 
being; and put in execution, other than such offices as have 
been decried by any of his :Majesty's proclamation or pro
clamations ; but that all and every tho same grants, com
missiom;, nnd letters :natont., and all other matters and things 
tending to tho maintau.ing, strengthening, and furtherance of 
tho sam,~ or any of them, shall be and remain of tho like force 
aud eff..:ct., and no other, and as free from tho declarations, 
provisions, penalties, and forfeitures contained in this net, as 
if this act had never been had nor made, and not otherwise. 

XI. This act shall not. extc11d to commissions for alum 
• mmos. 
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5 & G WILL. IV. c. 83 . 

.An Act to amencl tho Law tourhing Lctfc1·s Patent fm· 
InL•cntions. [lOth S0pt. 1835.] 

HEREAS it is expedient to make certain additions to 
and alterations in the present law touching let tors 

patent for inventions, nf' well ns for the better protecting of 
pntenteos in tl•0 rights intended to Lc secured by such letters 
patent, as for the more ample bcncftt of tho puLlic for tho 
same; ]Je it enacted, 

I. 'l'hnt. any person who as grantee, a~~igncc, or otherwise, 
hath obtained or shall hereafter obtain letters patent, for the 
sole making, exercising, vending, or using of any iHvon! ion, 
mny, if he think ftt, cnt<'r with the clerk of the patent;; of 
England, Scotland or Ireland, respectively, as tho case may 
br, having first obtaincLl the leave of His :Majesty's Attorney
General or Solicitor-Gonrral in cm;c of an English patent, of 
the Lord Advocate or Solicitor-General of Scotland in case of 
a Scotch patent, or of His :Mnjcs!y's Attorney-General or 
Solicitor-General for Ireland in the case of an Irish patent, 
certified by his fiat and signature, a disclaimer of any part of 
either the title of the invention or of tho specification, stating 
tho reason for such disclaimer, or may, with such leave as 
aforcs:tid, enter a momoramlum of any alteration in the said 
title or specification, not being such disclaimer or such altera
tion as shall extend the exclusive right granted by the s~tid 

letters patent; and such disclaimer or memorandum of altera
tion, hoing filed by tho said clerk of the patents, and enrolled 
with the specification, shall be deemed and taken to be part of 
such letters patent or such specification in all courts what
ever: Provided always, that any person may cuter a caL•cat 

in like manner as cavet~fs arc now used to bo entered, against 
such disclaimer or alteration; which caveat being so entered 
shall give the party entering the ~:un<' a right to have notico 

.Any pt'l'~Oil 
laariug· oh
taiu,.,[ lt•lt•·r
pat~·ut _ti.1r auy 
lllYi'HtHIII nmy 
(•fltl'l' n di:-'
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of the application being heard by the Attorney-General or 
Solicitor-General or Lord Advocate respectively: Provided 
also, that no such disclaime..- or alteration shall be receivable 
in evidence in any tction or snit (save and except in any pro. 
ceeding by soi1·e jacJa,s) pending at the time when such dis. 
claimer or alteration was enrolled, but in every such action or 
suit the IJriginal title and specification alone shall be given in 
evidence, and deemed and taken to be the title and specifica. 
tion of the invention for which the letters patent have been 
or shall have been granted: Provided also, that it shall be 
lawful for the Attorney-General, or Solicitor-General, or Lord 
Advocate, before granting such fiat, to require the party ap. 
plying for the same to advertise his disclaimer or alteration 
in such manuer as to such Attorney-General or Solicitor
General or Lord Advu<)ate shall seem right, and shall, if he 
so require such advertisement, ce:.'tify in his fiat that the same 
has been duly made. 

II. That if in any snit or action it shall be proved or spe. 
cially found by the verdict of a jury, that any person. who 
shall have obtained letters patent for any invention, or sup. 
posed invention, was not the first inventor thereof, or of some 
part thereof, by reason of some other person or persons 
having invented or used the ;;ame, or some part thereof, be
fore the date of such letters patent, or if such patentee or l.tis 
assigns shall discover that some other pers.,n had, unkuown 
to such patentee, invented or used the same, or some 11art 
thereof, before the date of such letters patent, it shall and 
may be lawful for such patentee or his assigns to petition His 
Majesty in council to confirm the said letters patent or to 
grant new letters patent, the matter of which petition shall 
be heard before the Judicial Committee of the Privy Council; 
and such committetJ, upon examining tho said matter, nnd 
being satisfied that such patentee believed himself to be the 
first and original inventor, and being satisfied that such in
vention, or part thereof, had not been publicly and gP-nernlly 
used before the date of such first letters patent, may report to 
His Majesty their opinion that tho prayer of such petition 
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ought to be complied with, whereupon HiR Majesty may, if 
he think fit, grant such prayer; and the said letters patent 
shnll be available in law and equity to give such petitioner 
tho sole right of using, making, and vending such inven
tion as against all persons whatsoever, any law, usage, or 
custom to the contrary thereof notwithstanding : Provided, 
that any person opposing such petition shall be entitled to bo 
her.rd before the said J udicia1 Committee: Provided also, that 
any person, p:trty to any former suit or action touching such 
first letters patent, shall be entitled to have notice of such 
petition before presenting the same. 

HI. That if any action at law or any suit in equity for an 
account shall be brought in respect to any alleged infringe
ment of such letters patent heretofore or hereafter granted, or 
auy scire facias to repeal such letters patent, rmd if a verdict 
shall pass for the patentee or his assigns, C'r if' a final decree 
or decretal order shall be made for him or them, upon the 
merits of tho suit, it shall be lawful for the judge before whom 
such action shall be tried to certify on the record, or the 
judge who shall make such decree or order, to give a certifi
cate under his hand, that tho validity of tho patent came in 
question before him, which record or certificate being given in 
evidence in any other suit or action whatever touching such 
pr.tent, if a verdict shall pass, or decrcfl or decretal order be 
made, in favour of such patentee or his assigns, he or they 
shall receive treble costs in such suit or action to be taxed at 
three times tho taxed costs, unless tho judge making such 
second or other decree or order, or trying such second or 
other action shall certify that he ought not to have such 
treble costs. 

IV. That if any person who now hath or shall hereafter 
obtain any letters patent as aforesaid shall advertise in the 
"London Gazette" three times, and in three London papers, 
and three times in some country papers published in tho town 
where or ncar to which he carried on any manufacture of any
thing made according 'to his specification, or ucar to or in 
.:hich he resides in case he carried on no such manufacture, 

AA 
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or published in the county where he ciU'l'ies on such mnnufac. 
ture or where he lives in case there shall not be any paper 
published in such town, that he intends to apply to His 

·Majesty in council for a prolongation of his term of sole using 
and vending his invention, and shall petition His Majesty in 
council to that effect, it shall be lawful for any person to enter 
a CQ/IJeat at the council office ; and if His Majesty shall refer 
the consideration of such petition to the Judicial Commitree 
of the Privy Connell, and notice shall first be by him given to 
any person or persons who shall have entered such caveats, 
the petitioner shall be heard by his counsel and witnesses to 
p!'ove his case, and the persons entering caveats shall likewise 
be heard by their counsel and witnesses ; whereupon and upon 
hearing and inquiring of the whole matter, the Judicial Com
mittee may report to His Majesty that a further extension of 
the term in the said letters patent should be granted, .not 
exceeding seven years and His Majesty is hereby authorized 
and empowered if he shall think fit, to grant new letters 
patent for the said invention for ll· term not exceeding seven 
years after the expiration of the first term, any law, custom, 
or usage to the contrary in any wise notwithstanding: Provi
ded that no such extension shall be granted if the application 
by petition shall not be made and prosecuted with effect before 
the expiration of the term originally granted in such letters 
patent.(a) 

V. That in any nction brought against any person for in. 
fringing any letters patent the defendant on pleading thereto 
shall give to the plaintiff, and in any scire facias tor~ peal such 
letters patent the plaintiff shall file with his declaration, a 
notice of any objection on which he means to rely at the trial 
of such action, and no objection shall be allowed to be made 
in bebo.Jf of such defendant or plaintiff respectively at such 
trial unless he prove the objections stated in such notice: 
Provided always, that it shall and may be lawful for any 
judge at chambers, on summons served by such defendant 

• 

(a) This proviso ia repealed by 2 & 3 Viet, c. 67, s. I. 
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or plaintiff on such plaintiff or defendant respectively to show 
cause why he should not be allowed to oft'er other objections 
whereof notice shall not have been given os aforesaid, to give 
leave to ofl'er such objections, on such terms as to such judge 
shall seem fit. 

VI. That in any action bl:'ought for infringing the right 
gi-nnted by any letters patent, in to..."'l:ing tho costs thereof regard 
shall be had to the part of such case which has been proved 
at the trial, which shall be certified by the judge before whom 
the same shall be had, and the costs of eooh part of the case 
shall be given according DB either party has succeeded or 
failed therein, regard being had to the notice of objections as 
well as the counts in the declaration, and without regard to 
the general result of the trial. 

As to costs in 
actions for in
fringing letters 
patent. 

VII. That if any person shall write, paint, or print, or Penalty for 

ld h. using unautho-mou , cost, or carve, or engrave or stamp upon anyt mg rized the name 

made, used or sold by him, for the sole making or selling of of a patentee, 

which he hath not or shall not have obtained lettors patent, &c. 
the name or nny imitation of the name of any other person 
who hath or shall have obtained lettel'E' patent, for the sole 
making and vending of such thing, without leave in writing 
of such patentee or his assigns, or if any person shall upon 
such thing, not having been purchased from the patentee or 
some person who purchased it from or under such patentee, 
or not having had the license or consent in writing of such 
patentee, or his assigns, write, paint, print, mould, cast, carve, 
engrave, st.amp, or otherwise· mark the word "patent," the 
words "letters patent," or theworda "by the king's patent," 
or any words of the like kind, meaning, or import, with a view 
of imitating or counterfeiting the stamp, mark, or other device 
of the patentt'~, or shall in any other manner imitate or counter-
feit the. stamp or mark or other device of the patentee, he 
shall for every such ofl'ence be liable to a penalty of £50, to 
be recovered by action of debt, bill, plaint, process, or mfor-
mation in any of His Majesty's courts of record at Westminster 
or in Ireland, or in the court of session in Scotland, one half 
to His Majesty, his heirs aud successors, and the other to any 



• 
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person who shall sue for the sa.me: Provided always, that 
nothing herein contained shall be construed to extend to subject 
any person to any penalty in respect of stamping or in any 
way marking the word "patent " upon anything made, for the 
sole making or vending of which a patent before obtained 
shall hav" expired. 

2 & 3 VxcT. c. 67. 

An Act to amend an Act of tluJ Fifth and Sixth Years of 
the Reign of King William tlw Fourtlt, intituled an Act 
to Amend the Law toucMng Letters Patent for Inven-
t-ions. [24th August, 1839.] 

HEREAS by an act passed in the fifth and sixth years 
of the reign of Hi!! Majesty King Willia.m the Fourth, 

intituled "An Act to amend the Law touching Letters Patent 
for inventions," it is amongst other things enacted (reciting 
a. 4 of the said act) : And whereas it has happened since the 
passing of the said act, and may again happen, that parties 
desirous of obtaining an extension of the term granted in 
letters patent of which they are possessed, 8J!d who may have 
presented· a petition for such purposes in manner by the said 
recited aot directed, before the expiration of the said term, 
may nevertheless be prevented by cau~:~es over which they 
have no control from prosecuting with efl'ect their applicati~n 
before the Jndioial Committee of the Privy Council; and it 
is expedient therefore that the said Judicial Committee should 
have power, when under the circumstances of th(l case they 
shall see fit, to entertain such application, and to report 
thereon, according to the provisions of the said recited act, 
notwithstanding that before the hearing of the case before 
them the terms of the letters patent sougM to be renewed or 
extended may have expired ; bo it therefore enacted, 

~pealing pro- I. 'l'hat so much of the said recited act as provides that no 
Vl8lon re-
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extension of the term of letters patent shall be granted as quiring tho 

therein mentioned it' the application by petition fo1• such ex- ;~~~"::~: /:! 
tension be not prosecuted with effoot before the expiration of Jll'!l&eeffited 
tha term originally gmnted in such letters patent, shall be ~:!r!:: ex

and the same is hereby repealed. r:~rtJ!etbo 
II. 'l'ha.t it shall be lawful for the Judicial Committee of patent. 

the Privy Ci>nncil in all cBBes where it shall appear to them ~ennofpatent 
• nghtm3 be 

that any application for an extension of the term granted by exte'!d in 

I te t th titi fi h. h . h ll h certam cos'll! any etters pa n , e pe on or w tc extension s a ave thou~h the ' 
been referred to them for their consideration, has not been apphbcation for 

d . h ~ t beti th . . . sue extensiOn prosecute w1t euec ore e exptra.tio:q of the satd term not 

from MY other causes than the neglect or default of the th!e:!;i." 
petitioner, to entertain such application and t<.~ report thereon rntion thereof. 

BB by the said recited act provided, notwithstanding the term 
originally granted in such letters patent may have exphed 
before the hearing of such application; and it shall be lawful 
for Her Majesty, if she shall think fit, on the report of the 
said Judicial Committee recommendmg an extension of the 
term of such letters patent to grant such extension or to 
gxant new letters patent for the invention or inventions 
specified in such original letters patent, for a term not ex-
ceeding seven years after the expiration of the te1m men-
tioned m the said original letters patent : Provided always, 
that no such extension or new letters patent shall be granted 
if a petition for the same shall not have been presented as by 
the said recited act directed before the expiration of the term 
sought to be extended, nor m case of petitions presented after 
the 30th day of November, 1839, unless such petition shall 
be presented six calendar months at the least before the ex-
piration of such term, nor in any case unless suffi.1ient reason 
shall be shown to the satisfaction of the said Judkial Com-
mittee for the omission to prosecute with effect the said appli-
cation by petition before the expiration of the said term. 

• 

• 

• 
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7 & 8 VIeT. c. 69. 

An Act for amending an Act passed in the Fourth Year of 
tluJ Reign of His late Majesty, intituled An Act for the 
better Administration of Justice i11 His Majesty's Privy 
OounciJ; and to extend its Jurisdiction and Powers. 

[6th August, 1844.] 

HEREAS the act passed in the fourth year of the 
reign of his late Majesty, intituled "An Act for the 

better Administration of Justice iu His Majesty's Privy 
Council " L.ath been found beneficial to the due administra. 
tion of justice: And whereas another Act, passed in the sixth 
year of the said reign intituled " An Act to amend the Law 
touching Letters Patent for Inventions " hath also been found 
advantageous to inventors and to the public. 

II, And whereas it is expedient, for the further encourage
ment of inventions in the useful arts, to enable the time of 
monopoly in patents to be extended in cases in which it can 
be satisfactorily shown that the expense of the invention hath 
been greater than the time now limited by law will suffice to 
reimburse ; be it enacted, that if any person, having obtained 
a patent for any invention, shall before the expiration thereof 
present a peti'\on to her Majesty in Council, setting forth 
that he has bevn unable to obf;a.in a due remuneration for his 
expense and labour in perfecting such invention, a.JJd that an 
exclusive right of using and vending the same for the further 
period of seven years, in addition to the term in such patent 
mentioned, will not suffice for his reimbursement and remu
neration, then if the matter of such petition shall be by her 
Majesty referred to the Judicial Committee of the Privy 
Council, the said committee shall proceed to consider tho 
same after the manner and in the usual course of its proceed
ings touching patents, and if the said committee shall be of 
opinion, and shall so report to her Majesty, that a further 
period greater than seven years' extension of the said patent 
term ought to be granted to the petitioner, it shall be lawful 
£or her Majesty, if she shall so think fit, to grant an exten-
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&ion thereof for any time not exceeding fourteen years, in like 
mo.uner and subject to the same rules as the extension for a. 
term not exceeding seven years is now granted under the 
powers of the said act of the sixth year of the reign of his 
late Majesty. 

III. Provided a.l ways, that nothing herein contained shall 
prevent the said Judicial Committee from reporting that an 
extension for any period not exceeding seven years should be 
granted, or prevent her M~esty from gl'!lJlting a.n extension 
for such lesser term than the petition shall have prayed. 

IV. And whereas doubts have arisen touching the power 
given by the said recited Act of the sixth year of the reign of 
his late Majesty, in cases where the patentees have wholly Ol' 

in part assigned their right; be it enacted, that it shall be 
lawful for her Majesty, on the report of the J udioial Committee, 
f(O grant such extension as is authorized by the said Act, and 
by this Act, either to an assignee or assignees, or to the ori
ginal patentee or patentees, or to an assignee or assignees and 
original patentee or patentees conjointly. 

V. That in case the original patentee or patentees hath or 
have departed with his or their whole or any part of his or 
their interest by assignment to any other person or persons, 
it shall be lawful for such patentee, together with such as
signee or assignees, if part only hath been assigned, and for 
the assignee or assignees if the whole hath been assigned, to 
enter a disclaimer and memorandum of alteration under the 
powers of the said recited Act ; and such disclaimer and 
memorandum of alteration, having been so entered and filed 
as in the said recited Act mentioned, shall be valid and effec
tual in favour of any person or persons in whom the rights 
under the said letters pat~nt may then be or thereafter become 
legally vested ; and no objection shall be made in IIJlY pro
ceeding whatsoever, on the ground that the party maki'lg 
such discla.imer or memorandum of alteration had not suffi
cient authority in that behalf. 

VI. That any disclaimer or memorandum of alteration 
before the passing of this Act, or by virtue of the said recited 
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860 STATUTES 15 & 16 VICT. C. 83, 

Act, by such patentee with such assignee, or by such assignee 
as aforesaid, shrul be valid and effectual to bind any person 
or pemons in whom the said letters patent might then be or 
have since become vested ; and no objection shall be made in 
any proceeding whatsoever that the party making such dis
claimer or memorandum of alteration had not authority in that 
behalf. 

VII. 'that any new letters patent which before the passing 
of this Act may have been granted under the provisions of 
the above recited Act of the sixth year of the :reign of his late 
Majesty to an assignee or assignees, shall be as valid and 
effectual as if the said letters patent had been made after the 
passing of this Act, and the title of any party to such new 
letters patent shall not be invalidated by reason of the same 
having been granted to any assignee or assignees: Provided 
·always, that nothing herein contained shall give any validitr 
or effect to any letters patent heretofore granted to any as· 
signee or assignees where any action or proceeding in scira 
facias or suit in equity shall have been commenced at any 
time before the passing of this Act, wherein tho vruidity of 
such letters patent shall have been or may be questioned • 

• 

15 & 16 VIeT. c. 83 . 

.An .Act for .Amend·ing the Law for Granting Patents jar 
Inventions. [7th July, 1852.] 

HEREAS it is expedient to amend the law concerning 
letters patent for inventions : Be it enacted by the 

Queen's most excellent Majesty, by and with the advice and 
consent of the Lords Spiritual a.nd Temporal, and Commons in 
this present Parliament assembled, and by the authority of 
the same, e.s followi! : 

Certain per
IIOnll con-

I. The Lord Chancellor, the Master of the Rolls, her 
. Majesty's .Attorney-General for England, her MPjesty's 

• 

• 
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Solicitor-General for England, the Lord Advocate, Her Ma.- stituted Com

jesty's Solicitor-General for Scot1a.nd, her Majesty's Attorney- P!:!~t!'f! of 

General for Ireland, and her :Majesty's Solicitor-General for Inventions, 
three of whom 

Ireland, for the time being respectively, together with such may act, the 

other person or persons as mav be from time to time appointed Chancellor or 
" Master of the 

by her Majesty, as hereinafter mentioned, she.U be Commie. Rolls being 

aioners of Patents for inventions; and it shall be lawful for ono. 

her :Majesty from time to time, by wa.rra.nt under her royal 
sign manual, to appoint such other person or persons, a.s she 
may think fit, to be a commissioner or commissioners as 
aforesaid; and every person so appointed shall continue such 
• 
commissioner <luring her :Majesty's pleasure ; and all the 
powers hereby vested in the commissioners may be exercised 
by any three or more of them, the Lord Chancellor or lf::..ster 
of the Rolls being one. 

II. It shall be lawful for the commissiouers to cause a seal Seal of the 
CommidSion· 

to be made for the purposes of this Act, and from time to era. 

time to vary such seal, and to cause to be sealed therewith all 
the warrants for letters patent under this Act, and all instru-
ments and copies proceeding from the office of the commis-
sioners; and all courts, judges, and other persons whomsoever 
shall take notice of such seal, and reooive impressions thereof 
in evidence, in like manner a.s impressions of the Great Seal 
are received in evidence, and shall also take notice of and 
receive in evidence, without further proof or production of 
the originals, all copies or extracts, certified under the seal of 
the said office, of or from documents deposited in such office. 

III. It shall be lawful for the commissioners from time to Commission

time to make such rul!lB and regulations (not inconsistent ~~et,:'a~: • 

with the provisions of this Act) respecting the business of lations whicr 

th · ffi d '1 t d th' h' h d h shall be laid ell' o ce, an 0.1 mat ers an mgs w 1c un er t e pro- before Pnrlia· 

visions herein contained are to be under their control and ment. 

direction, as may appear to them necessary and expedient for 
the purposes of this Act ; and all such rules shall be laid 
before both Houses of Parliament within fourteen days after 
the making thereof, if Parliament be eitting, and if Parlia-
ment be not sitting, then within x'ourteen days after the next 
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meeting of Pa.rliament; and the commissioners sl1all cause a 
report to be lo.;d o.nnuo.lly before Parliament of o.ll the pro. 
ceedings under and in pursuance of this Act. 

IV. It shall be lawful for the Commissioners of her 
Treasal'y to provide and appoint from time to time 

proper places or buildingr; for an office or offices fot• the pur. 
poses of this Act. 

V. It sho.ll be la.wfnl for the commissioners with the con. 
sent of the Commissioners of the Treasury, from time to time 
to appoint for the purposes of this Act such clerks and 
offi!ler!i a.s the commissioners may think proper: and it shall 
be luwful for the commissioners from time to time to remove 
any of the clerks and officers so appointed. 

VI. Every petition for the gro.nt of letters patent for an 
invention,· o.nd the declaration required to accompany such 
petition, shall be kept at the office of the commissioners, and 
there shall be left therewith a. statement in writing, herein
a.fter called the provisional speL'ilication, signed by or on 
behalf of the applicant for letters patent, describing the nature 
of the said invention ; and the day of the delivery of every 
such petition, declaration, and pro\'isional specification shall 
be recorded at the said office, and endorsed on such petition, 
decla.ro.tion, and provisional specification, and a certificate 
thereof given to such applicant or his agent; and a.ll such 
petitions, declarations and provisiono.l specifications sho.ll be 
preserved in such manner BB the commissioners m:ty direct, 
and a registry thereof, and of all proceedings thereon, kept at 
the pffice of the commissioners. 

VII. Every application for letters patent made under this 
Act shall be referred by the commissioners, according to such 
regulo.tions as they may think fit to make, to one of the law 
officers. 

VIII. The provisiono.l specification shall be referred to the 
law officer, who shall be at liberty to call to his aid such 
scientific or other person as he may t1ink fit, and to cause to 
be paid to such person by the applicant such remuneration as 
the law officer shall a.ppoint; and if such law officer be satis· 
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fied tbt the provisional specification describes the Datura of a certificate of 
the invention, he shall allow the same, and give a cerl;ifico.te ~ii~~o.ili:!tCV:e 
of his allowance, and such certificate shall be filed in the filed. 

office of the commissioners, and thereupon the invention • 
therein referred to may, during the ter.on of six months from 
the date of the application for letters pa~ent for the said in-

• 
vention, be used and published without prejudice to any 
letters patent to be granted for the same, nnd such protection 
from the consequences of use and publication is hereinafter 

to as provisional protection: Provided always that in 
case the title of the invention or the provisional specification 
be too large or insufficient, it shall be lawful for the law 
officer to whom the same is referred to allow or require the 
same to be amended. 

JX, The applicant for letters patent for an invention in
stead of leaving with the petition and declaration a. pro
visional specification as aforesaid, may, if he think fit, file 
with the said petition and declaration an instrument in writing 
under his hand and seal (hereinafter called a complete speci
fication) particularly describing and ascertaining the nature 
of the said invention, and in what manner the same is to be 
performed, which complete specification shall be mentioned in 
such declaration, and the day of the delivery of every such 
petition, declaration, and complete specification, shall be re-
corded at the office of the commissioners, and endorsed on 
such petition, declaration and specification, and a certificate 
thereof given to such applicant or his agent, and thereupon, 
subject and without prejudice to thE> provisions hereinafter 
contained, the invention shall be protflcted under this Act for 
the term of six months from the date of the application, and 
the applicant shall have during such term of six months the 
like powers, rights, and privileges as might have been con-
ferred upon him by letters patent for such invention, issued 
under this Act, and duly sealed as of the day of the date of 
such application; and during the continuance of such powers, 
rights and privileges under this provision such invention may 
be used and published without prejudice to any letters patent 
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to be granted fol' the same ; and where letters patent are 
gr!lnted in respect of such invention, then in lieu of a condi. 
aon for making void such letters patent in case such inven. 
tion be not described aud ascertained by a subsequent speci. 
fica.tion, such letters patent shaH be conditioned to become 
void if such complete specification, filed as aforesaid, does not 
particularly descn'be and ascertain the. nature of the said in
vention, and in what manner the same is to be performed; 
a.nd a copy of every such complet.e specification shall be open 
to the inspection of the public, as hereinafter provided, frotn 
the time of depositing the same, subject to such regulations 
as the comnissioners may make. 

X. In case of any application for letters patent for any 
invention, and the obtnining upon such application of pro
visjonal protection for such invention, or of protection for 
the same, by rea.son of the deposit of a complete specification 
as aforesaid in fraud of the true and first inventor, any 
letters patent granted to the true and first inventor of such 
invention shall not be invalidated by reMon of such appli
cation, or of such provisional or other protection as aforesaid, 
or of any use or publication of the invention subsequent to 
such application and before the expiration of the term of such 
provisional or other protection. 

XI. Where any invention is provisionally protected under 
this Act, or protected by reason of the deposit of such com
plete specification as aforesaid, the commissioners shall cause 
such provisional protection or such other protection as aff'!'e

said to be advertised in such manner as they may see fit. 
XII. The applicant for letters patent, so soon as he may 

think fit after the invention shall have been previously pro
tected under this Act, or where a complete specification has 
been deposited with his petition and declaration, then so soon 
as he may think fit after such deposit, may give notice at the 
office of the commissioners of his intention of proceeding with 
his application for letters patent for the said invention, and 
thereupon the said commissioners shall cause his said appli
cation to be advertised in such manner as they may see fit; · 

--
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and any p3rsons hn.ving an interest in opposing tho grant of 
letters patent for the said invention shall be at liberty to 
ha.ve particulars in writing of their objections to the said · 
application at such place, and within such time, and subject 
to such regulations, as the commissioners may direct. 

:xiii. So soon as tho time for the delivery of such objec-
• 

tion.B shall have expired, the provisional specification or 
complete specification (a.s tho case may be), and particulars 
of objection (if any), shall be referred to the law officer to 
whom the application has been referred. 

:X:IV. It shall be lawful for the law officer to whom any 
application for such letters patent is referred, if he see fit, by 
certificate under his hand, to order by O!' to whom the costs 
of any hearing or inquiry upon any objection, or otherwise in 
relation to the gr:mt of such letters patent, or in relation t.o 
the provisional (or other) protection acquired by the appli
cant under this Act, shl'll be paid, and in what manner and 
by whom such costs are o be ascertained ; and if any costs 
so ordered to be paid be not paid within four days after the 
amount thereof shall be so Mcertained, it shall be lawful for 
such law officer to make an order for tho payment of tho 
smne, and every such order may be made a rule of one of 
Her Majesty's Superior Courts at Westminster or Dublin, 
and may be recorded ir. the books of Council and Session in 
Scotland to the effect that execution may pass thereupon in 
common form. 

:X:V. It shall be lawful for such law officer, after such 
• 

hearing, if any, as he may think fit, to cause a WM'l"U»t to be 
made for the sealing of letters patent for the said invention, 
ani! B'Uch warrant shall be sealed with the seal of the commis. 
sioners, aD,d shall set forth the tenor and effect of the letters 
patent thereby authorized to be gl'8nted, and such law officer 
shall direct the insertion in such letters patent of all such 
restrictions, conditions, and provisoes as he may deem usual 
and expedient in such grants, or necessary in pursuance of 
the provisions of this Act ; and the said wammt shall be the 
warrant for the making and sealing of letters patent under 
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Chancl!llor to this Act according to the tenor of the said warrant: Pro. 
h11ve IIIIJile 
pow·l'!'l!eJ s in re
Rpt'Ct to Wftl'
rant, &c., as 
be now has. 

Writ of scirB 
facial. 

vided always, that the Lord Chancellor shall and may have 
and exercise such powers, authority, and discretion in respect 
to the said warrant, and the letters patent therein directed to 
be made under this Act, as he now has and might now 
exercise with respect to the warrant for the issue nuder the 
Great Seal of letters patent for any invention and with 
respect to the making and issuing of auch letters patent; and 
the writ of scire facias shall lie for the repeal of any letters 
patent issued under this Act, in the liko cases as the srune 
would lie for the repeal of letters patent which may now be 
issued under the Great Seal. 

Nothing to XVI. Provided also : That nothing herein contained shall 
affect the pre· 
r~tive of the extend to abridge or affect the prerogative of the Crown in 
Crow!! in relation to the granting or withholding the grant of any letters 
gnnting or • • b 
withholding pat<lnt; and 1t shall be lawful for her MaJesty, y warrant 
~!t~fletters under her royal sign manual, to direct such law officers to 

withhold such warrant as aforesaid, or that any letters patent 
for tha issuing whereof he may have issued a wanant as 
aforesaid shall not issue, or to direct the insertion in any 
letters patent to be issued in manner herein provided of any 
restrictions, conditions, or provisoes which her Majesty may 
think fit in addition to or in substitution for any restriction, 
conditions, or provisoes which would otherwise be inserted 
therein under this Act; and it shall also be lawful for her 
Majesty, by like warrant, to direct any complete specification 
which may have been filed under the provisions hereinbefore 
contained, and in respect of the invention described in which 
no letters patent may have been granted, to be cancelled, and 
thereupon the protection obtained by the filing of such com· 

Lettl'rs patent 
to be made 
11uhjret to 
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non· fulfilment 
of enrain con
ditions. · 

plete specification shaH cease. 
XVII. All letters patent for inventions granted under the 

provisions hereinbefore contained shall be made subject to the 
condition that the same shall be void, and that the powers 
and privileges thereby granted shall cease and determine, at 
the expimtion of three years and seven years respectively 
from the date thereof, unless there be paid, before the expira-

• 
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tion of the snid th1eo years and seven years respectively tho 
sum or sums of money and stamp duties in tho schedule of 
this Act annexed ; and the payment of tho said sums of money 
and stamp duties respectively shall be endorsed on the warrant 
for the said letters patent ; and such officer of the commis
sioners as may be appointed for this purpose shall issue under 
the seal of tho commissioners a. certificate of such payment, 
and shall endorse a receipt for the same on any letters patent 
issued under the authority of tho said warrant; and such cer
tificate, duly stamped, shall be evidence of the payment of the 
several sums respectively.( a) 

XVIII. Tho commissioners, so soon after tho sealing of tho 
said wa;nant as r~qni1-ed Ly th~ applicant for the letters 
patant, shall cause to be prepared letters patent for tho inven
tion, according to the tenor of the said warrant, and it shall 
be lawful for tho Lord Chancellor to cause such letters patent 
to be sealed with tho great seal of tho United Kingdom, and 
such letters patent so sealed shall extend to tho whole of the 
United Kingdom of Groat Britain and Ireland, the Channel 
Islands and the Isle of Man ; and in case such wa.rrant so 

such letters psw:ut ·shall be made applicable to her 
Majesty's colonies and plantations abroad, or such of them as 
may be mentioned in such warrant ; and such letters patent 
shall be valid and effectual as to tho whole of such United 
Kingdom and the said Islands and Isle, and the said colonies 
or plantations or such of them as aforesaid, and shall confer 
the like powers, rights and privileges as might in case this 
Act had not been passed, have been conferred by sevora.l 
letters patent of the like purport and effect passed under the 
Groat Seal of the United Kingdom under the Seal appointed 
to be used instead of the Groat Seal of Scotland, and nnder 
the Great Seal of Ireland respectively, and made applicable to 
England, the dominion of Wales, the town of Berwick-upon· 
Tweed, the Channel Islands, and the Isle of Man, and th~:~ 

said colonies and plantations, or such of them as aforesaid, 
to Scotland and to Ireland respectively, save as herein other-

( a) This section is repealed by 16 & 17 Viet. c. 5. 
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wise provided: Provided always that nothing in this Act 
contained shall be deemed or taken to give any effect or opera. 
tion to any letters patent to be granted under the authority 
of this Act in any colony in which such or the like letters 
pat.ent would be invalid by the law in force in the same 
colony for the time being: Provided always that a transcript 
of such letters shall, so soon after the sealing of the same and 
in such manner as the commissioners shall direct, be trn.ns. 
mitted to the director of Chancery in Scotland, and be recorded 
in the Records of Chancery in Scotland, upon payment of such 
fees 118 the commissioners shall appoint, in the srune manner 
and to the same effect in all respects as letters patent passing 
under the seal appointed by the treaty of union to be used in 
place of the Great Seal of Scotland lmve heretofore been 
recorded, and extrncts from the said Records shall be furnished 
to all parties requiring the s:1me, on payment of such fees as 
the commissioners shall direct, and shall be received in evi~ 
donee in all courts in Scotland to the like effect 118 the letters 
patent themselves. 

XIX. Provided always, that no letters patent, save as 
hereinafter mentioned in the case of letters patent destroyed 
or lost, shall issue on any warrant granted as aforesaid, 
unless application be made to seal such letters patent within 
three months after the date of the said W&J:Tant. 

XX. Provided a.lso, that no letters patent (save letters 
patent issued in lieu of others destroyed or lost) shall be 
issued or be of any force or effect unless the same be granted 
during the continuance of the provisional protection under 
this .Act; or, where a complete specification has been deposited 
under this .Act, then, unless such letters patent be granted 
during the continuance of the protection under 
this .Act by reason of such deposit, eave that where the 
application to sea.l such letters patent has been made during 
the continuance of such proviaionaJ or other protection as 
aforesaid, and the sealing of such letters patent has been 
delayed by reason of a caveat or an application to the Lord 
Chancellor against or in relation to the sealing of such letters 

' ' ' 
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pnknt, then r;uch lot tors patent may be sealed at sU:ch time as 
the Ijord Chancellor shall direct. . 

£XI. Provided also, that where tho applicant for such 
letters patent dies during the continuance of the provisional 
protection, or the protection by reason of the deposit of a 
complete specification (as tho case may he), such letters 
patent may be granted to the executors or administrators of 
such applicant during tho continuance of such provisional or 
other -protection, or at any time within three months nftol- the 
death of such applicant, notwithstanding the expiration of 
the term of such provisional or other protection, and tho 
letters patent so granted shall be of the like force and effect 
as if they had been granted to such applicant during tho con-
tinu::mce of such provisional or other protection. 

XXII. Provided also, that in case nny such letters patent 
shall be destroyed or lost, other letters patent of the like 
tenor and effect, and sealed and dated as of tho same day, 
may, subject to such regulations as the Commissioners may 
direct, be issued under the authority of tho warrant in pur-
suance of which the original letters patent wore issued. 

XXIII. It shall be lawful (tho .Act of the eighteenth 
year of King Hemy the Sixth, chapter one, or any other .Act 
to the contrary notwithstanding), to cause any letters patent 
to be issued in pursuance of this .Act to bo sealed and bear 
date as of tho day of the application for the same, and in the 
case of such letters p:~.tent for any invention provisionally 
registered under the " Protection of Inventions .Act, 1851," 

• 
as of the day of such provisional registration, or, where the 
lnw officer to whom tho application was referred, or the Lord 
Chancellor, thinks fit and directs, any such letters patent as 
aforesaid may be sealed nnd boar date as of the day of sealing 
of such letters pa;.ent, or of any other day between tho day 
of such application or provisional registration and the day of 
such sealing. 
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nnd bearing date as of any day prior to the day of the actual da~~:;{t~~·of 
sealing thereof shall be of tho same force and validity as if the same 
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they had been sealed on the day as of which the snme are 
expressed to be sealed and bear date: Provided always, that 
save where snch letters patent arc granted for any invention, 
in respect whereof a complete specification has been deposited 
npon the application for th~ same under this Act, no pro
ceeding at. law or· in equity shall be had upon such letters 
patent in respect of any infringement committed before tho 
same were actually granted. 

XXV. Where, upon any application made after tho passing 
of this Act, letters patent are granted in the United Kingdom 
for or in respect of any invention first invented in any foreign 
country or by the subject of any foreign power or state, and 
a. patent or like privilege for the monopoly or exclusive use 
or exercise of such invention in any foreign country is there 
obtained before the grant of such letters patent in tho 
United Kingdom, all rights and privileges under such let
ters patent shall (notwithstanding any term in such letters 
patent limited) cease and be void immediately upon the 
expiration Ol' other determination of the term during which 
the patent or like privilege obtained in surh foreign country 
shall continue in force, or where more than one such patent 
or like privilege is obtained abroad, immediately npon tho 
expiration or detet•mination of the term which shall first 
expire or be determined of such several patents or like privi
leges: Provided always, that no letters patent for or in 
respect of any invention for which any such patent or like 
privilege as aforesaid shall have been obtained in any foreign 
cc,untrJ, ,nd which shall be granted in the said United 
Kingdom after the expiration of the term for which such 
patent or privilege was granted or was in force shall be of 
any validity. 

XXVI. No letters patent for any invention (granted after 
the passing of this Act) shall extend to prevent the use of 
such invention in any foreign ship or vessel, or for the navi
gation of any foreign ship or vessel, which may be in any port 
of her Majesty's dominions, or in any of the waters within 
the jurisdiction of nny of her Majesty's courts, where such 
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invention is not so used for the manufacture of any goods or 
commodities to be vended within or exported from her 
1\fnjesty's dominions: Provided always that this enactment Excep~ ships 

shall not extend to the ships or vessels of any foreign state of ~~~~~ei~~llose 
which tho laws authorize subjects of such foreign state, having po!ts British 

l .k . .1 " h l . . f sb1ps nre pre-patents or 1 e pr1v1 egos JOr t e exc us1ve use or exorCISe o ve~lted fro!ll 

inventions within its tenitorios, to prevent or interfere with i:~~~J~~~.gn 
the use of such inventions in British ships or vessels, or in or 
about the navigation of British ships or vessels, while in the ports 
of such foreign state, or in the waters within the jurisdiction 
of its courts, where such inventions are not so used for the 
manufacture of goods or commodities to be vended within or 
exported from the territories of such foreign state. 

XXVII. All letters patent to be granted under this Act 
(save only letters patent granted after the filing of a com
plete specification) shall require the specific!l.tion thereunder 
to be filed in the High Court of Chancery, instead of re-
quiring the same to be enrolled, and no enrolment shall be 

• • reqms1te. 
XXVIII. Every specification to be filed. in pursuance of 

the condition of any letters patent shall be filed in such office 
of the Court of Chancery as the Lord Chancellor shall from 
time to time appoint, and every provisional specification and 
complete specification left or filed at the office of the Com
missioners on the application for any letters patent, shall 
forthwith after the grant of the letters patent, or if no letters 
patent be granted then immediately on the expiration of six 
months from the time of such application, be transferred to 
and kept in the said office appointed for filing specifications 
in Chancery; and in case reference is made to drawings in 
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any specification deposited or filed under this Act, an extra As to filing 

copy of such drawings shall be left with such specification.(a.) d~::~tes of 

XXIX. Tho Commissioners shall cause true copies of all CopiPs ofspe· 

specifications (other than provisional specifications, disclaimers, ~~fi~~~~ to 

and memoranda of alterations filed under or in pursuance of in8pection at 

th. A . . l "fi . f h f office of Com-
IS ct, and of all proVIsiOna spec1 catwns a ter t e term o missioners and 

at Edinbu;gh 
(a) The Iotter part of this section repealed by 16 & 17 Viet. c. ll5, s. l. and Dublin. 
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the provisional protection of tho invention ha.s expired, to be 
open to the inspection of the public at the office of the Com. 
missioners, and at an office in Edinburgh and Dublin respec
tively, at all reasonable times, snhject to such regulations as 
the Commissioners may direct ; and the Commissioners shall 
cause a transcript of the said letters patent to be transmitted 
f01· enrolment in the Court of Chancery, Dublin, and shall 
cause the same to be enrolled therein, and the transcript or 
e::emplification thenceforward shall have the like effect to all 
intents and purposes as if the original letters patent had been 
enrolled in the Court of Chancery in Dublin, and all parties 
shall have all their remedies by scire facias or otherwise, as if 
the letters patent had been granted to extend to Ireland only. 

XXX. The Commissioners shall cause to be printed, pub
lished and sold, at such prices and in such manner as they 
may think fit, all specifications, disclaimers, and memoranda 
of alteration~ deposited or filed under this Act, and such 
specifications (not being provisional specifications), disclaimers 
and memoranda respectively shall be so printed and pub
lished as soon as conveniently may be after the filing thereof 
respectively, and all such provisional bpecifications shall be 
so printed and published as soon as conveniently may be 
after the expiration of the provisional protection obtained in 
respect thereof; and it shall be lawful for the Commissioners 
to present copies of all such publications to such public 
libraries and museums as they may think fit, and to allow the 
person depositing or filing any such specification, disclaimer, 
or memorandum of alteration to have such number not ex
ceeding twenty-five, of the copies thereof so printed and pub
lished, without any payment for the same as they may think 
fit. 

XXXI. It shall be lawful for the Lord Chancellor and the 
Master of the Rolls to direct the enrolment of specifications, 
disclaimers, and memoranda of alterations heretofore or here
after enrolled or deposited at the Rolls Chapel Office, or at 
the Petty Bag Office, or at the Enrolment Office of the Court 
of Chancery, or in the custody of the Master of the Rolls as 

• 

• 
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keeper of the public records, to be transferred to and kept in 
the office appointed for filing specifications in Chancery under 
this Act. 

XXXII. The Commissioners shall cause indexes to all 
specifications, disclaimers, and memoranda of alterations here
tofore or to be hereafter enrolled or deposited as last afore
said to be prepared in such form as they may think fit, and 
such indexes shall be open to the inspection of the public at 
such place or places as the Commissioners shall appoint, and 
subject to the regulations to be made by tho Commissioners, 
and the Commissioners may cause all or auy of such indexes, 
specifications, disclaimers and memoranda of alterations to bo 
printed, published, and sold in such manner and at such 
prices as the Commissioners may think fit. 

XXXIII. Copies, printed by the printers to tho Queen's 
M!tjesty, of specifications, disclaimers, and memoranda of 
!tltcrations shall be admissible in evidence, anu deemed and 
taken to be prima facie evidence of tho existence and contents 
of tho documents to which they purport to relate in all courts 
nml in all proceedings relating to letters patent.( a) 

XXXIV. There shall be kept at the office appointed for 
filing specifications in Chancery under this Act a book or books 
to be called "The Register of Patents," wherein shall be 
mtered and recorded in chronological order all letters patent 
granted under this Act, the deposit or filing of specificn.tions, 
disclaimers, and memoranda of alterations filed in respect of 
such letters patent, all amendments in such letters patent, and 
!<pecifications, all confil'IDations and extensions of such letters 
patent, the expiry vacating or cancelling such letters patent, 
with tho dates thereof respectively, and all other matters and 
things affecting the validity of such letters patent as the com
missioners may' direct, and such register or a copy thereof shall 
be open at all convenient times to the inspection of the public 
subject to such regulations as the commissioners may make. 

XXXV. There shall be kept at the office appointed for filing 
specifications in Chancery 1mder this Act a book Ol' books 

(a) Repealed by 16 & 17 Viet. c. 115, s. 1 • 
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entitled "The Register of Proprietors," wherein shall be 
entered, in such manner as the commissionera shall direct, the 
assignment of any letters patent, or of any share or interest 
therein, any licence under letters patent, and the district to 
which such licence relates, with the name or names of any 
person having any share or interest in such letters patent or 
licence, the date of his or their acquiring such letters patent, 
share, and interest, and any other matter or thing relating to 
or affecting tho proprietorship in such letters patent or licence; 
o.nd a copy of any entry in such book, certified under such 
seal as may have been appointed or as may be directed by the 
Lord Chancellor to be used in the said office, shall be given to 
any person requiring the same, on payment of the fees herein
after provided; and such copies so certified shall be received 
in evidence in all courts and in all proceedings, and shall be 
prima facie proof of the assignment of such letters patent, or 
share or interest· therein, or of the licence or proprietorship, 
as therein expr~ssed: Provided n.lways, that until such entry 
sha:l have been made the grantee or grantees of the letters 
p::ttent shall be deemed and taken to be the sole and exclusive 
proprietor or proprietors of such letters patent, and of all the 
licences and privileges thereby given and granted ; that certi
fied duplicates of all entries made in the said register of pro
prietors shall forthwith be transmitted to the office of the 
commissioners in Edinburgh and Dublin, where the same 
shall also be open to the inspection of the public ; and any 
writ of scire facias to repeal such letters patent may be issued 
to the sheriff of the county or counties in which the grantee 
or resided at the time when the said letters patent 
were granted ; and in case such grantee or grantees do not 
reside in the United Kingdom it shall be sufficient to file such 
writ in the Petty Bag Office, and serve notice thereof in 
writing at the last known residence or place of business of 
such grantee or grantees; and such register or a copy shall be 
open to the inspection of the puhlic at the office of the commis
sioners, subject to such regulations as the commissioners may 
make: Provided always, thnt in any proceeding in Scotland 
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to repeal any letters patent, service of all writs and summonses 
shall be made according to the existing forms and practice ; 
provided also, that the grantee or grantees of letters patent 
to be hereafter grn.nted may assign the letters patent 
for England, Scotland, or Ireland respectively as effectually 
ns if the letters patent hnd been originally granted to extend 
to England or Scotland or Ireland only, and the assignee or 
assignees shall have the same rights of action and remedies, 
and shall be subject to the like actions and suits as he or they 
should and would have had and been subject to upon the as
signntent of letters patent granted to England Ireland or 
Scotland before the passing of this Act. 

XXXVI. Notwithstanding any proviso that may e.Pst in 
former letters patent, it shall be lawful for a larger number 
than twelve persons hereafter to have a legal and beneficial 
interest in such letters patent. 

XXXVII. If any person shall wilfully make or cause to be 
made any false entry in the said register of proprietors, or 
shall wilfully make or forge or cause to be made or forged, 
any writing falsely purporting to be a copy of li.ny entry in 
the sn.id book, or shall produce or tender, or cause to be pro
duced or tendered, in evidence, any such w"dting, knowing the 
same to be false or forged, ho shall be guilty of a misdemeanor 
and shall be punished by fine and imprisonment accordingly. 

XXXVIII. If any person shall deem himself aggrieved by 
any entry made under colour of this Act in the said register 
of proprietors, it shall be lawful for such person to apply by 
motion, to the Master of the Rolls, or to any of the courts of 
common law at W estminstor in tern time, or by summons to 
a judge of any of the said court<! in vacation, for an order 
that such entry may be expunged, vacated or varied ; and 
upon any such ·application the Mo.stcr of the Rolls or such 
cou1·t or Judge respectively, may make such order for expnn· 
ging, vacating, or varying such entry and as to the costs of 
such application, as to the said Master of the Rolls or to such 
court or Judge may seem fit; and the officer having the care 
nud custody of such register, on the production t~ him of any 
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., 
·" •• 

• 

snob order for expunging, vacating or varying any such entry, 
shall expunge, vacat~. or vary the same, according to the re. 
quisitions of such order. 

Provisions of XXXIX. All the provisions of the Acts of the session 
:.~:, ~~~·C:l' holden in the fifth and sixth years of King William IV., 
7 & 8 Viet. chapter eighty-three, a.nd of the session holden in the seventh 
c. 69, ns to d . h h f h . h t . t . disclaimers a.n e~g t years o er maJesty, c ap er SIX y nmc, respec-
::d~~ro· tively, relating to disclaimers, and memoranda of alterations 
alterations to in letters patent and spocifications, except as hereinafter 
;~fJ~~0under provided, shn.ll be appliunble and apply to nny letters patent 
this Act. granted, and to any specifica.tion filed under the provisions of 
ApJ>licntions this Act: Provided always, that all applications for leave to 
for disclaimers • 1 1 h b and caveats to enter a diSC aimer or memorandum of a teration s all e mado, 
bent office of and all caveats relating thereto shall bo lodged at the office of 
Commis. 
aioners. the commissioners, and shall be referred to the respective law 

officers in the said first recited Act mentioned : provided a.lso, 
. that every such disclaimer or memorandum of alteration Rhall 

be filed in the office appointed for filing specifications in 
Chancery under this Act, with the specification to which the 
same relates, in lieu of being entered or filed and enrolled as 
required by the said first recited Act, or by the Act of the 
session holden in the twelfth and thirteen years of her Majesty, 
chapter o11.e hundred and nine, and the said Acts shall be 
construed accordingly: provided also, that such filing of any 
disclaimer or memorandum of alteration, in pursuance of the 
leave of the law officer in the first recited Act mentioned, certified 

• 

as therein mentioned, shall, except in case of fraud, be conclusive 
as to the right of the party to enter such disclaimer or memoran· 
dura of alteration under the said Acts and this Act ; and IJO 

objection shall be allowed to be made in any proceeding upon or 
touching such letters patent, specification, disclaimer, or memo· 
rnndum of alteration, on the ground that the party entering such 
disclaimer or memorandum of alteration had not sufficient 
authority in that behnlf: provided a.lso, that no action shall 
be brought upr,n any letters patent in which, or on the speci· 
fication of which any disclaimer or memor:tmlnm of alteration 
shall have been filed in rc11pect of n.ny infringement committed 

• 

• 
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prior to the filing of such disclaimer or memorandum o{ 
alteration, unless the law officers shall certify in his fiat that 
any such action may be brought, notwithstanding the entry 
or filing of such disclaimer or memorandum of alteration. 

XL. All the provisions of the said Act of the fifth and sixth 
years of King William IV. for the confirmation of any let
ters patent, and the grant of new letters patent, and all the 
provisions of the said Act, and of the Acts of the session 
holden in the second and third years of her Majesty, chapter 
sixty-seven, and of the session holden in the seventh and 
eighth years of her 1ofajesty, chapter sixty-nine respectively, 
relating to the prolongation of the term of letters patent, and 
to the grant of new letters patent for a further term, shall 
extend and apply to any letters patent granted under the 
provisions of this Act, and it shall be lawful for her M~~:jesty 
to grant any new letters patent, as in the said Acts mentioned ; 
and in the granting of any such new letters patent, as in the 
said Act mentioned ; and in the granting of any such new 
letters patent her Majeaty's Order in Council shall be a 
sufficient warrant and authority for the sealing of any new 
letters patent, and for the insertion in such new letters patent. 
of any restrictions, conditions, and provisions in the said 
order mentioned; and the Lord Chancellor on the receipt of 
the said order in council shall cause letters patent, according 
to the tenor and effect of such order, to be made and sealed 
in the manner herein directed for letters patent issued under 
the warrant of the law officer: Provided always, that such 
new letters patent shall extend to and be available in and for 
such places as the original letters patent extended to and were 
available in; provided also, that such new letters patent Rhall 
be sealed and bear date as of the day after the expiration of 
the term of the original letters patent which may first expire. 

XLI. In any action in any of her Majesty's superior courts 
of record at Westminster or in Dublin for the infringement 
of letters patent the plaintiff shall deliver with his declaration, 
particulars of the breaches complained of in the said action, 
and tho defendant, on pleading thereto, !;hall deliver with hii'i 
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pleas, and the prosecutor in any proceedings by scire facia8 
to repeal letters patent shall deliver with his declaration, 
particulars of any objections on which he means to rely at the 
trial in support of the suggestions of the said declaration in 
the proceedings by scire facias respectively; and at the trial 
of such action or proceeding by scire facias no evidence shall 
be allowed to be given in support of any alleged infringement, 
or of any objection impeaching the validity of such letters 
patent which shall not be contained in the particulars de
livered as aforesaid: Provided always that the place or places 
at or in which and in what manner the invention is alleged to 
have been used or published prior to the date of the letters 
patent shall be stated in such particulars: Provided also, that 
it shall and may be lawful for any judge at chambers to allow 
such plaintiff or defendant or prosecutor respectively to 
amend the particulars delivered as aforesaid, upon such terms 
as to such judge shall seem fit : Provided also, that at the 
trial of any proceeding by scire facias to repeal letters patent 
the defendant shall be entitled to begin and to give evidence 
in support of such letters patent, and in oase evidence shall 
be adduced on the part of the prosecutor impeaching tho 
validity of such letter~ patent, the defendant shall be entitled 
to the reply. 

XLII. In any action in any of H~;r Majesty's Superior 
Courts of Record at Westminster and in Dublin for the 
infringement of letters patent, it shall be lawful for the 
court in which such action is pend:ng, if the court be then 
sitting, or if the court be not sitting then for a ,iudge of such 
court, on the application of tho plaintiff or defimdant respec
tively, to make such order for an injunction, inspection, or 
account, and to give such direction respecting such action, 
injunction, inspection, and account,and the proceedings therein 
respectively, as to such court or judge may seem fit. 

XLIII. In taxing the costs in any action in any of Her 
Majesty's Superior Courta at Westminster or in Dublin, 
commenced after the passing of this Art for infringing letters 
patent, regard shall be had to the particulars delivered in 
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such action, and the plaintiff and defendant respectively shall 
not be allowed any costs in respect of any particular unless 
certified by the judge before whom the trial was had to have 
been proved by such plaintiff or defendant respectively with
out regard to the general costs of the cause; and it sh:-.11 be 
lawful for the judge beforl3 whom any such action shall be 
tried to certify on the record that the validity of the letters 
P"tent in the declaration. mentioned came in question ; and 
the record, with such certificate, being given iu evidence in 

• 

any suit or action for infringing the said letters patent, or in 
any proceeding by sci,·e facias to repeal the letters patent, 
shall entitle the plaintiff in any such suit or action, or the 
defendant in such proceeding by scire facias on obtaining a 
decree, decretal ortler, or final judgment, to his full costs, 
charges, and expenses, taxed as between attorney and client, 
unless the judge making such decree or order, or the judge 
trying such action or proceeding, shall certify that the plain
tiff or defendant respectively ought not to have such full 
costs: Provided always, that nothing herein contained shall 
affect the jurisdiction and forms of process of the Courts in 
Scotland in any action for the infringement of letters patent, 
or in r.ny P..Ction or proceeding respecting letters patent 
hitherto competent to the said courts : Provided also, that 
when any proceedings shall require to be taken in Scotland to 
repeal any letters patent, such proceedings shall be taken in 
the form of an action of reduction at the instance of Her 
:Majesty's advocate, or at the instance of any other party 
having interest with concurrence of H0r Majesty's advocate, 
which concurrence Her Majesty's advocate is authorized and 
impowered to give upon just cause shown only. 

XLIV. There shall be paid in respect of letters patent 
applied for or issued as herein mentioned, the filing of speci
fications and disclaimers, certificates, entries, and searches, 
and other matters and things mentioned in the schedule to 
this Act, such fees as are mentioned in the said schedule ; 
and there shall be paid unto and for tho use of Her Majesty, 
her hoirs nnd successors, for or in respect of the warrants and 
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certificates mentioned in tho snid schodulc, or tho vellnnr 
I 

parchment, or paper on which tho samo respectively are 
written, the stamp duties mentioned in tho said schedule; 
and no other stamp duties shall be levied or fcc~ except as 
hereinafter mentioned, taken in respect to such letters patent 
n.nd specifications, and tho matters and things in such schedule 
mentioned. (a) 

XLV. Tho stamp duties hereby granted shall he under the 
care and managelllt::UL of the commiRsioncrs of inl:mu revenue· 

• I 

and tho several rules, regulations, provi~;ions, penalties, 
clauses, and matters contained in any Act HOW or here
after to be in force with reference to stamp duties shall be 
applicable thereto. (a) 

XLVI. The fees to be paid ns nforesaiu shall fr·om time to 
time be paid into tho receipt of tho Bxchoquor, nntl he carried 
to and made part of tho consolidated fullll. of tho United 
Kingdom. (a) 

XLVII. Provided nlwnp, that nothing heroin contaiucd 
shall prevent the payment ns heretofore to the law oflicers iu 
cases of opposition to the granting of !otters patent, nud. iu 
cases of disclaimers and memoranda of alterations, of such 
fees as may be appointed by tho Lord Chnnccllor and :MnRtrr 
of the Rolls as tho fee to be paid on the hearing of such oppo
sitions, and in tho case of disclaimers nnd mcmornn'h of 
alterations respectively, or of such reasonnhle sums for office 
o: other copies of documents in tho oflico of tho Commis
sioners, as the Commissioners mny from timo to time appoint 
to be paid for such copies, and tho Lord Chancdlor and 
:Master of tho Rolls and tho Commissioners nrc herehy respec
tively authorized and empowered to appoint tho fees to he so 
paid in respect of such oppositions, disclaimers, and memo
randa of alterations respectively, and for such office or other 

• coptes. 
XLVIII. It shall bo lawful for the Commissionm·s of Her 

Majesty's Treasury from time to time to allow such fees to 
the law officers and their clerks (for duties 1mder this Act 

· (a) This section is repealed IJy 16 & 1 7 Virt. r. S, s. 1. 
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in respect of which fees may not be payable to them under 
the provisions lastly hereinbefore contained) as the Lord 
Chancellor nnd Master of the Rolls mny from time to time 
appoint., and to nllow such salnries nnd payments to nny 
clerks nnd officers in respect of any ndditionnl duties imposed 

011 them by this Act, as tho said Commissioners of tho 
Treasury may think fit. 

XLIX. It shall be lawful for tho Commissioners of her Sums fo•· tit!· 

' T t U fi t' to t' h frnyiug Mlnrii'B :Majesty s roRsury o a ow rom 1me tmo t e necessary nut! "XPP""''" 
sums for providing oflices under this Act, n.nd for the focR, mul•·r thi• Act 

to lu• pni.! out 
salaries, and payments allowed by them !tB aforesaid, and for nt' mom'\' A 

• • 

defrnyin.,"' tho current and incidental expenses of such office pronll•·tl hy 
l'urli:tml'nt .. 

or ollices; and the sums to be so allowed shall be paid out of 
such moneys as may be provided by Parliament for that purpose. 

L. And whereas divers J.lCrsons by virtue of their offices or 
appointments arc entitled to foes or charges payable in respect 
of letters patent as heretofore granted within the United 
Kinguom of Great Britain and Ireland, or have and derive 
in respect of such letters pRtcnt, or the procedure for the 
granting thereof, fees or other emoluments or advantages: 
It shall be lawful for tho said Commissioners of the Treasury 
to grant to any such persons who may snstnin any loss of 
fees, emolnmcnts, or advantages by reason of tho passing of 
this Act, such compensation as, having regard to the tenure 
nnd nature of their respective offices and appointments, such 
Commissioners deem ju~t and proper to be awarded; and nll 
such compensations shall be paid out of such monies ns mny 
be provided by Parliament for that purpose: Provided al
ways, that in cnso any person to whom any yearly sum by 
way of compensation shall be awa:-ded and paid shall after 
the passing of this Act be appointed to any office or place of 
emolument under tho provisions of this Act, or in tho public 
ser¥ice, then anu in every such case tho amount of such 
yearly sum shall in every year be diminished by so much as 
the emoluments of such person for such year from such office 
or plnce shall nmount to, and provision in that behalf shall 
he mnd(' in the award to him of such yearly sum. 
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LI. An account of all salaries, fees, allowances, sums, and 
compensations to be appointed, allowed, or granted under this 
Act shall, within fom·tel'm days next after the same shall be 
flO appointed, allowed, or granted respectively, be laid before 
both Houses of Parliament, if Parliament be then sitting, or 
if Pnrliamen~ bo not then sitting, then within fourteen days 
after tho next meeting of Parliament. 

LII. Letters patent may be granted in respect of applica
tions mnde before the commencement of this Act in like 
manner nnd subject to tho same provisions ns if this Act had 
not passed. 

LUI. Where letters patent for England or Scotland or 
Ireland have been granted before the commencement of this 
Act, or are in respect of any application made before the com
mencement of this Act heren.ftor granted for any invention, 
letters patent for England or Scotland or Ireland may be 
granted for such invention in like manner ns if this Act had 
not been passed: Provided always, that in lieu of ull the 
fees or payments and stamp duties now payable in respect of 
such letters patent, or in or about obtaining a grant thereof, 
there shall be paid in respect of such letters patent for 
England or Scotland or Ireland on the sealing of such respec
tive letters patent a sum equal to one-third part of the fees 
and stamp duties which would be payable according to tho 
schedule to this Act in respect of letters patent issued for the 
United Kingdom under this Act, on or previously to the 
scaling of such letters patent; and at or before tho expira
tion of tho third year and the seventh year respectively of 
tho term granted by such letters patent for England or Scot
land or Ireland, sums equal to one-third part of the fees and 
stamp duties payable at the expiration of the third year and 
the seventh year respecti · y of the term granted by letters 
patent issued for the United Kingdom under this Act; and 
the condition of rmch letters patent for England or Scotland 
or Irolanc shall be varied accordingly ; and such fees shall be 
paid to E-nch persons as the Commissioners of her Majesty's 
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Treasury shall appoint, and shall be carried to and fonn part 
of the said consolidated fund. (a) 

LIV. Tho several forms in tho schedule to ihis Act may 
be used for and in respect of the several mattm·s therein men
tioned, and tho Commissionm·s may, where they think fit, 
vary such forms as occasion may require, and ca.uso to bo 
printed and circulated such other forms as they may think fit 
to bo used for tho purposes of this Act. 

LV. In the construction of this Act the following expres
sions shall have the meanings hereby assigned to them, un
less such meanings be repugnant to or inconsistent with tho 
context ; ( thr.t is to say :) 

Tho expression " Lord Chancellor " shall mean the Lord 
Chancellor or Lord Keeper of the Great Seal, or Lords 
Commissioners of the Great Seal. 

Tho expression " the Commissioners" shall mean tho Cum
missioners for the time being acting in execution of this 
Act. 

Tho expression " law officer" shall mean Her :Majet>ty's 
Attorney-General or Solicitor-General for the time being 
for England, or tho Lord Advocate, or Her Majesty's 
Solicitor-General for tho time being fur Scotlantl, or Her 
:Mnjosty's Attorney-General or Solicitor-General for tho 
time being for Ireland. 

The expression " invention " shall mean any manner of 
new manufacture the subject of letters patent and grant 
of privilege within the meaning of tho Act of tho twenty
first year of the reign of King James tho First, chapter 
throe. 

The expressions "petition," "declaration," "provisional 
specification," "warrant," and "letters patent" respec
tively shall mean instruments in the form and to the 
effect in the schedule hereto annexed, subject to such 
alterations as may from timo to time bo mado therein 
under the powers and provisions of this Act. 

(a) This section is rcrcalcd by 16 & li Viet. c. 5, s. 1 • 
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LVI. In citing this Act in other Acts of Parliament, in
struments, aud proceedings, it shall be sufficient to use the 
expression "The Patent Law Amendment Act, 1852." 

LVII. This Act shall commence and take effect from the 
1st day of October, 1852. 

------------- ----

'rHE SCHEDULE TO WHICH THIS ACT REFERS.(a) 

Fees to be paid. 
£ s. d. 

On leaving petition for grant of letters patent • 5 0 0 
On notice of intention to proceed with the appli-

cation . • • • • • • • 5 0 0 
On sealing of letters patent • • • • 5 0 0 
On filing specification • • • • • 5 0 0 
At or before the expiration of the third year • 40 0 0 
At or before the expiration of the seventh year • 80 0 0 
On leaving notice of objections . 

• • • • 2 0 0 
Every search and inspection • • • • 0 1 0 
Entry of assignment or licence . • • • 0 5 0 
Certificate of assignment or licence • • • 0 5 0 
Filing application for disclaimer • • • 5 0 0 
Caveat against disclaimer • • • • 2 0 0 

Stamp duties to be 11aid. 
£ s. d. 

On warrant of law officer for let.ters patent • 5 0 0 
On certificate of payment of the fee payable at or 

before the expiration of the third year • . 10 0 0 
On certificate of payment of the fee payable at or 

before the expiration of the seventh year • 20 0 0 

(a) So much of the schedule ns rel11tes to fees is repealed by lG & li Viet. 
c. 5, s. I. 

•• • • , 
.• 
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FORMS . 

PE'l'ITION. 

No. 
To the Queen's most Excellent Majesty. 

The humble petit.ion of (here insert nUtme and addiress of peti
tumer) for, &c. 

Sheweth: . 
That your petitioner is in possession of an invention for 

(the title of the invention) which invention he believes will be 
of great public utility ; that he is the true and first inventor 
thereof; and that tho same is not in use by any other person 
or persons, to the best of his knowledge and belief. 

Your petitioner therefore humbly prays, that your Majesty 
will be pleased to grant unto him, his executors, adminis
trators and assigns your royal letters. patent for the United 
Kingdom of Great Britain and Ireland, the Channel Islands, 
and Isle of Mr.n ( Oolonics to be mentionetl if any) for tho term 
of fourteen years, pursuant to the statutes in that case made 
and provided. 

And your petitioner will ever pray, &c. 

DECLARATION. 

No. 
I of in the county of 

do solemnly and sincerely declare, that I 
am in possession of an invention for, &c. (the title as in peti
tion), which invention I believe will be of great public utility; 
that I am tho true and first inventor thereof; and that the 
same is not in use by nny other person or persons, to tho 
best of my knowledge and belief; (where a complete specifica
tion is to be filed with the petition and declaration, inse'rt these 
words: "and that the instrument in writing under my hand 
and seal hereunto annexed, particularly describes and ascertains 
the nature of tho said invention and the manner in which the 

cc 
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same is to be performed;") and I make this declaration con. 
scientiously believing the same to be true, and by virtue or 
the provisions of an Act made and passed in the session or 
Parliament held in the fifth and sixth years of the reign or 
his late Majesty King William the Fom·th, intitnled "An Act 
to repeal an Act of the present Session of Parliament, inti. 
tuled, 'An Act for the more Effectual Abolition of Oaths and 
Affirmations taken and made in various Departments of the 
State,' and to substitute Declarations in lieu thereof and for 
the more entire Suppression of V olnntary and Extra-judicial 
Oaths and Affidavits, and to make other Provisions for the 
Abolition of Unnecessary Oaths." A. B. 

Declared at this day of 
before me, a Master in Chancery, M' justice 
of the peace, 

PROVISIONAL SPECIFICATION. 

No, 
I do hereby declnre the natu;:o or 

the said invention for (insert title as in petiti01~) to be liB 

follows : (hm·e insert description) 
Dated this day of A. D. 

(To be signed by the applicant or his agent.) 

REFERENCE, 

(To be endo-rsed on the petition.) 

Her Majesty is pleased to refer this petition to 
to consider what may be properly done therein 

Clerk of the Commissioners . 
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WARRANT. 

In humble obedience to Her Majesty's command referring 
to me the petition of of , 
to consider what may be properly done therein, I do hereby 
certify ns follows : that the said petition sets forth that the 
petitioner (allegations of the petition) 
And tho petitioner most humbly prays (prayer of the peiitio1~) 

That in support of the allegations contained in the said 
petition the declaration of the petitioner has boon laid before 
me, whereby he solemnly declares, that (allegations of the 
declarati01~). 

That there has also been laid before me (a provisional spe-
cification signed and also a certificate 

) or (a complete specification, and a certificate of the 
filing thereof), whereby it appears that tho said invention was 
provisionally protected (or protected) from the 
day of A. D. in pursuance of 
the statute: 

That it appears that the said application was duly adver
tized: 

Upon consideration of all the matters aforesaid, and as it 
is entirely at the hazard of the said petitioner whether the 
said petition is new or wiil have the desired success, and as 
it may be reasonable for Her Majesty to encourage all arts and 
inventions which may be for the public good, I am of opinion, 
that Her Majesty may grant her royal letters patent unto the 
petitioner, his executors, administrators, and assigns, for his 
said invention within the United Kingdom of Great Britain 
and Ireland, the Channel Islands, and Isle of Man, (Colonies to 
be mentioned if any,) for the term of fourteen years according 
to the statute in that case mado and provided, if Her Majesty 
shall be graciously pleased so to do, to the tenor and effect 
following: (see next fmm.) 

Given under my hand this day of 
A. D . 
• 

(Seal of the Commissioners.) 

• 



• 
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LETTERS PATENT. 

Victoria, by the Grnoo of God, of tho United Kingdom of 
Great Britain and Ireland, Queen, Defender of tho Faith; to 
all whom these presents shall come greeting: 

Whereas hath by his petition humbly 
represented to us that ho is in possession of IIJl invention for 

, which tho petitioner believes will be of 
groat public utility ; that he is tho first a.ud true inventor 
thereof; ond that the same is not in usc by any other person 
or persons, to tho best of his knowledge and belief: tho pe
titioner therefore most humbly prayed that we would be gra
ciously pleased to grn:nt unto him, his executors, administrators 
nnd nssigns, our royal letters patent for tho solo uso, benefit 
nnd advantage of his said invention within our United King
dom of Great Britain and Ireland, tho Channel Islands, and 
Isle of Mnn for tho term of fourteen years, pursuant to the 
statute.in that case made and provided: 

And we, being willing to give encouragement to all arts 
nnd inventions which may be for tho public good, arc grn
doua1y pleased to condescend to tho petitioner's request: 
Know yo, therefore, that we, of our especial grace, cCI·to.in 
knowledge, and mere motion, have given nnd granted, IUld by 
these presents, for us, our heirs and successors, do givo nnd 
grant unto the snid , his executors, ndmi~is
trators, and assigns, our especial licence, full power, sole }Jri
vilcge, and authority that tho said , his 
executors, administrators, nnd assigns, and every of them, hy 
himself and themselves, or by his and their deputy or 
deputies, servants or agents, or such others as he tho said 

, his executors, administrators, or assigns, 
shall at any time agree with, nnd no others, from time to time 
and at all times hereafter during tho term of years herein ex
pressed, shall and lawfully mny make, use, exercise, nnd vend 
his said invention within our United Kingdom of Great Bri
tain and Ireland, the Channel Islands and Isle of Man in 
such manner as to him the said , his 
executors, administrators o.nd assigns, or any of them, shall 
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in his or their discretion seem meet ; and that he the said 
, his executors, administrators, and 

assigns, shall and lawfully may have and enjoy the whole 
profit~ benefit, commodity, and advantage from time to time 
coming, growing, accruing, and arising by reason of the said 
invention, for and during the term of years herein mentioned; 
to have, hold, exercise n.nd enjoy the said licences, powers, 
privileges and advn.ntnges hereinbefore granted or mentioned 
to be grantod unto the said , his executors, 
a(Jministrators, and assigns, for n.nd during and unto tho full 
end and term or fourteen years from tho day of the date of 
these presents next and immediately ensuing, according to 
tho statute in such cnse made and provided; and to tho 
end that he the said , his executors, nd. 
ministmtors and assignR, and eve1·y of them, may have and 
enjoy the full benefit and the sole usc and exorcise of the said 
invention, according to our gmcious intention hereinbefore 
declared, we do by these presents, for us, onr hoirR and suc. 
cessors, require and strictly command all and every person 
and persons, bodies politic and corporate, and all other our 
subjects whatsoever, of what estate, quality, degree, m•me, or 
condition soever they be, within our United Kingdom of 
Great Britain and Ireland, ;\A Channel Islands and Isle of 
Man that neither they, nor d.ny of them, at any time during 
tho continuance of the said term of fourteen years hereby 
granted, either directly or indirectly do make, usc, or put in 
prnctice the said invention, or any part of the same, so 
attained unto by the said 

as aforesaid, nor in any wise counterfeit, imitate, or 
resemble the same, nor shall make or cause to be made any 
audition thereunto, or subtmction from the same, whereby to 
pretend himself or themselves tho inventor or inventors, do. 
visor or devisors thereof, without the cons£>nt, licence or 
agreement of the said , his executors, ad
ministrators or nssigns, in writing 1mder his or their hands 
and seals first had and obtained in thnt behalf, upon such 
pains and penalties ns cnn or may bo justly inflicted on such 
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offender~.: for their contempt of this our royo.l command, and 
further to be answerable to tb<J sai~ , his 
executors, administrators and assigns, according to law, for 
his and their damages thereby occasioned: And moreover, 
we do by these presents, for us, our heirs and successors, will 
and command o.ll and cingular the justices of the peace, 
mayors, sheriffs, bailiffs, constables, head-boroughs, and all 
other officers and ministers whatsoever of us, our heirs ant} 
successors, for the time being, that they or any of them do not 
nor shall not at any time during the said term hereby granted 
in any wise molest, trouble or hinder the said 
his executors, administrators, or assigns, or any of them, or 
his or their deputies, servants, or agents, in or about tho due 
and lawful use or exercise of the aforesaid invention, or aily
tbing relating thereto : Provided always, and these our letters 
patent are and shoJI be upon this condition, that if at any 
time during the said term hereby granted it shall be made to 
appear to us, our heirs or successors, or any six or more of 
our or their Privy Council, that this our grant is contrary to 
law, or prejudicial or inconvenient to our subjects in general, 
or that the said invention is not a new invention as to the 
public use and exercise thereof, within our United Kingdom 
of Great Britain and Ireland, the Channel Islands and Isle 

.. of Man, or that the said 
is not the first and true inventor thereof within this realm 118 

aforesaid, these our letters patent shall forthwith cease, 
determine, and be utterly void to o.ll intents and purposes, 
anything hereinbefore contained to the contrary thereof in 
anywise notwithstanding : Provided also, that these our 
letters patent, or anything herein contained, shall not extend 
or be construed to extend to give privilege unto the said 

, his executors, administrators, or assigns, or 
any of them, to use or imitate any invention or work what
soever which hr.th heretofore been found out or invented by 
any other of our subjects whatsoever, and publicly used or 
exercised within our United Kingdom of Great Britain and 
Ireland, the Channel Islands, or Isle of Man, unto whom our 

• • 
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like letters patent or privileges have been already granted for 
the sole use, exercise, and benefit thereof : it being our will 
and pleasure that the said , 
his executors, administrators, and assigns, and all and every 
other person and persons to whom like letters patent or 
privileges have been already granted as aforesaid, shall 
distinctly use and practice t1eir several inventions by 
them invented and found out, according to the true intent 
and meaning of the same respective letters patent and of 
these presents : Provided likewise nevertheless, and these 
our letters patent are upon this express condit1on, that if 
the said shall not particularly describe 
and ascertain the nature of the said invention, and in what 
manner the same is to be performed, by an instrument in 
writing under his or their or one of their hands and seals, 
and cause the same to be filed in the Great Seal Patent 
Office within six calendar months next and immediately 
after the date of these our letters patent ; and also if tho 
said his executors, administrators, or 
assigns, shall not pay the stamp duty of fifty pounds and pro
duce these our letters patent stamped with a proper stamp to 
that amount at the office of our commissioners or patents for 
inventions before tho expiration of three years from the date 
of these our letters patent, pursuant to the provisions of tho 
act of the sixteenth year of our reign, chapter 5 ; and also if 
the said his executors, administrators, or assigns, 
shall not pay the stamp duty of one hundred pounds, and 
produce these our letters patent stamped with a proper stamp 
to that amount at the said office of our said commissioners be
fore the expiration of seven years from the date of these our 
letters patent pursuant also to the said act ; and also if 
the said , his executors, 
administrators, or assigns, shall not supply or cause to 
be supplied for our service all such articles of the said 
invention as he or they shall be required to supply by the 
officers or commissioners administering the department of 
our service for the use of which the same shall bo required, 

• 

• 
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in such monner, at such times, and at and upon such reason. 
able prices o.nd terms os shall be settled for that purpose by 
the said officers or commissioners requiring the same ; that 
then aud in any of the said cases these our letters patent, and 
all liberties and advn.ntnges whatsoever her ... by granted shall 
utterly cease, dete1mine, and become void, anything herein. 
before cor..tained to the contrary thereof in anywise notwith. 
standing: Pro-vided that nothing herein contained shall pre. 
vent the granting of licences in such ma.nner and for such 
considerations as they may by law be granted : and, lastly, 
we do by these presents, for us, our heirs and successors, 
grant unto the said , his executors, ndminis. 
trators, and assigns, that these our letters patent, or the filing 
thereof, shall be in and by all things good, firm, valid, suffi. 
cient, and effectual in the law according to the true intent 
and meaning thereof, ond shall be taken, constrned, and 
adjudged in the most favourable and beneficial sense for the 
best advantage of the said , his executClrs, 
administrators, and assigns, as well as in all our courts of 
record as elsewhere, o.nd by all and singular the officers and 
ministers whatsoever of us, our heirs and successors, in our 
United Kingdom of Great Britain and Ireland, the Channel 
Islands, and Isle of Man, and amongst all and every the 
subjects of us, our heirs and successors, whatsoever and 
wheresoever, notwithstanding the not full m1d certain descri
bing the nature or quality of the said invention, or of the 
materials thereunto conducing and belonging. In witness 
whereof we have caused these our letters to be made patent, 
this day of , A. D. , nnd 
to be sealed and bear date as of the said day of 

, A. D. , in the 
year of our reign.( a) 

(a) The nboYe fc.nn, being the one in nctual use, has been substituted for 
the form given in the schedule to the net. See section LIV . 

• 

. ' . 
• 
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SPECIFICATION. 

To all to whom these presents shall come 
I of send 
greeting: 

Whereas Her Most Excellent Majesty Queen Victoria., by 
her letters patent bearing date the day of 

A. D. , in the 
year of her reign did for herself, her heirs and successors, give 
and grant unto me the said , her special licence 

· that I the said , my executors, administrators aud 
assigns, or such others as I the said 

my executors, administrators and assigns, should at 
any time agree with, and no others, from time to time and 
at all times thereafter during the term therein expressed 
should and lawfully might make, use, exercise, and vend, 
within the United Kingdom of Great Britain and Ireland, 
tho Channel Islands, and Isle of Man, (Colonies to ba men
tioned, if any) an invention for (insert title 118 in lette1·s patent) 
upon the condition (amongst others) that I tho said 

, by an instrument in writing nnder my 
hand and seal, shoulG. particularly describe and ascertain the 
nature of the said invention, and in what manner the same 
was to be performed, and cause the same to be filed in 

within calendar months next and 
immediately after the date of the said letters patent. 

Now 1..-uow ye, that I tho said do hereby 
declare the nature of my said invention, and in what ma:nner 
the same is to be performed, to be particularly described and 
ascertained in and by the following statement; (that is to say,) 
(describe the inventi01~.) 

In witness whereof I the said A. B. 
set my hand and seal this 

A. D. 

havo heretofore 
day of 

.A. B. 
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16 VIeT. c. 5. 

An Act to snbsUtute Stamp Duties for Fees on passing 
Letters Patent for Inventions, and to provide for t/111 

Purcltaso for the pubUc use of certain IndCJ:es of Speci-
fications. [21st February, 1853.] 

HEREAS it is expedient that the fees payable in 
respect of letters patent for inventions under tho 

Patent Law Amendment Act, 1852, and mentioned in tho 
schedule to such Act, be converted into stamp duties; be it 
enacted, therefore, as follows : 

I. Sections seventeen, forty-four, forty-five, forty-six, and 
fifty-three and so much of the schedule to the said Act as 
relates to fees and stamp duties to bo paid under tho said .Act, 
shall bo repealed. 

II. All letters patent for inventions to be granted under 
the provisions of the said Patent Law Amendment Act, 1852, 
(except in the cMe provided for in the fourth section of this 
Act,) shall be made subject to tho condition thnt tho same 
shall be void, and that the powers and privileges thereby 
granted shall cease o.nd determine at the expiration of three 
years and seven years respectively from the date thereof, un. 
less there be paid before the expiration of the said three years 
and seven years respectively the stamp duties in the schedule 
to thiB Act annexed expresRed to be payable before the expi
ration of the third year and of the seventh year respectively, 
and such letters patent or a duplicate thereof shall be stamped 
with proper stamps showing the payment of such respective 
stamp duties, and shall, when stamped, be produced before 
tho expiration of such three years and seven years respectively 
at the office of tho commissioners ; and a certificate of the -
production of such letters patent or duplicate so stamped, 
specifying the date of such production, shall be endorsed by 
the clerk of tho commissioners on the letters patent or dupli
cate, and a like certificate Rhall bo endorsed upon the warrant 
for su<!h letters }latent filed in the snid office. 
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III. Thoro shall be paid unto and for tho use of Her StAmp dutiM 
Ull'nhon!'d in 

Majesty, her heirs and successors, for or in respect of lctt{lrS thP •claedulc to 

patent applied for or issued under tho provisions of the said this Act to bo 
, • pnyRble. 

Patent Law Amendment Act, 1852, warrants, speclflcatJOns, 
disclaimers, certificates, and entries, and other matters and 
things mentioned in tho schedule to this Act, or the vellum, 
parchment, or paper on which tho same respectively nrc 
written, tho stamp duties mentioned in tho said schedule; 
and no other stamp duties shall be levied in respect of such 
letters patent, wr..rmnts, specifications, disclaimers, certificates, 
entries, matters and things ; and tho stamp duty mentioned 
in the said schedule on office copies of documents shall be in 
lieu or such sums as by the said Patent Ln.w Amendment Act, 
1852, ;.reauthorized to be appointed to be paid for such office 

• cop1es. 
As to p11ym<'nt 
of s!Jimptlutie:4 
on h·ttel'll 
patPnt tor .Eng
lnntl, l'cotl~nd, 
or lrPlnnd rc
sp••cti\"cly. 

IV. Where tho letters patent for England or Scotland or 
Ireland have been granted before tho commencement of tho 
said Patent Law Amendment Act, 1852, or have been since 
the commencement of the said Act or hereafter may be 
gmntcd for any invention, in respect of any application made 
before the commencement of the said Act, letters patent for 
England or Scotland or Ireland may be granted for such in
vention in like mannor as if the said Act bad not been passed. 
Provided always that in lieu of all fees or payments and stamp 
duties which were at the time of the passing of tho said Act 
payable in respect of such letters patent as last aforesaid, or 
in or about obtaining a grant thereof, and in lieu of all other 
stn.mp duties whatsoever, there shall be paid in respect of such 
letters patent as last aforesaid on ,tho sealing thereof stamp 
duties equal to one third part of tho stamp duties which would 
be payable under this Act in respect of letters patent issued 
for the United Kingdom under tho said Patent Law Amend
ment Act, 1852, on or previously to tho scn.ling of such letters 
patent as last aforesaid, and before the expiration of tho third • 
year and the seventh year respectively of the term granted 
by such letters patent for England, Scotland, or Ireland, 
stAmp duties equal to one third part of tho stamp duties 
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payable under this Act before the expiration of tho third ye!lr 
and tho seventh year respectively of the term granted by 
letters patent issued for tho United Kingdom under the srud 
Patent Lnw Amendment Act, 1852, and tho condition of such 
letters patent for England, or Scotland or Irelnnd shall be 
varied accordingly. 

Duties to be V. Tho stamp duties hereby granted shall be under tho 
under the d f h Co • · f I mnnagPment of care an management o t o mmlSsiOnors o nland 
t~e Commf 

1
is- Revenue ; and the several rules, regulations, provisions, 

~•onerR o n- • d . . A 
land Revenue. pono.lttes, clauses, an matters coutamed m any ct now or 

·who nre to 
p~;:.• itle the 
propt•r BIIllllll 
for the pur
pose. 

hereafter to be in force with reference to stamp duties shall 
be appli.mble thereto. 

VI. The said Commissioners of Inland Revenue shall pro. 
pare stamps impressed upon adhesive paper, of the nmounts 
following, that is to say, twopence, fourpcnce, eightpence, and 
one shilling, to be used only in respect of the stamp duties on 
tho office copies of documents and on tho certificates of 
searches and inspections mentioned in tho schedule to this 
Act: such adhesive stamps of proper amounts to be affixed 
by tho clerk of tho Commissiono:rs of Patents for inventions 
to such office copies of documents and certificates of searches 
and inspections as aforesaid; and immediately after such 
affixing he shall obliterate or deface such stamps by impress
ing thereon a seal to be provided for that purpose, but not so 
n.s to prevent tho amount of tho stamp from being ascer
tained ; and no such office copy or certificate shall be deli
vered out until the stamps thereon shall be obliterated or 
defaced as aforesaid. 

Conditions of VII. The condition contained in any letters patent granted 
letter~ pAtent under tho said Patent Law Amendment Act, 1852, and before 
already 
granted untler the passing of this Act for making such letters patent void 
recited Act to 
be 811~fietl by at tho expiration of three years and seven years respectively 
payment of from the date thereof, unless thoro be paid before tho expira
•tamp duties, 
&~., under . tion of tho said throe years and seven years respectively, tho 
this Act. sums of money and stamp duties by tho said Patent Law 

Amendment Act, 1852, required in this behalf, shall be 
deemed to be satisfied and complied with by payment of tho 
like slamp duties as would havo IJecu rcr1uircJ if such letters 
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patent hnd been granted after tho pn.ssing of this Act, and 
ho.d been made subject to tho condition required by this Act 
in lieu of the said condition therein contained ; and tho pro
vision hereinbefore contained concerning tho endorsement 
on tho letters patent or duplicate, and on the warrant for tho 
srone letters patent, of o. cortifico.ro of tho production of tho 
letters patent or duplicate properly stamped, shall be appli-
011ble in the case of such letters po.tont granted before tho 
pnssing of this Act.( a) 

IX. Tho word " duplicate" slmll be construed to mean 
in this Act such letters patent as may be issued under tho 
twenty-second section of tho Patent Ln.w Arne '.dmont Act, 
185~, in cn.so of any letters patent being destroyed or iost. 

X. This Act and tho Patent Law Amendment Act, 1852, 
shall be construed together as one Act. 

TnE ScllEIJULE OF STAMP DuTIES TO DE PAID TO wmcii 

Tms AcT REFERs. 

On petition for grant of letters patent • • 
On certificate of record of notice to proceed • 
On wauant of ln.w officer for letters patent • 
On the sealing ofletters patent. • • • 
On specification • • • • • • 
On tho letters patent or a duplicate thereof, 

before tho expiration of tho third year • • 
On the letters patent or a duplicate thereof, 

before the expiration of the seventh year . 
On certificate of record of notice of objections • 
On certificaro of every search and inspection • 
On certificate of entry of assigument or licence • 
On certificate of assignment or licence , • 
On application for disclaimer • • • • 
On caveat against disclaimer • • • • 
On office copies of documents, for every ninety 

words . . . . . . . . 

£ s. tl. 
5 0 0 
5 0 0 
5 0 0 
5 0 0 
5 0 0 

50 0 0 

100 0 0 
2 0 0 
0 l 0 
0 5 0 
0 5 0 
5 0 0 
2 0 0 

0 0 2 
(a) Section 8, which relates to tho purchase of indexes from Mr. Bennet 

W oodcroft, hus \)()en omitted. 

A~ to thP wor<l 
"duplicate." 

Tl1iR Act nnd 
15 & 16 Viet. 
c. IJ:J to be 
constru<·tl 
together. 
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16 & 17 VIeT. c. 115. 

An Act to amend certain P1•ovisions of the Patent Law 
Am.cndment Act, 1852, in respect of tl~e Transmission 
of OerH.fied Copies of Letters Patent and Specifir.ations 
to certain Offices in Edinburgh and DubUn, and other-
wise to amend the said Act, [20th August, 1853.] 

HERE.AS it is expedient to amend certain provisions 
of the Patent Law .Amendment Act, 1852, in respect 

of the transmission of certified copies of letters patent and 
specifications to certain offices in Edinburgh and Dublin, nnd 
otherwise to amend the said Act, be it therefore enacted ns 
follows: 

sec. 33, and I. Section thirty-three of the said .Act and such part of 
r:~~J Ac~ of section twenty-eight of the said Act as directs that in case 
repealed. ' reference is made to drawings in any specification deposited 

or filed under the said Act an extra copy of such drawings 
should be left with such specification, shall be repealed. 

Copies of pro- II. The Commissioners shall cause true copies of all pro
fi:ti~:~ ~~b~- visional specifications left at the office of the Commissioners 

.open toinapec· to be open to the inspection of the public, at such times after 
t10n at the • • 
Commission- the date of the record thereof respectively, as the CommiS• 
ers' office. sioners shall by their order from time to time direct. 

Acop of.every III. A trn.e copy under the hand of the patentee or appli-

hand of the fication and of every complete specification, with the draw-
patentee or • • th 'f h 11 be 1 ft h ffi applicant to be mgs accompanymg e same, 1 any, s a e at t e o ce 
left ~t Coli!- of the Commissioners on filing such specification or complete 
miSsioners 
office. specification. 
Copies or IV. Print€d or manuscript copies or extracts, certified and 
extracts of 
letters patent, sealed with the seal of the Commissioners, of letters patent, 
:d' s~'::i~td specifications, disclaimers, memoranda of alterations, and all 
filed at Com- other documents recorded and filed in the Commissioners' 
missionerR' 
office, to be office, or in the office of the Court of Chancery appointed for 
:id~::e~n the filing of specifications, shall "oe received in evidence in rul 

proceedings relating to letters pa.tent fo1· inventions in all 
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courts whatsoever within the United Kingdom of Great Britain 
lllld Ireland, the Channel Islands, and Isle of Man, and Her 
Majesty's coloniea and plantations abroad without further 
proof or production of the originals. 

V. Certified printed copies, under the seal of the Commis~ C~rtifie<l . 

f ll · fi t" d 1 t "fi t" d prmted cop1es sioners, o a spem ca. 1ons an comp o e speCl ca 1ons, an of specificn-

fac-simile printed copies of the drawings accompanying the tio~:s, &c.
1
, f 

unuer sen o 
same, if any, disclaimers, and memoranda of alterations filed CommisHion-

or hereafter to be filed, under the said Patent Law Amend- ~~~i~~ed to 

mont Act, shall be transmitted to the office of the Director of the Direct!>r of 
• Chancery m 

Chancery m Scotland and to the Enrolment Office of the Scotlnnd, and 

Court of Chancery in Ireland within twenty~one days after ~~~~~~~;i~ of 

the filing thereof respectively, and the same shall be filed in Irelsnd, which 

h · S . shnll be eYi-the office of C ancery m cotland and Ireland respectively, dence, without 

nnd certified copies or extracts from such documents shall be pr~uct1ion of 
• • ongmn s. 

furnished to all persons requmng the same, on payment of 
such fees as the Commissioners shall direct ; and such copies 
or extracts shall be received in evidence in all conrts in 
Scotland and in Ireland respectively in all proceedings r~ 
lating to letters patent for inventions without further proof 
or productior of the originals. 

VI. Whore letters patent have not been sealed during the 
continuance of the provisional protection on which the same 
is granted, provided the delay in such sealing has arisen from 
accident, and not from the neglect or wilful default of the 
applicant, it shall be lawful for the Lord Chancellor, if he 
shall think fit, to seal such letters patent at any time after 
the expiration of such provisional protection, whether such 
expiration has happened before or shall happen after the 
passing of this Act, and to date the sealing thereof as of any 
day before the expiration of such provisional protection, and 
also to extend the time for the filing of the specification 
thereon; and where the specification, in pursuance of the 
condition of any letters patent, has not been filed within the 
time limited by such letters patent, provided the delay in 
such filing has arisen from accident, and not from the neglect 

• 

or wilful default of the patentee, it shall be lawful for the 

Lord Chan
cellor in cer
tain clll!es may 
sen! letters 
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provisional 

• protection. 

• 
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Lord Chancellor, if he shall think fit, to extend the time for 
the filing of such specification, whether the defauit in such 
filing hns happened before or shall happen after the passing 
of this Act: Provided always, that except in any case that 
may have arisen before the passing of this Act, it shall not 
be lawful for t.he Lord Chancellor to extend the time for the 
sealing of any letters patent, or for the filing of any specifi-
cation beyond the period of' one month. · 

VII. And whereas doubts have arisen whether the pro
vision of the Patent Law Amt1ndment Act, 1852, for the 
making and sealing new letters patent for a further term, in 
pursuance of Her Majesty's order in coancil, in the cases 
mentioned in section forty of the said Act, extend to the 
making and sealing of new letters patent in the manner by 
such Act directed whore such new letters patent are granted 
by way of prolongation of the term of letters patent issued 
before the commencement of the said Act: and whereas it is 
expedient that such new letters patent granted by way of 
prolongation shall be granted according to the provisions of 
the said Patent Law Amendment Act; be it declared nnd 
enacted, that where Her Majesty's order of Council for the 
sealing of new letters patent shall have been made after the 
commencement of the said Aot, the said provision of the said 
Act for making anr1 sealing in manner aforesaid of new 
letters patent shall e:.tend, and shall as from the commence
ment of the said Aot be deemed to have extended, to the 
making and sealing in manner aforesaid of new letters patent 
for a further term, as well where the original letters patent 
were made before as where s:10h original letters patent have 
been issued since the commencement of the said Act. 

VIII. This Act and the Patent Law Amendment Act, 
1852, shall be construed together as one Act. 
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22 VxcT. c. 13. 

An Act to anwnd the Law concerning Patents for Inven
tions with respect to Inventions for Irnprovmnents in 
Instruments and Munitions of War. 

[8th of April, 1859.] 

HEREAS in some cases of inventions for improve-
ments in instruments or munitions of war it may be 

important to the public service that the nature of tho inven
tion should n<;>t be published, and it is therefore expedient to 
amend the law concerning letters patent for inventions: Do 
it enacted by the Queen's most excellent Majesty, by and 
with the advice and consent of the Lords Spiritual and 
Temporal and Commons in this present Parliament assem• 
bled, and by the authority of the same as follows:-

I. Any inventor of any improvement in instruments or ~mprovemrntB 
' · f th to d • • t t • In wstrumentB munitions o war, or e execu rs, a mmis ra ora, or assigns or munitions of 

of such inventor, may, for valuable consideration or without, war may be 
nssignPd by 

assign to Her Majesty's principal Secretary of State for tho inventors to 

War Department, on behalf of Her Majestv, all the benefits of S8ecre~rywof J · tate ,or ar. 
the invention, and of all letters patent obtained or to bo 
obtained for the same, and such Secretary of State may be a 
party to tho assignment, and such assignment shall be 
effectual to vest tho benefit of such invention and of such 
letters patent in the said Secretary of State for the time being 
on behalf of Her Majesty at law and in equity; and tho 
benefit of such invention and of such letters patent shall be 
deemed property acquired by the said Secretary of State on 
behalf of Her Majesty ; and all covenant.q and agreements 
contained in such assignment for giving full effect thereto, 
and for keeping the invention secret, and otherwise in relation 
thereto, shall bo valid and effectual (notwithstanding any want 
of valuabb consideration), and may be enforced and pro-
ceeded upon by the said Secretary of State for the time being 
accordingly, and all actions, suits, and proceedings in relation 
thereto may be instituted and conducted by such Secretary of 

DD 

• 

• 
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State for tho time being, who shall have all such rights, 
privileges, and prerogatives in relation thereto as by law 
provided in tho .Jase of actions, suits, and proceedings con-
corning property under his care, control, and disposition. 

II. The foregoing enactment shall extend to render valid 
and effectual, and be otherwise applicable to a:nd in respect 
of, any such assignment as aforesaid made before the passing 
of this Act, and the covenants nnd agreements contained in 
such assigument, as well as any such assignment to be 
made thereafter, and the covenants and agreements therein 
contained. 

Secretory of III. Where any such assignment as aforesaid has been made 
Stote for \Var S f S h tim b fi h may certify to to the said ecretary o tate, e may at any e e oro t o 
CommiesionPrs filing of the petition for the grant of letters patent for 
of Patents tl!llt h • . af . • fil' f h t't' d b fi the invention t e mvent10n, or ter i.ue mg o sue pe 1 10n an o oro 
should be kPpt publication of the provisional spcci~cation (if any) if he 
secret. ' 

Where the 
Secrt>tory of 
State tor W nr 
has so certified, 
petition for 
!etters patent 
&c. to be left 
with the clerk 
of the patents 
inn packet 
under tbe seal 
of Secretory of 
Stote. 

think it for the benefit of the public service that the par-
ticulars of the invention, and of the manner in which tho 
same is performed, should be kept secret, certify the fact of 
such assigument having been so made, and his opinion to tho 
effect aforesaid in writing under his hand to the commis • 

• 

sioners of patents for inventions. 
IV. Whare the said Secretary of State certifies as aforesaid; 

the petition for letters patent for the invention, the declara. 
tion accompanying such petition, nnd the provisional speci. 
fication or complete specification (as the case may be), filed or 
left therewith, and any specification to be filed in pursuance 
of the condition of any letters patent for such invention, and 
all disclaimers and memoranda of alterations to be filed in 
relation to such letters patent, and any drawings accompany· 
ing any of the documents aforesaid, and any copies of any 
such documents or drawings, or where the said Secretary of 
State so certifi<'s after the said petition has been filed, such of 
the said documents and drawings as may be filed after his so 
certifying, and the copies thereof, shall, in lieu of being filed 
or left in the ordinary manner in the office of the commis. 
sioners, or in tho office appointed for that purpose under 
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u Tho Patent La.w Amendment Act, 1854," be delivered to 
tho clerk of the patents in a packet scaled with the seal of 
tho said Secretary of State. 

V. Such packet shall at all times after the delivery thereof Such pncket to 

to tho clerk of the patents until the expiration of tho term or ~;n~:J'~;~nder 
n.ny extended term for which letters patent for the invention ttw sen_! of the 

d, b k t b h
. . Comuns-

may be gra.nte e ep y 1m sealed up ns aforesatd, or sioners. 

under the seal of the commissioners, save when it may be ne. 
ccssary to have access to the documents therein contained, 
or any of th.em, for the purpose of recording and endorsing 
the day of the filing thereof, or for the purpose of any re
ference to one of the law officers, either in relation to tho 
same or any other invention~ but in any such case as afore-
said the clerk of tho patents shall not part with tho care or 
custody of the said packet, or any of the said documents, 
save as may be required by one of the law officers for the pur. 
poses of any such reference, and shall uso such precautions as 
may be necessary to prevent the contents or particulars of 
such documents being improperly disclosed. 

VI. Such sealed packet shall be delivered at any time during Such sen!Pd 

the continuance of any such letters patent to the said Secretary ll~~~~~;d ~~ 
of State, or to any person having authority to receive the demnnd to 

h . b h lf d d" . . d th h d f Secrctnryof same on IS e a , on ema.n m wntmg un er c an o Stnte or by 

the said Secretary of State or to such person as the Lord order of the 
' Lord Cl1nn-

Chancellor may ortler, nnd shall if Pnd when the same is re- cellor. 

turned to the commissioners be again sealed up, and kept 
under seal as aforesaid. 

VII. Such sealed packet as aforesaid shall at the end of the At the expira
tion of letters term or extended term for which any letters patent for the patent, sPaled 

invention to which the documents in such packet relate, be pncket to he 
• dP!ivererl to 

delivered up to the satd Secretary of State, or to any person Secretary of 

having authority to receive the same on his behalf. State. 

VIII. Where the said Secretary of State certifies as Where Secre

aforesaid after the filing of tho petition, and before the pub- ~eiti~~s8!f::r 
lication of the provisional specification (if any), such peti· ii_ling ofpeti· 

t . d h d 1 . • h . . d th tlou, docu· 1on an t e ec a.ratwn accompanymg sue pctltwn an o ments nlrPndy 

provisional specification and drawings relating to the inven· f~~~ !os~:1J',t 
pnckH. 
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tion which mn.y have been filed or left in any such office n.s 
aforesaid, and all copies thereof in any such office, shall be 
forthwith placed in a packet, scaled with the seal of the 
commissioners, and every such packet shall be subject to all 
the provisions of this .Act concerning any sealed packet de. 
livered to the clerk of the patents. 

IX. No copy of any specification or other document or 
drawing by this Act required to be kept under seal, shall be 
transmitted to Scotland or Inland, or bo printed, published, 
or sold, or be open to the inspection of the pulJlic; but save as 
in this Ad otherwise directed, the provisions of the " Patent 
Law Amendment Act, 1852," a.nd any Act amending the same, 
shall e;.:tend and be applicable to and in respect of every 
such specification and other document and drawing as afore
said, and the letters patent and invention to which the Pame 
relates, and this Act and the " Patent Law .Amendment Act, 
1852," shall be construed together as one Act. 

X. It shall not be lawful for any person to take proceed
ings, by scire facias or otherwise, to repeal any letters patent 
for an invention in relation to which the said Secretary of 
State has certified as aforesaid. 

XI. The Secretary of State may at any time by writing 
undo!' his hand waive the benefit of this Act with respect to 
any particular invention, and the document and matters re
lating thereto shall be thenceforth kept and dealt with in the 
ordinary way. 

XII. The communication of any invention for any improve
ment in instruments or munitions of war to the said Secretary 
of State, or to any person or persons authorized by him to in
vestigate the same or the merits thereof, shall not, nor shall 
anything done for the purposes of the investigation be deemed 
use or publication of such invention so as to prejudice the 
grant or validity of any letters patent for the same. 

XIII. In the construction of this Act, " Her Majesty's 
Principal Secretary of State for War Department " shall 
mean Her Majesty's principal Secretary of State for the time 
being, to whom Her ~fajesty shall think fit to entrust the 
seals of the War Department. 
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33 & 34 VxcT. c. 27. 

An Act for the P·rotection of Inventions exhibited at Inter
?tational Ewhibitiow; in the United Kingdom. 

· [14th of July, 1870.] 

HEREAS it is expedient that such protection as is 
hereinafter mentioned should be afforded to persons 

desirous of exhibiting now inventions at exhibitions to be held 
in the United Kingdom. 

Be it enncted by tho Queen's most Excellent Majesty, by 
and with tho advice and consent of tho Lords Spiritual and 
TemporoJ and Commons in this present parliament assembled, 
and by tho authority of tho same as follows (that is to say): 

I. This Act may be cited as "The Protection of Inventions Short title. 

Act, 1870." 
II. The exhibition of any new invention at any international Exhibition of 

b'b't' h 11 t h 11 th bl' ti d • th new inventions ex 1 1 10n s a no , nor s a e pu 1ca on urmg e not to pr~ju· 

period of the holding of such exhibition, of any description of d.ice patent 

such invention, nor shall the user of such invention for the r•ghts. 

purposes of such exhibition, and within the place whore the 
same may be held, nor shall the user of such invention else-
where by any other person without the privity and consent of 
the true and first inventor thereof, prejudice the right of the 
exhibitor thereof, he being the true and first inventor, within 
six months from the time of the opening of such exhibition 
to leave at the office of the Commissioners of Patents a peti-
tion for the grant of letters patent for such invention, and 
the declaration accompanying the same, wd a provisional 
specification or a complete specificatiou thereof, under the 
"Patent Law Amendment Act, 1852," and the l ... cts amending 
the same, or to obtain provisional protection or letters patent 
for such invention, in pursuance of those Acts, nor invalidate 
any letters patent which may be granted for such invention 
upon any such petition as aforesaid. 
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RuLES AND REGULATIONs. 

Made by tl!e Commissioners of Patents for Inventions and by 
the Lord Ohancollot and tlte Master of the Rolls ~!ndor tlta 
Acts 15 lY' 16 Viet. c. 83 and 16 ~ 17 Viot. c. 115. 

F-irst set of Rules and Regttlations under tlte Act 15 §· 16 Viet. 
c. 83 for the passing of Letters Patent for inventions. 

By the Right Honourable Edward Burtenshaw, Lord St. 
Leonarda, Lord High Chancellor of Great Britain, The 

' 

Right Honourable Sir John Romilly, Master of tho Rolls, 
Sir Frederic Thesiger, Her Majesty's .Attorney General, and 
Sir Fitz Roy Kelly, Her Majesty's Solicitor General, being 
~·u nr of the Commissioners of Patents for Inventions under 
the said Act. 

Whereas a commodious office is forthwith intended to be 
provided by the Crown as the Great Seal Patent Office and 
the Commissioners of Her Majesty's Treasury have under the 
powers of the said Act appointed such office as the office also 
for the purpose of the said Act. 

I. All petitions for tho grants of letters patent and all 
declarations and provisional specifications shall be left at the 
said Commissioners' office and shall be respectively written 
upon sheets of paper of twelve inches in length by eight inches 
ann a half in breadth, leaving a margin of one inch and a half 
on each side of each page in order that they may be bound in 
the books to bo kept in the said office. 

II. The drawings accompanying provisional specifications 
shall be made upon a sheet or sheets of parchment paper or 
cloth each of the size of twelve inches in length by eight 
inches and a half in breadth or of the size of twelve inches in 
breadth by seventeen inches in length, leaving a margin of 
one inch on every side of each sheet. 

III. Every provisional protection of an invention allowed 
by the law officer shall be forthwith advertised in the London 
Gazette, and the advertisement shall set forth the name and 
address of tho petitioner, tho title of his invention, and the 
date of tho application. 
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IV. Every invention protected by reason of the deposit of 
a. complete specification shall be forthwith advertised in the 
Lo·ndon Gazette and the advertisement shall set forth the name 
and address of the petitioner, the title of the invention, the 
date of the application, and that a complete specification has 
been deposited. 

V. Where a petitioner applying for letters patent after pro. 
visional protection or after deposit of a complete specification, 
shall give notice in writing at the office of the Commissioners 
of his intention to proceed with his application for letters 
patent the SOJl!e shall forthwith be advertiseG. in the London 
Ga;:ette, and the advertisement shall set forth the name and 
address of the petitioner and the title of his invention; and 
that any persons having an interest in opposing such applica
tion are to be at liberty to leave particulars in writing of their 
objections to the said application at the office of the Commis· 
sioners within twenty-one days after tho date of the Gazette 
in which such notice .is issued. 

VI. 'l'he Lord Chancellor having appointed the Great Seal 
Patent Office to be the Office of the Court of Chancery for the 
filing of specifications, the said Great Seal Patent Office and 
the Office of the Commissioners shall be combined ; and the 
clerk of the patents for the time being sh<tll be the clerk of the 
Commissioners for the purposes of the Act. 

VII. The office shall be open to the public every day, 
Christmas Day and Good Friday excepted, from ten till four 
o'clock. 

VIII. The charge for office or other copies of documents in 
the office of the Commissioners shall be at the rate of two· 
ponce for every ninety words. 

(Signed) 

Dated the 1st of October, 1852. 

ST. LEONARDS, c. 
JOHN ROMILLY, :M. R. 
FRED. TliESIOER, A. G. 
Frrz RoY KELLY, S. G. 
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By tho Right Honolll'nblo Edward Burtonshaw, Lord St. 
Loonnrds, Lord High Chnncollor of Great Britain, nnd the 
Right Honournblo Sir John Romilly, Master of tho lwlls. 

Ordered that thoro shall be paid to tho lnw officers nnd to 
their clerks the following foes ::-

By tho pc:::c~ opposing a grant of letters patent: 
£ 8. d. 

To the law officer • • . • • • 2 12 6 
To his clork • • • • • • . 0 12 6 
To his clerk for summons • • • . 0 5 0 

By tho petitioner on tho hearing of t'to case of opposition: 

To tho law officer 
To his clerk . 

• 
• 

To his clerk for summons 

• • 

• • 

• 

£ B. d, 

• • • 2 12 6 
• • • 0 12 6 

• • • 0 5 0 

By the petitioner for tho hearing previous to tho fint of 
the law officer allowing a disclaimer or memorandum of altern. 
tion in lettilrs patent and spccificntion : 

To the law officer • • 
To his clerk • • • 

• • 

• • 

• • 

• • 

£ 8. d. 
2 12 6 
0 12 6 

By the porson opposing the nllownuco of such disclaimer or 
memorandum of alteration on tho hearing of the caso of oppo
sition: 

To tho law officer 
To his clerk • 

• 

• 

• • 
• • 

• • 
• • 

• 

• 

£ s. d. 
2 12 6 
0 12 6 

By the petitioner for the fiat of the ln.w officer allowing a 
disclaimer or memorandum of nltcrntion in letters pn.tcnt and 
specification . 

To tho law officer • • • 

To his clerk • • • • 

(Signed) 

Dated tho 1st of October, 1852. 

• • 

• • 

• 

• 

£ s. d. 
3 3 0 
0 12 6 

ST. LEO!iARDS, c. 
JonN Rol!ILLY, M. R. 
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Ordered by the Right Honourable Edward Burtcnshaw, 
Lord St. Leonarda, Lord High Chancellor of Great Britain. 

I. All specifications in pursuance of the condition of letters 
patent and all complete specifications n.ccompanying petitions 
and declarations before grnnt of letters patent shall bo filed 
in tho Great Seal Patent Office. 

II. All specifications in pursuance of tho conditions of 
letters patent and all complete specifications accompanying 
petitions for the grant of letters patent shall be respectively 
written bookwise upon a shoot or sheets of parchment onch of 
tho size of twenty-one inches and a half in length by fourteen 
inches and three-fourths of an inch in breadth ; tho same 
mny be written upon both sides of tho sheet., but n margin 
must be loft of one inch and a half on every side of each 
sheet. 

III. Tho drawings accompanying such spccificntion shnll 
bo mndo upon a sheet or sheets of parchment ench of tho size 
of twenty-one inches and a hnlf in length by fourteen inches 
and three fourths of one inch in brendth, or upon n. sheet or 
sheets of parchment, each of tho size of twenty-one inches and 
a hnlf in breadth by twenty-nino inches nnd a half in length, 
leaving a margin of one inch nnd a half on every side of each 
sheet. 

IV. Tho charge for office or other copies of docnm«mts in 
the Great Seal Patent Office shall be at tho rate of two ponco 
for every ninety words. 

(Signed) Sr. LEONAtws, C. 

Dated the 1st of October, 1852. 

NorE. It is recommended to applicants nnd patentees to 
mnko their elevation drawings according to tho scale of one 
inch to a foot. 

• 
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Second sot of Rules and Regu1,c:.tiun3 1mder tl1e Act 15 §- 16 
Viet. o. 83 for the pUi!sing of letters patent for inventions. 

By the Right Honourable Edward Durtenshn.w, Lord St. 
Leono.rds, Lord High Chancellor of Great Britain, tho Right 
Honourable Sir John Th>milly, Mn.stor of tho Rolls, Sir 
Frederic Thesigor, Hor Majesty's Attorney Genom!, and Sir 
Fitz Roy Kelly, Her Majesty's Solicitor Goncral, being four 
of tho Commissioners of Patents for Inventions under tho 
said Act. 

I. The office of tho Directory of Chancery in Scotlnud 
being tho office appointed by tho Act for tho rocordiug of 
transcripts of letters patent shall be tho office of the Commis. 
sionors in Edinburgh for tho filing of copies of specifications, 
disclaimers, memoranda of alterations, provisional spcciticn
tions, nnd certified duplicates of tho register of proprietors. 

II. All such transcripts, copies, and certifict~ duplicates 
shall be bound in books and properly indexed, nnd shall bo 
open to tho inspection of tho public at tho said office every 
day from ten to threo o'clock. 

III. Tho charge for office copies of such transcripts, copies, 
nnd certified duplicates recorded and filed in the said office 
shall be n.t the rate of twopence for every ninety words. 

IV. Tho enrolment office of tho Court of Chancery in 
Dublin being tho office appointed by tho Act for tho enrol
ment of transcripts of letters patent shall be tho office of tho 
Commissioners in Dublin for tho filing of copies of specifica
tions, disclaimers, memoranda of alterations, provisional speci
fications, and certified duplicates of tho register of proprietors. 

V. All such transcripts, copies, and certified duplicates shall 
be bound in books and properly indexed, and shall be open 
to tho inspection of tho public at the said Enrolment Office 
every day, Christmas Day and Good Friday excepted, from 
ten to three o'clock. 

VI. The charge for office copies of such transcripts, copies, 
and certified duplicates enrolled and filed as aforesaid shall 
bo at tho rate of twopence for every ninety words. 
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VII. No WIU'rant is to be granted for the sealing of any 
letters patent which contains two or more distinct substan
tive inventions. (a) 

VIII. A provision is to be inserted in all letters patent in 
respect whereof a provisional and not a complete specification 
shall be left on the application for tho same, t•equiring the 
specification to be filed within six months from tho date of 
the application. 

IX. No amendment or alteration at the instance of tho appli
cant will be allowed in a provisional specification after tho 
same has been recorded, except for the correction of clerical 
errors or of omissions made per incuriam. 

X. Tho provisional specification must state distinctly and 
intelligibly tho whole nature of tho invention, so that tho law 
officer may be apprised of tho improvement and of tho means 
by which it is to bo carried into effect. 

(Signoll) 

Dated tho 15th October, 1R52. 

Sr. LEOXARDS, C. 
Jonx RmnLLY, :M. R. 
F1tw. TnEstr.ER, A. G. 
Fnz RoY KELLY, S. G. 

Ordcrcll by the Right Honourable Edwarll Burtonshn.w Lord 
St. Leonarda, Lord High Chancellor of Great Britain. 

Every application to tho Lord Chancellor against or in 
relation to the scaling of letters patent shall be by notice, 
aud such notice shall be left n.t the commissioners' office, 
n.ml shall contn.in particular:; in writing of the objections to 
the sealing of such letters patent. 

(Signed) Sr. LEox.uws, C. 

Dated the 15th of October, 1852. 

(a) This rule was rescinded by the thi.rJ set of rules of the 12th 
Deccmbor, 1653. 
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Third Set of Rules and Regulations under the .dot 15 §-16 
Viet. a. 83, for tlte passing of letters patent for inventions, 
and under tho Aat of the 16 ~ 17 Viat. e.115. 

By the Right Honourable Robert Monsey, Lord Crau. 
worth, Lord High ChfUJcellor of Great Britain, the Right 
Honourable Sir Johu Romilly, Master of tho Rolls, Sir 
Alexander James Edmund Cockburn, Her Majesty's At. 
torney General, and Sir Richard Bethell, Her Majesty's 
Solicitor General, being four of tho Commissioners of Patents 
for Inventions under the said Act of the 15 & 16 Viet. c. fl3. 

It is ordered 88 follows :-

Rule 7 of tho Second Set of Rules and Regulations of tho 
Commissioners, dated tho 15Lh October, 1852, is hereby 
rescinded. 

I. Every application for letters patent, and every title of 
invention and provisional specification, must be limited to 
one invention only, and no provisional protection will bo 
allowed or warrant granted where the title or the provisional 
specification embraces more thnn one invention. 

II. The title of the invention must point out distinctly and 
specifically the nature and object of the invention. 

III. The copy of the specification or complete specification, 
directed by the .Act 16 & 17 Viet. e. 115, s. 3, to be left at 
tho office of the commissioners on filing the specification or 
complete specification, shnll be written upon sheets of brief or 
foolscap paper, briefwise and upon one side only of each 
sheet. The extra copy of drawings, if any, left with tho 
same must be made as heretofore and according to the direc
tions contained in Rule III. of the Lord Chancellor, dated 
the 1st of October, 1852. 

IV. The copy of the provisional specification, to bo left at 
tho office of the commissioners, on depositing the same, shall 
be written upon sheets of brief or foolscap p!l.per briefwise 
and upon one side only of each shoot. The extra copy of 
drawings, if any, left with tho same must be made as hereto-
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fore nnd according to the directions contained in B.ulo II. of 
the commissioners, dated the 1st October, 1852. 

V. All specifications, copies of specifications, provisional 
specifications, petitions, notices, and other documents left at 
tho office of the commissioners, and tho signatures of tho 
petitioners or agents thereto, must be written in a largo rmd 
legible hand. 

VI. In the case of all petitions for letters patent loft at tho 
office of the commissioners after the 31st day of December, 
1853, tho notice of tho applicant of his intention to proceed 
for lettors patent for his invention shall bo left at tho office 
of the commissioners eight weeks at the least before tho 
expiration of the term of provisional protection thereon ; and 
no notice to proceed shall be received unless tho same shall 
have been left in the office eight weeks at the least before tho 
expiration of such provisional protection, and the application 
for the warrant of the law officer and for the letters patent 
must be made at the office of the commissioners twelve clear 
days at least before the expiration of the term of provisional 
protection; and no warrant or letters patent Rholl be pre
pared unless such application shall have been made twelve 
clear days at the least before the expiration of such pro
visional protection: Provided always, that the Lord Chan
cellor may in either of the above cases, upon special circum
stances, allow a further extension of time ou being satisfied 
that the eamo has become necessary by accident, and not 
from neglect or wilful default of tho applicant or his agent. 

(Signed) CRANWORTII, C. 

JOHN ROMILJ.Y, :M. R. 
A. J. E. COCKIJURN, A. G. 
RtCHAim BETIIELL, S. G. 

Dated the 12th of December, 1853. 
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Order in respect of .Applications fo tlze Lord Oliancollor to e:elcnd 
the time for sealing Letters Patent. 

By the Right Honourable Robert l\Ionsoy Lord Crnnworth, 
Lord High Chancellor of Great Britain. 

Whereas by the Act 16 & 17 Viet. c. 115 the Lord Chan. 
cellor is empowered to extend the time for tho scaling of 
letters patent for an invention, and for the filing of tho speci. 
fication thereon limited to the period of one month after the 
expiration of the six months of provisional protection of such 
invention, provided the delay in scaling such letters patent 
and in filing such specification has ariRen from accident, and 
not from the neglect or wilful default of tho applicant, 

It is ordered as follows:-

Every petition addressed to the Lord Chancellor praying 
for tho extension of time for tho scaling of letters patent and 
for the filing of the specification thereon, under the provisions 
of tho Act of tho 16 & 17 Viet. c. 115, and tho affidavit 
accompanying the same, shall be left at tho office of the 
Commissioners of Patents. And in every case whore the 
delay in sealing such letters patent and in filing such speci
fication is alleged to have been caused by adjourned hearings 
of objections to tho grant of such letters patent before tho 
law officer to whom such objections may have been referred, 
the petitioner, before leaving his petition as aforesaid, shall 
obtain tho certificate of such law officer to tho effect that tho 
allegations in respect of' such adjourned hearings and causes 
of delay arc, in the opinion of such iaw officer, correct, and 
that tho delay arising from such adjourned hearings has not 
been occasioned by the neglect or default of tho potitionm·. 
And such certificate shall bo written at tho foot of or shall 
be annexed to such petition, 

(Signed) Cr.Aswormr, C. 
Dated this 17th day of July, 1854. 
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Orders in respect of communications from ahroad and jJTOVisionaZ 
specifications. 

I. In any application for a patont which is stated to be a 
communication, the docliU'ation must state tho nnmo and ad
dress of tho party from whom it has b.:-en received in tho 
following manner::-

No. I. When declaration is made in the United Kingdom: 
" That it has been communicated to me from abroad by 
(here insert name and wUress in f!dl)." 

No. 2. In other cases: " That it is o. communication from 
(A. D.) a person ref:l!clent at (hare insert atldress in full)." 

II. .All provisional t~p JCifications on one side only of each 
shoot. 

Dated the 23rd of February, 185!:1. 

Fnz RoY KELLY. 

H. :M. CAmxs. 

RULES OF PRACTICE DEFORE THE LAW 0PFICERS RESPECTING 

DISCLAUIERS AND :MEMORANDA OF ALTERATIONS, 

I. The person applying must present a petition to the 
Attornoy-Genernl or Solicitor-General, stating what tho pro
posed disclaimer or alteration is, when a time will be appointed 
for hearing the applicant. Tho petition is in general to bo 
accompanied by a copy of tho original specification, !llld of 
the pt·oposod disclaimer or alteration. 

II. If on tho hearing the .Attorney or Solicitor-General 
should think fit to disallow tho proposed alteration or dis
claimer, no further proceeding is necessary. If he shouhl 
think fit to allow it without any advertisement, then, on 
being applied to for the purpose, he will put his signature tc 
tho fiat authorizing the clerk of tho patents to make the re
quired enrolment. 

III. If it appears to tho .Attorney or Solicitor-General that 
!lilY advertisement or advertisements ought to be inserted, 
then he will give such directions as ho may think fit relative 

• 
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thereto, and will fix any time not sooner than ten days f~om 
the first publication of any such advertisement, for resuming 
the consideration of the metter. 

IV. Caveats may be lodged at any time before the actual 
islluing of the fiat; and any party lodging a. caveat is to have 
seven days' notice of the next meeting. 

V. The fiat must be wl'ltten or engrossed on the same 
parchment with the disclaimer or alteration at the foot 
thereof. (a) 

. ,. ' 
', ' . ' 

Patent Law Amendment Act, 1852. 15 §' 16 Viet. c. 83. 

By the Right Honourable Frederic Lord Chelmsford Lord 
High Chancellor of Great Britain, the Rigb.t Honourable 
John Lord Romilly, Master of the Rolls, Sir John Rolt, Het• 
Majesty's Attorney General, and John Burgess Karslake, 
Esquire, Her Majesty's Solicitor General, being four of the 
Commissioners of Patents for Inventions under the said Act, 

It is ordered as follows:-
After the 31st day of December, 1866, every applicant for 

letters patent shall deliver at the office of tho commissioners, 
with his provisional specification, or (when a complete spe
cification is filed with the petition and declaration) with his 
complete specification, an abridgment, in duplicate, under 
his hand or the hnnd of his agent, of such provisional or 
complete specification. The abridgment must set forth tho 
name of the applicant, tho title of the invention, and describe, 
in as short a manner as po&sible, the features of novelty which 
constitute tho invention. The abridgment and the copy 
thereof must be written upon sheets of foolscap paper, and 
upon one side only of each page, leaving n margin of one inch 
and a half on tho left hnnd side of the page. 

(Signed) CHELMSFORD, C. 
ROMILLY, M. R. 
JonN RoLT. 
J onN B. KARsLAKE. 

Dated tho 17th day of December, 1866. 
(a) Sec Norman's Ln.w of Patents. 

• 
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Patent Law Amendment Act, 1952. 15 §" 16 Viet. c. 83. 

By the Right Honourable Frederic Lord Chelmsford, Lord 
High Chancellor of Groat Britain, the Right Honourable 
John Lord Romilly, :Master of the Rolls, Sir John Rolt, Her 
:Majesty's Attorney General, and Sir John Burgess Karslake, 
Her Majesty's Solicitor General, being four of the CommiH
sioners of Patents for inventions umler tho said Act. 

It is ordered ns follows :-

That on and after the 1st of July, 18G7, no stamp duties 
payable upon notices to proceed, notices of objection, or war
rants and letters pn.teut shall lJe receiveu in the office of the 
Commissioners after ~ o'clock in the afternoon of Saturdays, 
nor after 3 o'clock on other days: Except that on ihe last day 
for the payment of nuy of finch stamp duties they shall be 
received up to 4 o'clock. 

(Signed) 

Dat~d tho 14th day of May, 18G7. 

--------

CUJ::L~lH'OlW, c. 
RmllLLY, M. R. 
Juu:s RoLT. 

Jou!'l B. KARSLA!n:. 

Patent Law Amcwlmcnl Act, 181!:.!. 1& 9· 1G riel. c. 83. 

By the Right Honourable William Page, Lord llatherley, 
Lord High Chancellor of Great Britain, the Highlllouourable 
John Lord Romilly, Master of the Rolls, Sir Hobert Porrett 
Collier, Her Majesty's Attorney General, and Sir John Duke 
Coleridge, Her Majesty's Solicitor General, being four of the 
Commissioners of Patents for inventions under the said Act. 

It is ordered as follows :-

Rule II. of the First Set of Rules and Regulations of the 
Commissioners, dated the 1st October, 185~, to be altered by 

• 
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the addition of the word "drawing " before the word " paper " 
in the second line of the printed copy. 

(Signed) 

Dated the 1st day of July, 1871. 

-------

HA'rHERLEY, C. 

Ro~mr;r, M. R. 
R. P. COLLIER, A. G. 
J. D. CoLERIDGE, S. G. 

GENERAL ORDER. (liTH FEDRUARY, 1873.) 

I, the Right Honourable Roundell Baron Selborne, Lord 
High Chancellor of Great Britain, do hereby in pursuance of 
all powers and authorities enabling me in that behalf, order 
and direct in manner following, that is to say: 

Every order made by the Lord Chancellor upon the 
hearing of petitions against or relating to the sealing of Let
ters Patent, under the Patent Law Amendment Act, 1852, 
15 & 16 Viet. c. 83, shall be drawn up, passed, and entered 
by the Registrar of the Court of Chancery in attendance, and 
an office copy of such order shall be remitted by him with
out fee to the clerk of the combined offices of the Great Seal 
Patent Office, and the office of the Commissioners of Patents 
for inventions, to be filed with the petition. 

SELBOR!'lE, c. 
----------

Rules to be obseJ'Ved in P1·opeeclings before the P1·ivy Council 
under the Act 5 ~ 6 TV ill. IV. intituled " An Act to amend 
the Law touching Letters Patent for Inventions." 

I. A party intending to apply by petition under section 2 
of the said Act, shall give public notice by advertising in the 
London Go.zette three times and in three London papers, and 
three times in some country paper published in the town where 
or near to which he carries on any manufacture of anything 
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made according to his specification, or ncar to or in which he 
resides, in case he carries on no such matmfacture, or pub
lished in the county where he cal'rics on such manufacture 
or where he lives in case there shall not be any paper pub
lished in such town, that he intends to petition Her Majesty 
under the said section, nnd shall in such advertisement state 
the object of sach petition, and give notice of the day on 
which he intends to apply for a time to be fixed for hearing 
the matter of his petition (which day shall be not less than 
four weeks from the date of the publication of tho last of tho 
advertisements to be inserted in the London Oa~elte,) and that 
on or before such day notice must bo given of any opposition 
intended to be made to the petition; and any person intending 
to oppose tho said application shall lodge notice to that effect 
at the Council Office, on or before such day so named in tho 
said advertisement and having lodged such notice shall lm 
entitled to have from the petitioner fom wcekt:~' notice of the 
time appointed for the hearing. 

II. A. party intending to apply by petition under section 
4 of the said Act, shall in the advertisement directed to be 
published by tho said section, give notice of the tlay on which 
he intends to apply for a time to be fixed for hearing the matter 
of his petition (which day shall uot be less than four weeks 
from tho date of the publication of tho lust of the advertise
ments to bo inserted in the Lon{lon Ga~efte ), and that on or be
fore such t1ay caveats must be entered; and any person intend
ing to enter a ccweat shall enter tho same at the Council Oflice, 
on or before such day so named in the said advertisements ; 
and having entered such C{tVeat, shall be entitled to have from 
the petitioner four weeks' notice of the time UJllJoiuted for the 
hearing. 

III. Petitions 1mde1· section 2 and 4 of the said Act must 
be presented within one week from the insertion of the last 
of the advertisements 1·cquircd to be published in the Londo1' 
Ga~ette. 

IV. All petitions must be accompanied with affidavits of 
advertisements hrwing been inserted accordiug to the provi· 

• 
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sions of section 4 of the said Act, and the 1st and 2nd of these 
rules, and the matters in such affidavits may be disputed by 
the parties opposing upon the hearing of the petitions. 

'V. All persons entering caveats 1mder section 4 of the said 
Act, and all pn.rties to any former suit or wtion touching let
ters patent, in respect of which petitions shall have been pre. 
Sljnted under section 2 of the said Act, and all persons lodging 
notice of opposition under the first of these rules, shall respect
ively be entitled to be served with copies of petitions presented 
under the said sections, and no application to fix a time for 
hearing shall be made without affidavit of such service. 

VI. All pn.rties served with petition shall lodge at the 
Council Office, within a fortnight after such service, notice of 
the grounds of their objections to the granting of the prayers 
of such petitions. 

VII. Parties may have copies of all papers lodged in respect 
of any application undet· the said Act, at their own expense. 

VIII. The registrar of the Privy Council, or other officers 
to whom it may be referred to tax the costs incuned in the 
matter of any petition presented under the said Act, shall 
allow or disallow in his disc,·etion all payments made to persons 
of science or skill examined as witnesses to mn.ttcrs of opinion 
chiefly. 

IX. A party applying for an extension of a patent under 
section 4 of the said Act, must lodge at the Council Olfice six 
printed copies of the specifil)ation, and also four copies of the 
balance sheet of expenditure and receipts relatiug to the 
patent in question, which accounts are to be proved on oath 
before the Lords of the Committee at the hearing. In the 
event of the applicant's specification not having been printed, 
and if the expense of making si."{ copies of any dmwing therein 
contained or referred to would be considerable, the lodging of 
two copies only of such specification and drawing will be 
deemed sufficient. 

All copies mentioned in this rule must be lodged not less 
than one week before the day fixed for hearing the application. 
The Judicial Committee will hem· the Attornev General or 

• 
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othei' counsel on behalf of the Crown ngainst grunting any 
application made under either the 2nd or 4th section of the 
said .Act in case it shall be thought fit to oppose the same on 
such behalf. 

-----~- ~ ---

FOREIGN LAW. 

AusTmA-HUNGARY. 

N inventm· desirous of Hecuring an cxclusiye right to ltis 
invention in AuHtrin-Hungnry must provide himself 

with two patents, which arc howcyer granted on a single ap
plication addressed either to tho Cislcithanian or Hungarian 
Ministry of ComnH'l:cc and on payment of one fcc. 'fhe 
patents thus issued nrc valid also in the Jlrincipality of Lich
tenstein. 

All invcntiom• must havo fo1• their object either (1) a new 
industrial production; (2) a new means of production ; or 
(3) a new n10thod of production. But patents will not Lc 
granted for inventions which afl'cct the preparation of food, 
drink and medicine, nor for those which cnnuot he used with. 
out injury to tlw interests of tlw state, the }JUlJlic health, 
morality and safety. 

A foreign invention cnn only he patented on eoudition tht.t 
it is F<till }Jatcutcd abroad; and a patent fur such invention 
can only he granted to the foreign patcutec or the possessor 
of his rights in it. 

Patci1ts for improvement arc grautcd for the improvement 
only and not for the whole invention. 

Patents nrc not granted. for the discovery of scientific prin
ciples, unless the latter arc actually brought to bear upon 
production. 

One patent is never granted for two or more inventions, 
except in cases where both or all of tlicm are to be used in 
the production of one and the same object. 

The application for a patent must be accompanied with !\ 
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rlose~·iption nnd dmwing-R and moddH if nccesHnry. H mnst 
bo mndo hy 1he iuvontor or his n_gont. If tl.o inv(•ntion is 
f'oreirrn tho original pntent n.nd u certified copy must be 
inclosed. 

Tho petition must z.;tato tho title of thC' invention nnd 
whether or not secrC'sy is desire!!, nnd nlso the numhrr of 
years for which the patent is demanded. This number cannot. 
exceed fifteeu w;tlwut the special consent of the Emperor; or 

if tho irweutiun is nlrendy patented nhruad, the expirali•m of 
the patent there granted. 

The tax is !Ls follows: For the fir·st five year,;, 1110 florins 
10 kr~. ; fur the second live years, :!01 I florins 20 krs. ; for the 
third fin~ years, ,j.pq florins ·1-0 krs. Total fur liftel'n year:-, 
700 florins 70 kr. 

The provincial govC'rnor, to whom tho application for a 
pntont is forwarded must sec t !tnt the sul~jcct matter is surh 
that a patent can he h'l':mtPd nud that tho proper forms have 
been oh"rrn•d. 'l'ho application is then fonvarded to the 
Minister of Commerce. If the dcs!'ription is iucorroct or the 
f'Ul~jed not patentable, the doennwnts nrc retumed to the 
nppliennt fur correction, or as being uselr,-~, according t!J the 
cireumst:mces. 

A patent nnthori~rs tho patentee to take all requisite 
measures for working his invention nnd sclliug- its products, 
nnd to empower others to work it for him. He may dispose 
of his patent a~ he likes, hy snlc, testament, leasC', etc., and 
obtain foreign patents fur his invcntiun. 

A renewal of patents grantctl for le~s than fifteen years may 
be grantrd so long as the whole term with the extension dors 
uot C'xcced fifteen years. 

Patents beeome invalid: 
l. In conscqnenee of hring cnncellrd on the follo\\·ing 

gromHIS : 
(a) When nil the lrgnl requirements have not bren complied 

with in obtaining them. 
(b) On proof heing given thnt the invention in question 

was not new n t the time when the patent wns is!:iucd ; or th~ t 
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it was introduced from abroad without tho consent. of the 
foreign patentees. 

(c) On proof being given hy n pntcntco that the invention 
is idmticnl with one for which n patent has nlrcndy lJccn 
granted. 

(rl) As being injurious to tho public interests. 
2. By lapsing: 
(a) When the patentee fails t.o mnko usc of his patent for 

one year from the date of its issue, or later, allows two con
~ccutivc years to elapse without working his invention. 

(b) On tho expiration of the term for which the patent was 
granted or renewed. 

(c) In consequence of n voluntary renunciation of the right;; 
conferred hy n patent. 

BAY.\Ul.\, 

HE department hy which ]l!\lcnts and trnde privileges 
nrc is~ucd is that of the Bavarian MiniBtry of the 

Int<·rior. 
The longest tenn for tho duration of n patent in Bavaria is 

fifteen years. 
The following is tho scale of fees: 

Fl. Fl. 
1 yrar • • 25 I !) years • • 1:30 
2 ycarti "" 10 l ;,() • • u;_. ., ' • 

. ' ·10 11 17 ;, v 
" • • " • • 

.f. . , • • 50 1:! , . • • :!PO 
- en 13 .-, . ..,;) 
cl ' . • • I . 

" • • --· I G 70 14 :!!\0 . , • • I , • • ... 90 15 275 ' , • • ,. • • 

8 , • • 110 

Patents may be granted fur nll new invention~, di~covcrics, 
or improvements in all branches of industry, whether consist
ing of new articles, implements, or processes of manufacture. 
The invention mu~;t be now and original and must be likely 
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to provo honefieinl to industry; nnd it. must he Hhown thnt 
neither tho nrticlo nor the proee~<A to he employed in using 
it is illegal, dangerous, or injurious. 

PntentA mny he granted for inYentions patented abroad if 
they fulfil the tiJregoing conditionA ; such patents will only bo 
grnntcd to the forei:-,'11 patentee m· his legal sncc!:'ssor, and will 
not he allowed to conf.inue in foren :1fter the liJreign term hns 
cxpit·cd. 

Applicants fiH' patents must proclnce scPurily fu1· the novelty 
:uul originality uf thci1· inn•ntions. 'l'lw patent. will here. 
,·oked if it turns out not to he new and original or that tho in. 
,·ention has l1el'n made, nppli<'d o1· in any way knowu clsew here. 

A pplic·ants for pat en! s must pf'l it ion the minister of the 
interior. 'I'he pPiition must coutniu their names in fnll, 
their position, reside nee, and domiPilt•, and in the case of 
foreif,"''!Crs I hose of their nut hot'ised agent. It must also 
contain a description of tho invention, and must state the 
term of yenrs for which the patent is required. 

The legal fcc nnd stamp duty must be paid when the 
portion is prcs('Jltt·d, nml n specification, and, if necessary, 
drawings, models. or samples must IIC' ~;ent nt. the Hamc 

• tlme. 
The term may be prolonged if the patent has been ori

ginally issued for less thnn fifteen ycnrs. hut no patent will 
be allowed to extend over n longer pcri•HI than fifteen years 
from the date of the oriC"inal issue. 

A patentee is at lihf'rty to erect the IH'ccssnry buildings 
and nccommotlation, take in operativ<'s, ancl perform all other 
nets necessnry to the exercise of t h<' right>~ <'onfct•rcd upon 
him by his patent, suhjcct to due compliance with tho laws, 
statutes, and police regulations of the conntr5·· Hl' may cede 
his patent to others in the legally prescribed manner, or may 
admit others tn n partnership in the rights taken ns a whole 
conferred by it; but no divi::;ion of a patent with respect to · 
the right taken separately, or to the places where the privi
lege is exercised is allowed. A patent will he revoked (I) if 
facts transpire, subsequently to its issue. which, if known at 
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t.he time, would have constituted n. disqualification; (2) or if 
tho applicant has concealed or misrepresented nny important 
part of the invention e:<scnt in.l to its perfection ; (3) or if tho 
patentee has failed to put tho invention into exccnt.ion or to 
notify the same to the Minister of the Interior within tho 
Rpnco of three years ; Ol' in tho ens!' ol' patents for Hhortcr 
tcrmR tlmn six yean;, within the hall' of tlw term; or in tho 
case of nn invention nlrcndy patentee! ahroad, within tho space 
of one year from the date of issue of the patent. (t) In 
the ense of patents granted for invcutions patented aln·oatl, 
upon expiration of tho foreign term. (!I) In case ul' the 
execution having heon ahnndoned for more than two 
years. (G) By rcsi~o'llntion or failure to make use of Hw 
patent. ( 71 By omission to notify d!!lngo of proprietorship 
to tho ~linistry of the Interior within tho prescribed time. 

BE!l;JU~I. 

AT BNT~ for inventions arc granted without previous 
examination either of the novelty or of the merit of tho 

invention, rmd at the ri!ik and peril of the inventor. 
'l'hc tax on patents is }IJ f'r. for the fir~l year, and 2U f'r. 

for the seennd, with n. yearly inercase of I U fr. 
The govcrmncut only in1C'rl'r.res in questions of annulment 

of patC'nt, first, for default of payment of the annuity tax 
within the time prcscribc1l; nnd, secondly, in tho eveut of the 
in vent ion not IJCing worked. 

In the ease of a patent of inveutiuu, the period i,; twenty 
years ; but the time for 'rhich a patent of importation is 
granted must not exceed the period which tho original 
patent has still to rnll in the countries 'rhcrc it "·as first 
delivered. 

Three kinds of patents may be granted: A putout of 
invention, of importation, n.nd of improvement. A pr.tont of 
invention is granted to tho inventor who takes out his 
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Belgian patent before obtaining lclters patent in nny other 
country. In that case he is entitled to protection for twenty 
years. 

A patent of importation is granted to nn inventor who , 
previously to lodging his demand in Belgium, hm; applied for 
letters patent in any other country. Tho patent of impol'tn
t.ion is limited to the term for which tho previous foreign 
patent is granted, nnd expires with it. 

Patents of importation may bo taken out in the name of 

tho inventor or his assit,'"ll duly appointed. A simple power 
from tho inventor authorising a party to take out a Belgian 

patent in his own name sufliccs for tho purpose, the power 
being stamped and registered. 

A patent of improvement may be obtained hy a patentee 
for an improvement on, or addition to, his Jll'CYious invention. 
The patent of improvement must be for improvement of the 
same nature as tho original invention, otherwise it would not 
be hold to he legally valid. No tax is required for a patent 
of improvement which forms 1mrt of the original patent, nnd 
expires with it. 

In applying for a patent, the inventor or his attorney, 
having paid tho first year's tax, presents hin1solf at the office 
of the Provisional Government, where he lodges tho receipt 
for tho tax, :mel a petition to the Minister of the Interior, 
praying that letters patent may be granted. to him, and also a 
sealed packet, conhiniug two copies of the specification and 
drawings illustmting the invention. Tho specification may 
be in nny form, and written either in F1·ench or Flemish; 
the drawings may be made on paper of any size. 

All transfers of patents nrc subject to n registration tnx, 
fixed by the law at 10 fr., but in practice a few francs more 
nrc charged for additionals ; nnd the deed of transfer has to 
be stamped according to tho size of tho paper upon which the 
deed is drawn up. Tho transfer is then notified to th~ 

:Minister of tho Interior, who has it recorded in the Patent 

Office. 
The government is now obliged to call the attention of the 
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inventor to the fact that the annual tax is due, by a regis
tered letter to that effect. 

All patentees must work their invention, or cause it to be 
worked, within a yenr of its hnving been worked in any other 
country. 

The government alone hns power to dcc•ido whnt is to be 
understood by the working of nn invention, nnd to judge in 

. each case whether tho requirements of the law have been 
complied with. 

It appears that it is not considered sufficient to import tho 
patented articles from abroad and put them on sale in one or 
more shops or warehouses, oven if largo numbers were sold 
in tho country by this menus, It is not even considered 
sufficient to have a certain number of the patented articles 
made nnd sold in Belgium, tho same articles being imported 
also from abroad and sold in Belgium. 

Tho government may grant an extension of tho term for 
working a. patent. Practically this seeming act of eon
descem:ic,n is valueless; for to obtain such an extension of 
time tho inventor is required to state in his petition tho day 
on which ho should have his invention at work, in order to 
comply with tho law 1~. e., one year from tho date of its 
having been worked in any other country; which date it is 
often extremely difficult to be proved against tho patentee, 
unless he himself gives it, as in tho case under consideration. 
The inventor's petition is then referred t.o tho different Cham
bers of CommPrl!o, !l!ld !.huy would not hesitate, in some 
cases, to give their opinion unfavournhly to tho patentee, 
should the invention bo valuable, and likely to bo of advan
tage to their fellow-countrymen. 

Tho co'.lrts may annul a patent if tho invention should 
have been worked commercially iu the kingdom by a third 
party before tho demand of tho patent. 

Tho intentional omission of part of tho inventor's secret, or 
an erroneous specification given intentionally, also invalidates 
a patent. 

If the complete specification and oxu · drawings should 
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hnvc J,ccn printrd and publiHhrd prcviouf;ly to tlw demand of 
tho Dclgian patent, unlr~s such publication should have hccu 

prescribed by lnw. 
A foreign pntCJile<', though his foreign pat<'nt may be 

severn! years old, mny, should his invention not come under 
:my of tho stipulntionR of Articl<' ~~J., 1ak<' out a vnlitl BPlgian 
patent, 1md his Brlginn patent. will have })l'itn1ty urer any 
patents fur the same invention taken out hy othcr!i between 
the dntc of l1is foreign pateut nnd that of his Belgian }Jatcnt 
of importation. 

}Ji:.\?.IL. 

Hg law 1-'erurc~ tv n di~cor<'r<'r or inveutur of a u~cful 

industry the prOJlerty and exclusive usc of his dis. 
covery or invention. 

"\Vhosocvcr impron·s an invention or discovery has, in 
such improvement, the right of di~covcrer or inventor. 

To the introducer of a foreign industry a premium will be 
given in proportion to its utility and the Jiflicttlty of intro· 
clueing it. 

The righ I of a disPovcrer m· inventor will be confirmed by 
a patent, ...:onredcd gratuitously, on payment only of the 
stamp and costs. 

(1.) It must J,e shown in writit•g that the im·entiun in 
question iR his own invention. 

(2.) He muo;t deJlOi'it in the publie archives an exact 
specification of the weans and proccs!ies to be followed, with 
plans, drnwings, aml models explauntory thereof, if posf;ihle, 
to do so. 

• 

Patents willlle grmtted according to the E:pceief; of discovery 
or invention f,lr periods of from five to hvcnty years, n longer 
term being concedable by In w, 

The proprietor of a patent cr.n dispose of it by \1F.i..!!g it !ii.m
self or ceding it. 

In the event of two or more penous ol•tnining hy similar 
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processes a certain result, and applying simultaneously for a 
patent, it shnll be given to all. 

The patent expires if it can bo pro;-eJ. that the recipient hns 
committed any fmud, or has conce:1lcd anything in the decla
ration. If nny one can prove to the declnred inventor that 
tho invention is his own. If the recipient docs not put in 
prnctico tho invention two ye:trs nl'ter the conces:-~ion. If the 
discoverer ohbins for the same in vent ion a 1ntent in n foreign 
country. In this case, according to Arti .. ; .. :;, he has a right. 
ton premium. If tho nrlicle proclueed is found injuriou:-~ to 
the publie or contrary to law. The right ofp:1tcni ceases if the 
recipients, before ohtaining the conce,;sion, have made u~P of 
such invention, patent, or discovcJ·y. 

The applicant for leliers pah•nt atl<lrcssrs a petition to the 
Crown, asking for n p:ttcnt or privilegP, null tmnsmittiug full 
explanations or nwdcls according to In''"· 'l'his is referred by 
the ~!iuistcr of Agril'nlture !o the Auxiliary Society of National 
Industry. '!'hey report on the utility of' the inveutivc process 
or invention. It is then sulnnitted to the law oflit•ers, whn 
endeavour to decide as lf1 its originality and as to its uon-in
terferenee with anterior rights. f-3houltl it not he of n nature 
nlso to require ret'ct·em·e to the Sanitary Board, or othe1· similar 
technical authurit i(•,;, it is then discu~sct! and rpported ou hy 
the Council of State. 

Should it not be necessary to refer it to the legislative body. 
whose nutlwrity must he ohtaincd to insure any r(•mittance of 
Vu~toms dues for the artides proposcu tu br impurtcrl, or any 
similar sacrifi('e of puhlie resources o1· funds, it is then retnm. 
ed to the l\lini,;tct• of Ag1·icnlt urc, and the privilPgG gJ•antcd 
or refused. 

'fhe ndual legitimate olli(·irll expenses inYolvcd hy the 
ps, documents, &c., Yi1ries between £~1 and £1-!, the patent 
; granted gratuitously. 
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DENMARK. 

NVENTORS are protected by Royal letters patent granted 
through tho Ministry of the Interior, in accordance with 

rules preHcribed by tho traditional practice of that department. 
The applicant must address the :Ministry, accompanying his 
demand by detailed specific:tions and drawings. These 
papers are forwarded to the Polytechnic school to be reported 
upon by the director, wl10 states whether a patent should be 
granted and what he thinks should be the term. 'fhe Ministry 
always adopt the director's conclusion. The patents usually 
run for three, four or five years. Important inventions al'e 
protected for ten years and in some cases for fifteen years. 

Patents arc never granted to foreigners for more th:m fire 
years. The fee charged at tho :i\Iinistry is 17 dollars 
(£117s. Gd.) The time occupied in the correspondence is 
about two months. The patent is forfeited if it is shown that 
a similar invention has been used in Denmark before, or if 
the patentee does not carry out his inveution within the year 
and continue to employ it. 

FuAxeE. 

-1 VERY new discovery or invention in all departments of 
industry confers upon its author, nuder the conditions 

and for the time hereafter mentioned, the exclusive rights of 
working for his own profit the saitl discovery or invention. 

The following arc considered ns new inventions or dis-
• 

COVCl'leS: 

The invention of a new industrial product. 
'l'he invention of new means, or the new application of 

known means, for obtaining nn industrial result or product. 
Pharmaceutical compositions or remedies of all kinds; -

bei11g subject to certain special laws ; and schemes and com· 
binations referring to credit and finances, cannot be patented. 

The durution of patents is five, ten, or fifteen years. Every 
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patent is subject to the following tax: 500 francs for a patent 
of five years, 1,000 for a patent of ten years, and 1,500 fmncs 
for a patent of fifteen years. This tax has to be paid by yearly 
instalments of 100 francs, under penalty of forfeiture if the 
patentee allows one year to elapse without paying the tax. 
The invcntot• must deposit under 1t se~tled cover Itt the office 
of the secretary of the Prefecture in the department in which 
he resides, or in any other department on choosing a residence 
thoro : 1st. His petition to tho :Minister of' Agriculture and 
Commerce. 2nd. A specification of tho discovery, invention, 
or application forming tho subject of tho petition. ard. The 
drawings or specimens necessary for tho comprehension of tho 
specification; 1tnd .·Hh. A memorandum of a document deposited. 
The demand must be limited to a single principal object, with 
the details that constitute it, and the application which shn.ll 
be indicated. It must mention tho duration of the term re
quired and must contain neither restrictions, conditions nor 
reservations; and must set forth a title containing a compen
dious and precise designation of the ol:ject vf the invention. 

Tho specitication must not he in a foreign language, and 1t 
duplicate must he added to tho petition. All document '3 must 
be signed by tho applicant or his agent. 

No deposit can be received except on ihc production of a 
receipt proving the payment of a sum of 100 francs on account 
of the tax of the patent. 

'fhc duration of the pate11t begins from the day of the deposit 
being made. 

Tho letters patent arc dcliverctl according to the order in 
which the petitions arc received, without previous examination, 
at the applicant's cw11 risk, and without guarantee us to either 
the reality, novelty or merit of tho invention, or tho accuracy 
or exactness of the specification. 

The duration of patents can only be extended by a special 
law. 

Tho patentee o1• his assigns uuriug the whole term of the 
patent m~~y make alterations, improvements or additions to the 
invention ; by complying oH deposit of tho petition with the 
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formalities above described, a certificate is granted which 
expires with the original patent. 

Every application for a certificate of addition is subject to 
a tax of 20 francs. 

A patentee, who, for an alteration, improvement, or addition 
wishes to take a principal patent of five, ten, or fifteen years, 
instead of a certificate of addition expiring with the original 
patent, must comply with the same formalities as on an original 
patent ancl must pay the same tax. None but the patentee 
or his assigns acting ns above mentioned can during one year 
legally obtain a patent for an alterntiun, improvemcut or ad
dition to the invention which formed the subject of the patent; 
but any person who wishc~ to obtain a p:ttcnt for an alteration, 
addition or improvement on an existing patent may during 
the year make nn application which must be transmitted to 
and remain under seal at the Ministry of Agriculture and 
Commerce ; at the expiration of the year the seal will be 
broken and the patent delivered. The patentee will however 
have the preference for all alterations, improvements, and 
additions for which he has demanded a certificate during the 
year. 

\Vhoever has taken a patent for a discovery, inveution, or 
application connected with the subject of another vatent ha£ 
no right to work the invention already patented, aud the 
original patentee cannot work the invention which forms the 
subject of the new patent. A patentee may transfer the whole 
or part of the proprictorshi11 of his patent., by a notarial deed, 
and after the payment of so much of the tax then due. 

No transfer is valid as 1·egards a third party until rcgistereil • 
'J'he licencecs of a patent, and those who may have acl!uired 
from the 1mtentee or his assigns the power to work the dis
covery or imcntion, have the full bcucfit of the certificates of 
addition and vice versa. 

All specifications, drawings, specimens and models of patents 
remain, until the expiration of the term, deposited at the 
:Ministry of Agriculture and Commerce, where they may be 
inspected fi·ee of charge hy every applicant. 
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Foreigners may obtain patents in France on complying with 
the requisite formalities, and the author of an invention or 
discovery already patented abroad may obtn,in a patent, bnt th9 
duration of this patent must not exceed that of tho pn,tent 
previously obtained abroad. 

Patents become null and void, lst. \Vlwn tho discovery, in
vention or application is not new. 2nd. When not patent
able. 3rd. Whenever they refer to theoretical or merely 
scieutitic principles, methods, system~, discoveries, :mel con
ceptions, the industrial application of whi•·h arc not indicated. 
4th. Whenever tho discovery, invention, or application iH 
known to be contrary to pubhc order or safety, to morab, or 
to the existing la.ws of tho country. iith. Whenever the title 
under which tho patent has been dcumlllled imlicatcs ft•audu
lently n,nother object than tho real ol~cct of the invention. 
6th. Whenever the specification accompanying the patent is 
not suflicient for working the invention, or whenever it docs 
not completely or fairly point out the real moans employed by 
tho inventor. Any discovery, invention, ot· application to 
which in France or abroad, aml before the date of the deposit 
of the petition, suflicicnt publicity has lJCon given to mmblo 
the same to be worked will not be con:;idcrcd a,; new. 

Tho ptttcntoe forfeit~> his rights, 1st, If he has nuL paid his 
annuity before the beginning uf each yca1• of the term of hiii 
patent. 2nd. If he has not workctl his discovery ot' inven· 
tion in France within tho term of two years !'rom the date of 
tho signature of his patent, or has ceased to work it dming 
two consecutive years, unless in one or tho other case, ho 
justifies himself as to the causes of his inaction. :)rd. If he has 
introduced into .b'rance objects mannfactnrocl abroad and 
similar to those which are protected by his 1mtent .. 

·-·----· -----

NY person making a now invention in imlustry, may be 
invested for a certain time with t~te right of applying it 

exclusively under certain conditions mentioned hereafter. 

o' L' 
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A patent mrty rtlso be delivered to any person importing an 
invention from foreign countries, unless such invention be al· 
ready known to tho public, and a legalised copy of tho foreign 
patent must be produceu. 

A. patent may also be delivered to any person who shall 
add an essential improvorneul to an inventiou already patented 
in the kinguom. 

Such a p:liC•lt, hc,.-t re ·, .viii nut ·iJe allowed to interfere 
w;th the rights of t.he •)riginal :n\'t1nlor. 

The petitioner fiJr r~ p< '.ent mut deliver a precise, correct, 
:md complete description of the objt'• , td bt: patented, together 
with tho required drawings or modc!s, and if possible, a pattern 
of the product, and the petition must set forth the peculiar 
claims as to novelty. 

The petition is to be addressed to the Minister of tho Home 
Department, who will submit tho inyention to nn examination 
of competent judges as to its novelty and peculiarity, and to 
decide accordingly. 

Foreigners will not be allowed to obtain patents except for 
inventions intended to be carried out within the kingdom. 

A patent will uot be granted for a longer term than ten 
years. 

In the case of a p::ttent being granted originally for a shorter 
period, its duration may, if thought proper, be extended to 
that term. Such a prol0ngation, however, must be published 
at least one year before the expiration of the term originally 
fixed. 

Patents of importntion are not allowed to endure beyond 
the term of the foreign patent. 

The patent right must be limited to the object designated 
by the characteristic features, as laid down in the specification. 

A patent may he transferred or made over to others by 
legacy. 

Tho patent will be cancelled, if it can be shown that the 
invention is not new; and particulnrly if, at the time of the 
granting of the patent, it had already heon op;mly put into 
practice, or had gained such publicity as to allow of its imitR· 
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tion; or if it be shown that the invention has been wrongly 
or incompletely described; or if it ·be proved by some uther 
person that the invention was made or originally imported 
by him, nnd that the patentee had illegally appropriated the 

same. 
Finally, if the i1' ,·ention shall nut, without ;mflicieut reason, 

be put into practice in tho kingdom within six months fr•>m 
the granting of the patent, or whenever the workiv:; ui' the 
snid invention l.J s been intclrrupted during six moutht<. 

----- -·-- ---- ----

l'l'ALY. 

ET'l'ERS patent m<ty be gt·antcd fur new in vcntions ur 
discoveries in industry as ( 1) An industrial product or 

re~ult; (~) An instrument, machiue, tool, ~'ngine, or auy me
.chal!ical apparatus; (;J) A process or mode uf lll:tuufacture; 
(·1) A motion or the application of any known power tu indus. 
trial purpuses ; ( 5) 'l'hc technical application of a scientilic 
principle provided immediate re:mlts in iudu::;try arc uLLaineJ. 
thereby. In tho ttttcr case the patent is limited solely tu 
those results expres::;ly pointed out by the inventor. 

An invention 01' uiscuvcry in iuuustry is considered as now 
when not before known, or when even a general uotiun of it 
existed without the particLtlar:; nuce:;sary fur its adoption. 
A patent may bo granted for an invoutiun patcnteJ al!nmd, 
during the continuance of the foreign term anu if not known 
in the kingdom. 

~Iouifications of inventions or discoveries in industry which 
u.re already protected by letter,; patent, may be patented with. 
out. prejudice to the patent for the original invention. 

Inventions or discoveries relating to trades which are con
trary to law, morals, or public safety; or not relating to the 
manufacture of material objects ; or of :t mere theoretical 
nature; and all kind,; of motlicinc, may not be patcntcJ.. 

Letters patent do not guarantee the utility or reality of the 
invention or discovery a13 claim eO. by the petitio1wr1 nor do they 
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prove tho existence of those properties which, nccoruing to law, 

an invention or discovery must possess in oruer to render tho 

patent vnliu. 
Patentees or their nssif,'11S may obtain a certificate of addi

tion for any modification made J,y them in their original dis
covery or iuvention. 'l'he certificate exteuds the etlect of the 
original p:ttent to all such modifications from the date of ap

plication, and for the whole duration of the latter. 
Letters patent take c!l'cct with respcet to thinl partie.-; f'rom 

the date uf application. 

The duration of a pateut can never exceed fifteen years, 
nor be lc~s th:m ouc yc:tr. 

Patents granted fur Jess than fifteen years may be pro

longed for one or more years, so loug as tho whole term does 
not exceed tiftccn years. 

All patPHts arc suhjcct to a proportiounl and annual tax; 
the proportional tax consists of a stun L>f' as many ton lire as 
there are years in the dnratiun · ·.,, p:tlcnt; the annual tax 

is ·11J lire J'ut' the tin;t :; j't':tt ll'C fur the std,serjliCllt ;) 
_rear:<, UU lire for the 7th, Bth, ;. :•th year:;, ll.j lire fur tho 

liJth, 11th, and l:2th years, am! HIJ lire fur the rcm::ining :) 
year:.;. 

The first ann• ty and the proportional tax must he paid 

previuns to the applicatiun for a patcut. The other amn:itic3 

mu~t l!l' paid in adv:dll'l', i. ,., ou the fir,.,t day of each ye~r of 

the dnratiou of' the patent, aml arc abo subject to the tricun:ul 

incrca~e, even in the ca~c of a prolongation of the pateut. 

The tlelin·t·y of a ccrtiticat" of atltlitiuu is :--nl!jcd only to 
the payment iu :tlhance of :2U ::re. 

Certificate.-; uf proiL>ngat;ou arc ~ul!ject to the paymeut of 

·11J lire, l•csitlcs the propt~rtioual tax mHl annui tics; the an

unity cone,pouding to the lir.-;t year l''' the prulongatiun Jlltbt 

be paid at the time uf .tpplit:atiuu, a!lll the ~uiJ,;c,lucut aunui
tic~ iu advauce. 

~\.11 application f(Jl' lcttt·rs p:ttcHt must l1e made to the ..\fini

;;ter of Ag:rit:ulture, Iudustry :mtl Cumml·ree, and must cont:tJll 

(l) the uawe and ~> urname, bu·thpl:tce aud n•,idcnce of the 
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inventor, Ol' his rop1·esontntive; (2) the tit.le of tho invC'ntion, 
rlrscrihing- itf' precise features nnrl ohjC'ct; (::) n f'tntemrnt of 
the dnrntinn of the tC'rm rcr1uirrtl. 

One certificate only will he g-ranted for nn nppl ication, nnrl 
one certificate only for n Ring-le invC'ntion. '!'he npplir·nt ion 
must he nccompanierl hy n Rprcilicntion, whil'h mnf;t l1r in 
Italian or Preneh, drawings (if ncrrssn1·y), nnd I he rrceipt. 
for thr tnx. Iu cases of patents for impnrt:ttion. thP nri.~infll 
foreign p:ttent, or n crrtifietl copy, aml n powrr of attorney, 
must he sent.; nncl in n 11 rases n mrmornmlnm of <lurnmC'nts 
n:1d ol~jects dclivrrcc1 is required. 

During til<' lin;t ~ix months of thC' tlnrnt ion of n patent, any 
portion of it mry hC' di~elnimerl on the payrnC'nl of .j.i) lir!". 

Patrnts will hr refn~crl if tlwrc is no written npplieation, 
or if in the application mnrl!" thr titlr of the inn•ntinn m· di~
covery has not hr!"n nlC'nl ionrtl ; if t lw ~i1reificat inn is a hsont; 
if n sin~le p:~tent is rlemnll!lod for rlifl'ercnt in\'C"nl im1s or dis
CO\'C'l'il's; or if sevrr:~l patents nf the same n:llnr!" or of .Jilfl•r
C'nt kinds nrc <l!"mnlHletl in the f;anw npplicntion; or if the 
fees do not correspond with the :-:iml of' p:tlent n~ketl for . 

.Assignmenh of pntrnlq must he I'P,! .. :-i~terrcl, nnd nn• not .-nlid 
"-ith rro<ped to othct· parties befun• the 1htr of rP;.:istrntion. 

Pntents ee:~sc·to hr valid (1) in ca'<e.-; of nnn-p"ym!"nt. cvrn 
in n Ringle in~tn1Jf'l' of tho :mnnal tnx ·.vithin thn·r months 
from the dn t (' oft hl'ir l'xpi rat ion ; (:!) w in•al'\' ,'1' :111 in \"l'n I ion or 
di,;con·rr, p:-~tentccl for not more tlwn live y<':lrs. has not hPC'n 
work!"tl within the tirst yPar of the gr:111t of the patrnt, or 
whencnr thr paiPEte!" ~h:tll hfii"P rlisf'nntinnPd \\'orkillg' it 
during a "·holr yC'nr; (:l) wheHri-C'r n patent grnntr<l for 
more t:wn !h-e ye:-~rs has uot bern workr·d ],rforc the rxpir:-~
tion of the sel'onrl year, or whencTer its workiltg has bet·n dis
continuerl for two yc·1rs. The p:lirntec du!"s !WI in n1ty of 
these eases fnrfeit his ridns, if the inaction is attributable to 

~ 

causes beyond his cm .. trol. The "l"l"nnt of pecuni:-~ry means i~ 

not inc\urled in thesP cnusl'.;;, 
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1\IEXICO. 

NVENTORS mm;t dPiivPr to tho nnvcmmcnt, or to the 
mnr.6strnte oft hP plnPe wlwre they wi~h to execnte their 

projcrt, or to ih£' mng-isll·:tto of tltf'ir residcltt'C', or to the 

governor of Ow stnto 01' territory tn which thnt plncc lwlon~, 

tho p1·crise dc>:eription, together with tho clmwin~"· models, 
nnd all they thi11k to ho required for oxplninin!! tho ohjPrt in 

viPw, nil si~neil h,v t lwi1· OW II hrmrl. w hPn the aut huritiP' will 
ddivPI' to them n certi!icnto, The pat<•nt is grn.uted h,Y the 
Governor. 

In case tho npplicntion has 110t heen made rlirrrtly to the 

government of the state, tho local antlwrit iL·s are to forward 
linch application, with all tho documents, to the Gover11or, 
whn, nftcr makiu!! an <'ntry of the sanw, iq to furwnrd them hy 
tho cnrliest mail to tho l\[inisfernf thC' Interim·, in <"ase nppli. 
cants should not do so h,· themsPivc~ . 

• 
In granting a patent, the Gow•rnmPnt r]ops not. Pxamin~ 

tho inventions or i111provt•meuts ns to their utility, hut mrrely 
n~ to whrthe1' they nrc Poutrnry to y.tJhlic ~<nfcty, nwrnlity, 

lawH. or rq~ulntions; nnd if not, the gr:lllt of protection can-
not lw rpfu~od to nppliennb:=. • 

PatcutH for invPntionH remnin iu vigour dm·ing tPn yerm:, 
nnd those for imp!·ovcmcnts <lm·in,!! six yPar.", to hPgiu from 

tho dntc of working the patent at any plnce of the republic. 
JnrPntions or impro,·ements arc supposed to be worked 

from thP dny on whirh the pntcnt. has hPcn ddiwrP<l. 
If in veut PI's, or those who i rn prove in VC'Il t imts, should wish 

to have thPir privilege limited to onr state only, the pniPnt. is 
to he g-ranted hy tho authorities of tho s:tid f'btc. 

Parties oht:tining a patent for nn invPntion OJ' an improvr. 
ment which has already been worker! without a patent by 

another party, forfeit their privilefrc, although they drclnrt' 

~o be the owuers of the invention ot· imprnvPment. 
If the invention fll' improvement is of such a nature ns to 

admit of its being kept secret, and if n patent has been ob-
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mined for tho snme, tho invention or improvcnwnt must be 
thrown open to tho public nt the rxpiration of the term. 

Patents of improvements will remain inherent to those of 
the origiunl invention, without prt:iudico to thP arrangement 
both particii mny cum!' to. 

If itn-cntur~, or those wiw impruve im•cntion~, R]wnhl wish 
to lmve their pri\·ilege extended, thPy mn~!. npply to the Go
vcrmnent, which is to make a rep,n·t on purpu~c tu tlw cun
J.,rrCss. 

The patent fcc~ vary hPhvc~n 10 nml !lOI) dollars (pesos). 
lmporlct·s of any hranch of industry may obtain patents. 

ATBN'l'S fm· nil kindo; of iuvc111ion~. di,rovf'ries, Ill' im
prov!'ment><, as well ns fur impurtations, at•e granted in 

the kiugdom of Poland. 
Patents for invc11t ions, tlist·overies, or improvements arr 

granted for three, five, or ten yearii. Patents fur importations 
can only be granted for the term ublaiuc<l abroad . 
. Patcnh of invention nrc delivered 011 n mere nppliention 

withnnt pre\·ions exnminatiou, and row'et[lll'lltly do not. gua
rantee the merit, priority, or quality of tho invcntio11. 

The right of working nnd mnnnf'actming the patent article 
J,clonf!~. during tlw wholP term oft he patent. to t hP pntenfPP 
or hi;: as.-ign~, excPpt in the ea!'<cs hf'reafter !IH·ntiom•tl. How
ever, if durn,; tllf!t time othPr parties ~honld take out n 
patent fur nn improvem<'nt in any part of the 'amP inventio11, 
they aeCJ,uirc thereby the right of mnnnfacturitl_!; lhnt part 
only. 

Tho taxes on patents are-
150 flurinr; for 3 years. 

~50 " .1 " 
!ifJI) ., 10 ., 

and must be paid in ndvn.nce . 
.All applications for patents must he made to the authorities 
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of tho reRprcti,·c Govornnwnts, nncl at 'V nrsaw to the Muni. 
cipal Board, hy fulfilling tho following formalities:--

1. A declaration as to whether tho article about to be 
patented is an original invPntion or an importation. 

2. A complete Hpecification (for tho Board of Home Affairs 
and Public Instruction) of tho principles, moans, and pro
cesses that constitute tho invention or improvement-, as well 
ns the required plans, sections, drawings, and models. 

8. The specification must bo clear ~nd precise, so ns to 

enable nll manufacturers to usc the invention nt the expira
t-ion of the pntcnt. 

4. In cases of importationH of inventions patented ahroad, 
applicnnts mnst nt the ~amo time prove the nrticlc to be 
really patented nhroad, nnd the foreign patent 110t to have 
expired. 

5. 1\forcover, they must say whether they wish the descrip
tion to be pnhlished in full, by extracts, or not at all. 

'Vhencvcr patentees desire to transfer their patents entirely 
or partially to others, thPy, together with the nssignees, must 
senrl an extract of the authentic net of transfer to tlw Donrd 
of Home AH'nirs and Public Instruction, to have it inserted in 
the pnhlie Hei:,>istei· of Pntents. 

Patents for inventions that- might he injurious to soeiety, 
that relate to thP common wants of life, or for ol~jects that 
have already been manufactured in the country, will not he 
granted. 

Patents arc annnlled-
1. (a-) If inventors have not. delivered an exrwt description, 

and indicated with clearnc!.G and precision the means of 
mannfactnring tho inventim•, disco· ery, or improvement; 
and if it is proved thnt it would he impo~sihle to attain 
the object of the invention by following the published 
description and the information given hy the inventor. 

(b) If during the term mentioned in their letters patent 
inventors have not, worked their invention, or if they 
cannot show good cause for such inaction. 

2. By a judgment of decree of tribunals:·-
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(c) Whenever it is proved that tho invention does not pro
perly belong to tho patentee; nnd also whenever it is 
proved that tho same invention, di~eovery, or improve
ment has been known nnd published before tho patent 
wns applied for. . 

--------

Pontua.u .. 

ATENTS are grnntorl for a term of years 11ot exceeding 
fifteen to tho inventor or rliscovcrcr, to enjoy during 

that time the right of property. 
From the right of properti to nn invention is derived tho 

exclusive right of producing or manufacturing tho articles 
which constitute the ~aiLl invention. Persons making addi
tions to their inventions enjoy tho advantage of tho additional 
improvements, and they may apply for a French patent. 

The publication o~ patents, their drawing!', models, aiHl 
specifications, which arc rC<Jnircd for obtai11ing the concession, 
must he shown gratuitously to C'\ery one who desires to sec 
them. Applicants, by payment, can procure copies. On the 
Government devolves the duty to announce officially whtt 
patents have fallon into tho dominion of the public. 

The right of property conferred by a patent is transmissible 
by will to heirs anrl Sl' cccssors. 

A register of all patents is kept in the Jlrpartment of 
Public Works. 

A tax of 1:!0,0011 rcis is exacted on granting- a patent for 
fifteen years, eqninlent to about £213 sterling; of this amount 
75,000 reis, or .£18 12s., is sot apart for a fund fur the ad
vancement of industry; the remaining sum is absorbed in 
starr.ps and fees paid ,o Gcvcrnment. 

:Medicin;)s, aniclcs ci food, Simple changes in tho form of 
an ohjcct patented, and ornaments nrc excluded from obtain-
• mg patents. 

Tho civil governor of the district is charged with the duty 
of granting patents, on whom devolves tho duty tlso of for-
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warding to the Office of Puhlic Works i11formatiou for their 
tlue registration. 

An invention which involves dnng<'r tr public f'lafcty is 
prohibited f1·om ohtaining a patent. 

A foreigner can only olltain a patc>nt subject to the rules 
!:tid down hy the Civil Coclc of Pnrlugal, and that also only 
for tlJC' period of time hcfore it falls under the domiuion of 
tho pnhlic, in r.OJJformity 'vith thcr·e rules. 

No concession of patent for an improvement of an ariicle 
already patented is grnntecl, exf'ept to the pateutce himself, 
during the first year after the patent is g-ranted; npplicatiun 
by another person may be made hrt<n·e the expimtion of the 
year to the proper department, wlJCre such application will be 
taken into consideration. 

This provision is to ensure to the first applicant the prefer
ence over other pcrl'ons, with tho exception of tho ori~:,>iual 

patentee, who always has the preference accorded to him, 
provided his npplication is also made during tho first year. 

-·--·-----

PnussrA. 

A TENTS cnn he obtnincd both for discoveries and for 
improvements, and :d~o for tho intr .... duction into Prn~l'ia 

of inventions patented abrond. 
New goods, now mnchincs, new tools, and now modes of 

fabrication can be patented, but only on the condition that 
they are useful to industry and mannfhct.nre. and afford new 
means of industrial dcvrlopmc>nt. 

Articles of invention patented alJI·oad rnny al:::o be patC'IliPcl 
in Prussia, provided, however, t hnt no description of them 
shnll have been published either hero or elsewhere, and that 
no usc ~>hall have yet hccn mndc of the in>cntion in Prussia. 

When once the details of an invention have been publi~hed, 
either in Germany or else,,-:aere, officially or unofficially, 
before tho application for tl,e Prns~inu pail'nt has h•cn rnnde 

in Rcrlin, it is in;ariably r<Jfused. 
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An nrticlo which is patented nhroarl mny, if it. fulfilA tho 
necessary requiromenb1, be patented in Prm;sia hy nnyhorly. 
No rights whatever nrc res£>r>ed to th£> original patentee, 
except in tho cnso of patPnts taken out iu other Gcrmnn 
countries. 

Under tho agreement conclndecl hetwecn the Zulh·erein 
States in 184,2, when a pal<m L ha" J,een given for an invention 
in any one of those St:ttes, it secures to the patentee the solo 
right of applying for a patent fur the same article in nll tho 
other States uf the Conff'deration, bnt it <loPs not nerpssarily 
follow from this that the Prussian nnthoritics will gi\"f' 
patents in every case where other German Governments have 
done so. 

ln Snxony, Bavaria and Wiirtomherg, for instanee, patents 
nrc much more easily ohtaineu than tll(>y arc in P1·nssia. 

Patents are granted only to natins, or to the sulojeetfl of 
such countries as hy tre:tty are rmtitled to most-favoureu
nr.tion treatment. 

The application for n patent is made direct to the Minist{·I' 
of Commerce in Berlin. and must be accomp:micd by full 
descriptions, nnd, if necessary, also hy modeh These are, how
ever, kept secret from everybody except. from the pon:ons 
whoso special duty it is to Pxaminc and rpport upon them. 

The npplicat ions :no registered immediately OIL ret~cipt at 
tho ':\Iinistry, and take their precedence accordingly. 

Under the l\Iinistry of Commcrf'f' is a special clcpnrtmcnl 
called the Technical Deputation for Industrial l\Iatters, to 
whom all these r.pplications are rcferrPd. It is their duty •o 
examine the models, deseriptions, &o., to see whether patents 
fur simihr or kindred inventions have been already give11, 
nnd to ask fur any fnrther cxplnnations which they may 
require. TlH'Y then decide ahsolutoly and without appeal 
whether they -will grant tho patent or not. 'l'hey fix the 
length of time for -which tho patent is to hold goorl, and have 
moroo'\"'eJ• the right of declaring whether they ";n give .l 

patent for the whole invention or only for some piJrlio.t 
of it. 
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Their vurclict ifl communicntecl io the person who has 
applied for the patent, and he is allowed n period of six weeks 
to decide whether he accepts or not. the conditions proposed 
by the deputation. · 

If he agrees to accept them, tl1e patent is then issued under 
the fiignnture of the Minister of Commerce. 

The following conditions are invariably imposed in the case 
of every patent which is granted:-

1. The patentee must give practical effect to his invention 
in Prussia within the time fixed by the :Minister (usually six 
months, never more than n year), on pain of forfeiting his 
}Jatent, r,nd he must produce before the end of that term an 
official c0rtifirate from tho local police, or at lcnst from some 
Government employ<\ tl1at hifl inn:ntion is, or has been, 
r.ctnallv nt work within the Prnssian domin;vns . 

• 

2. If nt any time during the period f"Jt' which the pntent is 
granted, his invention Rhall have !Jccn unemployed during 
twelve consecutive months, the patentee shall forfeit all his 
rights. 

3. 'l'he patent shnll equally be forfeited if, at any time 
aftorw.1rds, it can be pro>ed that. ;lw invention wns neither 
new nor original. 

The period for wl'i"h a. p•,tm:f is to run is laid down, Rpe
oinlly for each case, in tb-:; rescript of the Minister of Com
morro. The law is that 1t ,;hall 11ot be less than six months, 
nor more than fifteen year. ; but it is 110W usually fixed at 
three years. 

A patent which is nmr cxpiriug mny in ~<orne cases be 
renewed, hut the entire pcricd for which it can last must 
never exceed fifteen years. Such prolongations, however, 
have lately been "'ore difficult to obtain than they were 
formerly. 

U11lcss in cases where the applicant himself demands a 
special exception, patents extend to the whole kingdom of 
Prussia. 

The expenses of taking out a patent in Pru~<sia are almost 
nominal. 
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'!'he application for a pah>nt must be written on stumped 
paper of 5 sgr. (Gel.) _The answer of tho Technical Deputation 
is gi von on stamped paper of 15 Rgt•, (Is. t.ltl. ), and the patent 
itself, if ~ranted, is liable to a Rtamp duty of 1 th. (8s.) 'l'herEJ 
is no further tax or duty whatever. 

A patent in Prussia gives to the patentee tho exclusive 
right of working his invention, that is to e· y, tho solo right 
of making· the article in question; and also, in the case of 
maehinery, the Role right of employing it when made. It 
docs not give tho right of prohibiting the sale or importation 
of articles which arc like tho arl' Je fur which the patent has 
been obtained. 

-----~---- ---

HUSi'L\, 

A'l'EN'l'8 may be obtained for all kinds of discoveries, 
inventions, ami improvements of general utility or a 

process of earryiug on any arl, trade, aud manufacluro. 
Patents arc granted without being guaranteed by the 

Government. 
Tho htw admits cf patents fot· iuvoutions that are privileged 

abroad. 
Patents for inventions that arc already known, but not 

privileged abroad, are granted only in case of exclusive utility, 
taking into considei\ltion the expenses required for intro- . 
clueing them. 

By tho l5~ml article of tho Russiftll Code of ll1WS, vol. xi., 
relating to mftHufacturiug industry, persons obtaining patents 
are uound t.o bring tho patented inventions, &c. into operation in 
Russift before tho expiration of the fourth part of tho time granted 
uy tho patent, aJtcl a notification of tho fact of the invention 
being carried out musL be nw.de tu the Department of Intm·ior 
'l'rnde and .Jhuufacturcs in tho course of the six months fol
lowing, and tho exact locality slated where tho invention is 
being carried out, othorwi~'l tho patent Locome~ public pro
perty. The declaration of dw carrying out of the invention 
must be ccrtilioLl by tho proper local ndmindration. 



446 .FOREIGN LAW. 

'fhe Department of Trade and Manufactures, ou receipt of 
an application for a patent, accompanied by documents, de. 
livers at once to tho applicant a certificate of acknowledgment 
for such documents. 

In cases in which a patent is not ["l'anted, the applicant is 
reimbursed the amount vf the tax fixed for the p.1tcnt, less 
the charges incurred on account of stamps, postage, and 
advertisements in tho public newspapers. 

Any patentee who may change his own invention by 
making an improvement in it, may take out another patent 
for such nJtcration hy paying a now tax; but. in e\·ery case a 
notification, bgether with a special description of the improve. 
ment must be made to the proper Department on the sub
ject. 

Any person making an improvement on an invention 
nlrendy patented ca:n only obtnin a special patent for such 
improvement after having come to termR with the holder 
of the original patent. 

Fol'rnrlitics. ThP petitionet· must present to the Depm·t. 
ment cf Interior Trade and llhnufacturcs :-

(1) A petition stating the time for which the patent is 
desi~·cn, :mel the suhject to which tho im·cnLon refers. If 
the inv01.'lon has been patented nhrond i1n date on which 
a patent was granted for it must be stated, us well as the 
number of years for which it has been gr:tnted, or for wbich 
a proloilgation of it is intended; it must likewise be stated 
whether the patent has been granted in a country in which 
the payment of the tax is made annually, as is the case, for 
instance, in Belgium. 

(~) An exact description of the ohject for which the peti
tioner wishes to obtai11 the privilege or patent. Rpccifying all 
the principal details, advantages, and the way of employing 
it, with the plans and drawings respecting it. If, for a clearer 
explanat;on, it should be nece,;snry to add to the description a 
model, the petitioner is bound to forward it. 

A translation of the description must be furnished in the 
Russian language. 
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(3) A receipt certifying the payment of tho duties, ac
cording to n fixed mte. 

Durnfion. The durnt'on of a p:Ltont is reckoned from the 
day on which the pateu ~ is signed. 

Patent;:; for inventions belonging to the applic:1.1t are 
granted for three, fi vc, or ten y~ar~ the longe~t term. 

P .. L<mts for the int:ro<lnction uf foreign inventions cnnnot 
exered the term of the pri\·ilcgP granted nhroad to the in
ventor; at all events, cannot exceed six year~, unlc;;s the 
petitioner he t·hc inYentor himself. in whieh case he mrty 
obtai:l a patent for n, term of ten yc:H:,, 

Tm.'. The Juties for discoveries, inventions, and impro>e
ments belonging to the applimlllt for the patent are:-

For 3 years . . . . DO roubles - £12. 

" 5 " . . . . 150 " 20. 
, 10 , . . . . 4,50 , GO. 

For the int.rULluctiou of foreign inventions: 

For l year • • • • tiO roubles = £8. 

" 
~years • • • • l~u " 

16. 
. ' 180 24. ,, •) 

" • • • • " 
" 

4 
" • • • • ~-10 

" 
;:)') 
~. 

" 
5 

" • • • • ~li)U 
" 

4U. 

" 
G 

" • • • • 
. 'l'U •) I 

" 
48. 

Tmnsfe;· of Pnlenls. 'l'he patentee may trmtsfer the patent 
to nnot.her person, wholly or partly, or be in partnership with 
some ono else; but the bw prohibits either to cede it to any 
Cl'mpany of shareholders, 0r be in p:u·tnership with it, without 
being specially authorised hy tho Government. 

Loss of Right. 'l'he causes of forfeiture nrc:-

(1) If the innntion has not been fully cal'l'iccl out. before 
the expiration of the fourth part of the time grantel! by the 
patent. 

(2) The wnnt of novelty. 
(0) Proof that the p:lteutee falsely gave out the invention 

or discovery for his own, and if the real inveutor claims it. 
( 4) T. , uetieiency of the specificrttion, or a dissimulation 
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of the essential parts, indispensable for procuring the declared 
result. 

(Thu expiration of patents is published in the newspapers.) 
Infringe-ment. The patentee has a right tv prosecute 

counterfeiters, and to claim damages in respect of the in f'ringe
menli of the patent. 

SPAIN. 

ETTERS patent for original inventions are delivered 
for five, ten, or fifteen years, at tho option of the in

ventor. Letters patent for inventions imported from abroad 
(patents of importation) are only granted for five years, and 
available only for the working of the invention within the 
kingdom; such patentees therefore cannot import their patent 
article from abroad ready made, unless by submitting to the 
common duties on foreign articles. 

Patents granted for five years may be extended to five years 
more, if there exist good reason for so doing; those granted 
for ten or fifteen years cannot be prolonged. . 

Patents of invention may be taken for objects which have 
not been worked in Spain or foreign countries, and objects 
worked abroad but not in Spain arc patcntab'e as importa
tions. However, those objects of which models or descrip
tions in tho Spanish language exist at tho Royal Conservatory 
of Arts, cannot be patented unless throe years have elapsed 
since their importation without their. being put into practice, 
in which case letters patent of impor&.'tL:-.~n for five years only 
can be granted. 

Royal letters patent may be solicited by the applicants 
themselves, or their attorney, by moans of a memorial, ad
dressed to the governor of the province where they reside, or 
at Madrid, if convenient. 

The memorial must be accompanied with,-
1. A petition on stamped paper, mentioning the object of 

tho patent, whether an original or imported invention, and its 
duration according. Each application must not contain more 
than one object. 

• 
~ • • 
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2. A plan or model, with the description and explanation 
of the object concerning the mechanism or process represented 
as not being used at that time, all with the greatest cortect
ness and clearness, so that there never could arise any doubt 
about the object or its particular nnture, which applicants 
represent 88 not having been worked in that form, since the 
patent bears on that point only. 

:Models must be delivered in a closed and sealed ca.se, and 
plans, descriptions, and explanations, in a. sealed cover. 

At the delivery of letters patent a. proper receipt of the pre
payment of the following taxes to the Conservatory of Art.<> 
must be produced, viz. :-

For a. privilege of 5 years • • • 

Do. 10 , • • • 

Do. 15 , . . . 
For a. privilege of importation of five years 

1000 reis . 
3000 " 
6000 " 
3000 " 

Besides, 80 reis are to be paid for the delivery of the letter~ 
patent themselves. 

Patents may be transferred, presented, sold, exchanged, 
and be~uenthed by last will, like any common private pro
perty. 

All transfers must be made in writing, and express whether 
the patent is transferred for tho whole kingdom or for one or 
!Y'oro provinces, or for certain places o:.ly; moreover, whether 
the renunciation is made a.bsolutely or with certain reserves, 
whether it was made with the right of transferring the patent 
to others or no, and whether the owner prefers to see it 
transferred to one or more persons. 

Assignees shall be bound to produce tho written assign
ment before the Guvernor where the application for the patent 
was made, and the latter, after taking cognizance thereof, shall 
deliver it to the Council of tho Exchequer, who shall inform 
thereof the Director of the Conservatory of Arts for his 
registering the same, according to Art. 14. Assignments 
not presented within thirty days of their date are null and 
void. 

The duration of a patent commences from its date. 
G G 
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Patents become null and void in the following cases :-
1. At the expiration of the legnl term. 
2. If patentees do not apply for their patents within three 

months of their first application. 
3. If patentees have not put their inventions into practice 

themselves or by others within one year and one day. 
4. If patentees give up their invention by interrupting 

their works during one year and one day. 
5. If the invention is proved to be worked already some. 

where in the kingdom, or published in a book or by prints, 
models, plans, or descriptions existing at the Royal Conser. 
vatory of Arts, or if it is worked in another conn try whilst it 
is represented by the patentee as new nnd original. 

UNITED STATES OF AMERICA. 

A TENTS may be granted for any. new and useful art, 
machine, manufacture, or composition of matter, or any 

new and useful improvement on nny art, machine, manufnc. 
ture, or compos:tion of matter not known or used before the 
application. 

The inventor must make an application in writin; to 
the Commissioners of Patents. The form is not material, 
provided it sets forth the facts to which the applicant is 
required to make oath, which are that he verily believes him. 
self to be the original and first inventor, that be does not 
know or believe that the same was ever before known or 
used, Md also of what country be is a citizen. 

The taxes are as f.:>llows : On the application for a patent, 
15 dollars ; on tho issue, 20 dollars. The inventor may 
disclaim any portion of the invention that is not new. .A:n.y 
adilition or improvement requires a new patent. If the 
specification is deft,. .. tive or insufficient, the patent may be 
surrendered, and re-.. .ssued for the residue of the term. 

All patents are grnntcd for seventeen yenl'B, and no exten
sion is a.llowed, The term of a patent which has been 
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patented abroad expires 'vith the term of the foreign 
pattlnt. · 

Letters patent are void if the patentee claims what he 
knows io be useless, or if he withholds any part of his know
ledge from the public, or if there has been any previous use of 
the invention . 

• 

Drawings and written references, where the nature of the 
case admits of drawings, must accompany the specification, 
which must be in such full, clear and exact terms, avoiding 
unnecessary prolixity, o.s to enable any person skilled in the 
art or science to which it appertains to make, construct, com
pound and use the same. The part, improvement, or com
bination which the patentee claims as his own invention must 
be particularly specified and pointed out. 

Every patent is assignable, either as to the whole interest 
or any undivided part thereof. The assignment, and also 
every grant nnd conveyance of the exclusive right, under any 
patent, to make and use, and to grant to others to make and 
use the thing patented, must be recorded in the Patent Office 
within three months of the execution thereof. 

All applications for patents must be completed and pre
pr~red for examination within two years after the filing of the 
petition, and in default thereof will be regarded as nbandon~d . 

• 

w URTE~IB}:RG • 
• 

ATENTS in Wiirtemberg are divided into patents for 
invention ,and patents for introduction. The latter, 

however, have reference solely to foreign patents introduced 
into Wiirtemberg. A patent for invention taken out in the 
kingdom includes and carries with it a patent also for intro
duction. All that is necessary to obtain the latter in tho case 

• 

of a foreigner or native is the production of a certified copy 
of the foreign patent, together with the written consent of the 
patentee to its introduction. Every petition for a patent, · 
accompanied by a specification in writing, sealed or open, as 
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the applicant may prefer, must be delivered at the district 
Government Office of the locality where the petitioner resides, 
and is immediately forwarded to the Central Board of Trade 
and Commerce at Stuttgart, which is a Department of the 
Ministry of the Interior. The petition is then referred for 
examination to a Commission all hoo, whose business it is to 
examine the specification, tmd report whether it is " useful 
and new." 

No patent ca.n be grantt>d for a longer term than ten years, 
but the average period of grants is for five, or even less. The 
patentee, however, can always obtain an extension of the term 
up to ten years. No fees are payable for the mere grant ofa 
patent, but the patentee has to pay an annual tax, ranging 
from 511. (8s. 6d.) to 20fl. (£1 13s. 4d.), until the patent 
expires or is void. A foreigner patenting an invention in 
Wiirtemberg is obliged to find some native of the country to 
stand security for the annual payment of the patent-tax. 

An annual tax of from 5 to 20 florins is payable for a patent 
dur Jg the period for which it is in force; the first payment 
is. to be made when the patent is issued, and it is to be 
repeated at the commencement of each year of the period. 
When a patent ceases to be valid before the expiration of the 
term for which it was granted, the patentee is reler-.sed from 
the payment of the tax for the year which has not yet 
fallen due. 

Foreigners applying for patents must furnish the authority 
to which they deliver their application with a reference to 
some native of Wiirtemberg, who will be responsible for the 
payment of the patent-tax. 

A patentee who has concealed or who has incorrectly de· 
scribed an essential part of his invention, with a view to 
keeping his process a secret, after the lapse of the term for 
which the patent was granted, renders himself liable to the 
penalty for fraud; and if the process in question was injurious 
to the public, to the additional penalty incurred thereby. 
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ZOLLVEREIN. 

VERY State belonging to the Zollverein possesses the 
power of granting, by letters patent, a privilege con

veying to an individual or individuals specified therein the 
sole right to make, usc, or dispose of some new inventions or 
discovery for a certain fixed period. 

This power, however, has been limited and defined by 
certain regulations agreed upon at Stuttgart in 1841, between 
the Zollverein States. The object having been, on the one 
hand, to remove as far as possible all obstacles to the freedom 
of trade within the Zollverein States arising from patents or 
privileges, and, on the other, to establish uniformity in all 
essential points. 

Patents may be granted for those things only which are 
really novel and peculiar. A patent, consequently, cannot be 
granted for inventions which have been already practised, 

• 

have been vendible, or in any way known within the Zoll-
verein previous to the grant of the patent; especially inven
tions already described in native or foreign works, by drawings 
or otherwise, in such a way that they can be practised by any 
competent person. · 

Each Government is to be the judge whether any invention, 
for which a patent is demanded, is really novel or poculiar. 

No patent shall be granted in one Zollverein State for an 
invention by a German subject who has obtained a patent for 
the same in another German State, except to the inventor 
himself or his legal successor. 

A patent may nevertheless be granted for an improvement 
to an old invention, if the improvement constitutes something 
novel and peculiar; but the patent must be confined to the 
addition or improvement, and not injure the patent gra.nted 
for the original thing. 

The grant of a patent does not establish the right to pro
hibit or limit the importation of such articles as have to do 
with those for which a patent has been granted, nor the sale 
and disposal in trade of such articles, nor can the holder claim 

• 
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• 
in virtue of his patent the right ·t.o prohibit the use or con. 
sumption of articles of the above kind not procured by him, 
or obtained elsewhere with his consent, machines and imple
ments for manufacture and industry being alone excepted, 
these not being general articles of commerce destined for con. 
sumption by the public at large. 

On the other hand, every Zollverein Government in grant. 
ing a patent may secure t.o the holder within their territory 
the right of the exclusive manufacture or practise of the 
invention in question, or the right t.o introduce-a -

(a) A new process or method of manufacture ; or, 
(b) To apply exclusively new machines or implements for 

manufacture, so that he is entitled to prohibit the use of the 
method, or the use of the machines or implements by all those 
who have not acquired the right t.o do so from him, or pro· 
cured the said machines or implements from him. 

In every State of the Union the subjects of other States of 
the Union are treated on an equality with their own subjects, 
both in respect to grants of patents and protection in the 
enjoyment of the privileges acquired by the patent. 

The grant of a patent, however, in one State will never be 
held as a valid reason for the non-refusal of a patent for the 
same thing in other States. On the contrary, every State 
within the limits agreed upon is the judge whether a patent 
ought t.o be granted or not, without reference to what may 
have taken place in the matter in any other Zollverein State. 

Further, the grant of a patent does not convey in itself to 
the subject of another State the right of independent settle
ment, or of carrying on the trade or business in which the 
article for which a patent has been granted is used; on the 
contrary, such right must ~ specially acquired according to 
the provisions of the constitu'lion of ooch State. 

A patent becomes void if the invention eventually proves to 
be neither novel or peculiar. 

A patent granted for an invention previously known to 
certain individuals, but kept seCiet by them, remains in force, 
nnless rendered void by other causes, except as regards those 
individuals . 

• 
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When a patent is granted, the invention must be specified, 
with the name and domicile of the holder, the period of 
duration, and must also be notified in the Official Gazette. 

Similarly, the prolongation of wfthdrawnl of a patent before 
the termination of the originally fixed period must be publicly 
made known. 

Persons applying for letters patent must send in a petition 
in writing to the Board of Trade. The petition must contain 
accurately and fully the following particulars :-

(1) Christian and surname, profession, domicile, and pre
sent residence of the applicant. 

(2) Declaration and distinct statement of the nature of the 
invention. 

(3) The distinct statement of the groundR of the petition 
for an exclusive right-

(a) To manufacture or introduce a new article; or, 
(b) To apply new instruments for manufacture (machines 

or implements); or, 
(o) To apply a new method of manufacture. 
(4) The number of years for which the patent is demanded. 

This petition muflt be oocompMied by an accurate description 
of the articles for which the patent is demanded, with draw
ings, models and pattfirns necessary for the elucidation of the 
~m& . 

This description may be sent in with the petition, either 
open or sealed up. 

If the patent is not demanded by the inventor himself, a 
power must be obtained from him in duly legalized form. 

When the petition is for the privilege of introducing an 
article similar in kind to one already known, and for which a 
patent has already been obtained in a fureign country, such 
patent must be annexed in original or legalised copy. 

Foreigners must send in a declaration in the fol'Jn of a 
regular deed drawn up by a solvent Baden subject, resident 
in the Grand Duchy, by which the latter renders himself 
responsible for the payment of the costs, taxe•J and and 
also for the to the applicant of the ministerial 
decision. 
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By a Law of 29th July, 1864, respecting stamps, fees and 
taxes, in matters connected with the Civil and Police Ad. 
ministration, the stamp ch(\l'ged on petitions is fixed at 15 kr. 
(about 5d.), nnd the tax on letters patent from 15 to 500 fl. 
(£1 5s. to £42.) 

Besides this, the cost of the examination of the petitions for 
patents must be reimbursed to the Treasury, generally 6 fl. 
(lOs.) a day for the time spent by a technologist. 

The holder of a patent can transfer the right which he 
acquires by tho patent to others for the period of its 
duration, or admit others to participate in the enjoyment 
of the same. 

On the death of a holder of a patent before its expiration, 
the right passes to his heirs. 

Notice must be given to the Board of Trade on every change 
of possession taking place, and this must be inserted in the 
Government Gazette. 

A petition for the prolongation of a patent granted for less 
than fifteen years must be sent into the Board of Trade some 
months before its expiration. A decision is then passed after 
due investigation. 

When granted, the applicant obtains a fresh Act, and 
notice is given in the Government Gazette. 

The same taxes and fees have to be paid as before. 

COLONIAL LAW. 

BRITISH GuiANA. 

Law relating to the grant of patents in British 
Guiana is very similar to the English law. The appli· 

catio::1 for a patent is made to the governor, and must be ac
companied by an affidavit and provisional specification. 

In the event of any inventor being resident out of the colony, 
the petition, affidavit, and provisional specification may be 
lodged by any person acting as his agent in the colony, pro· 

• • 
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vided that the petition and affidavit of such inventor (or his 
declnration in places where a declll.l'ation is allowed by law 
inste!\d of an f?Bth) be certified. The complete specification 
may be deposited in the same manner. 

Applications are refEirred to the Attorney General for exami~ 
nation and rep.;rt. 

The complete specification protects the invention for twelve 
months. The sum of 100 dollars stamp duty must be paid 
at the expiration of seven years. 

Tho provisions as to disclaimers and extension are similar 
o those in force in this country. 

----- - . 

CANADA. 

NY person being a subject of Her Majesty and residing 
in the province having discovered or invented any new 

and useful art, machine, manufacture or composition of 
matter, or any new and useful improvement or any art, 
machine, manufacture or composition of matter, the same 
not being known or uFed in the province by others before his 
discovery or invention, and not being at the time of his 
application in public use or on sale in the province with his 
consent or allowance as tho inve11tor or discoverer thereof, 
and desiring to obtain an exclusiv~ property therein, may 
apply by petition to the governor of tb.e province for a patent. 

The governor on due proceedings bdng had is to grant such 
patent, which is available to tht:' grantee, his heirs, lawful re~ 
presentatives or assigns for the period of fourteen years. 

An original and true inventor is not deprived of his right 
to take out a patent in the province by reason of his having 
previoualy taken out o. patent in a foreign country, and of the 
same having been published at any time within six months 
next preceding the filing of the specification. 

The inventor before receiving his patent must make a 
solemn declaration that he believes that he is the true inven
tor or discoverer of the art, machine, or improvement for 
which he solicits a patent. He must deliver such a wl'itten 
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description in duplicate of his invention as will· enable a skilled 
person to make or use it. Drawings, where the nature of the 
invention permits, or specimens of ingredi~nts, must be de. 
livered with the specification. He may al8o have to deliver 
a model if required. · 

Patent privileges extend to and include any subject of Her 
Majesty, being an inhabitant of the province, who in his 
travels in any foreign country has discovered or obtained a 
knowledge of, and is desirous of introducing into the provinces 
any new and useful invention not known and not in use in the 
province, except inventions discovered or used in the United 
States of America; or in any part of Her Majesty's dominions in 
Europe and .America. Patents are assignable in law either as 
to the whole interest or any undivided part thereof by an in
strument in writing, which assignment and also every licence 
must be recorded within two months from the execution thereof. 

Patents may be issued to the assignee of the inventor, the 
assignment being :first recorded, and the application being 
duly made and solemnly declared by the inventor. 

In case of the death of the inventor, the right of applying 
for and obtaining a patent devolves on his executor or adminis
trator in trust for the heir-at-law of the deceased, if he died 
intestate, or on his legal representative in auy other case. 

Patents may be extended for seven years. 
Whenever a patent is invalid by reason of a defective 

specification, then, if the error has arisen from inadvertence, 
accident, or mistake, and without aTty fraudulent or deceptive 
intention, the patentee may surrender such patent and obtain 

• 
a new patent, to be issued to him for the same invention for 
the residue of the unexpired period of the original patent, in 

· accordance with the corrected specification. The patentee 
may discla.im part of the invention claimed by mistake. 

The specification and drawings may be amended. The 
date of' the patent must be marked on each article offered 
for sale. 

The fee to be paid on presenting the petition is twenty 
dollars. 
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CAPE oF Goon HoPE. 

of this Colony is based upon the Patent Law 
Amendment Act. Tho application must be made at 

the office of the Colonial Secretary, where a specification, 
which may be amended before the issue of the patent, is left. 
The application is referred to the Attorney-General, whose 
recommendation is followed. The term is fourteen years· 
Portions of the invention may be disclaimed, and the letteril 
patent may be assigned. The following fees have to he 
paid: . 

On depositing specification . . . 
To the Attorney-Gene ·a.l for any appointment 
On obt.aining letters p..A.tent . . . 
At or before the expiration of the third year 

• 

• 

• 

• 

At or before the expiration of the seventh year . 

CEYLON. 

£ 8. ~. 

2 10 0 
2 •1 6 
2 10 0 

10 0 0 
20 0 0 

N inventor must petition the Governor for leave to file a 
specification of his invention. The petition must be in 

writing, signed by the petitioner or his agent, and must state 
his name, condition, and residence, and the nature of the in
vention. An order may be made granting the petitioner 
leave to file a specification; and if within six months from the 
date of the order a specification is filed, letters patent will be 
granted for the term of fourteen years, and for such further 
term not exceeding fourteen years as the Governor may think 
fit, upon petition presented not more than one year a:nd not 
less than six months before the expiration of the original 
term. 

The specification must be in writing, signed by the peti
tioner, and must particularly describe and ascertain the nature 
of the invention, and in what manner it is to be carried out. 

The petition and specification must be left with the Colo-

' 

' 
' 
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nial Secretary, accompiUlied by a declaration signed by the 
petitioner, similar to the declaration required in this country ; 
and if the inventor is absent from Ceylon, by a declaration 
signed by his agent, to the effect that he verily believes that 
the declaration purporting to be the declaration of the inven
tor was signed by him, and that its contents ore true. 

No specification will be tiled until all the fees required oro 
paid. 

An invention will be deemed to be new if it hOB not before 
tho time of applying for leave to file tho specification been 
publicly nsed in Ceylon. 

'i'ho specification may be amended when it is defective or 
insufficient, provided that there is no fraud. 

Where tho patent has been obtnined by fraud, the patentee 
may, upon proceedings instituted by tho true inventor within 
two years frorn tho date of the petition to file tho specification, 
be compelled to OBsign the patent to tho true inventor. Every 
petition for lea>o to file a specification, or the extension of the 
term of tho patent, must be written or printed upon stamped 
paper of tho value of ten pounds. 

--------

INDIA. 

HE Act of the I ith May, 1859, entitles inventors of any 
new manufacture to petition tho Governor-General in 

Council for leave to file a specification thereof, and gives a 
form of petition, and authorises the Governor-<kneral in 
C.Qnncil to grant the petition ; but he may previously refer it 
to be reported upon; and if within six months after the date 
of the order a specification be filed, the petitioner shall be 
entitled to a patent for fourteen years, and for such further 
term not exceeding fourteen years more, OB the Governor
General in Council may direct upon petition. 

The order authorising the filing of the specification may be 
made subject to IUlY conditions and restrictions the Governor
General may direct . 

• 
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Tho petition must be accompanied with a. declaration by the 
inventor or his agent, as the case may bo. 

No specification can be filed until tho necessary fees are 
paid. 

A book is kept in the office of the Secretary to the Govern
mont of India, to record tho petition and specification, and the 
order for the same, and all orders relating thereto; such book 
is open for inspection, and a. certified cupy of any entry in it 
may be obtained; such copy to be prima facie evidence. 

If from mistake or inadvertence a mis-statement has been 
made in the petition, or specification, or something not now or 
not invented by the inventor is stated, he may petition for 
leave to file a memorandum pointing out such error, defect, 
or insufficiency, and disclaiming any part of tho alleged in
vention, or, in case of any defect or insufficiency of the speci
fication, for leave to file an amended specification. The peti
tion must state how tho error, defect or insufficiency occtUTod, · 
and that it was not fraudulently intended. 

No person mn.y have a. patent if the invention is not useful, 
or not now, or not hy tho petitioner, or if the specification has 
defects specified, or contains wilful or fraudulent mis-state
ment. 

Tho patent will be revoked if it appears that it is; or tho 
modo in which it is exercised is; mischievous to the State, or 
generally prejudicial to the public ; or if there has been any 
breach of the conditions upon which it is granted. 

Tho importer of an invention will not be doomed to be an 
inventor within the moaning of tho Act, unless he is the nctual 
inventor. 

A patent may be taken out by a foreign inventor. 
Au invention is deemed to be a new invention, if it has not, 

before the time of applying for leave to file the specification, 
been publicly used in India, or in any part of the United 
Kingdom of Groat Britain and Ireland, or been made publicly 
known in any part of India or of the United Kingdom by 
means of a. publication, either printed or written, or partly 
printed and part written. But public use or knowledge is of 
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no effect, if made in fraud or breach of confidence unless ac
quiesced in ; and public use by or for tho inventor himself for 
a year prior to the dato of his petition will not prevent his 
taking out a patent. 

An inventor who has obtained an English patent may, 
mwithin twelve calendar months from tho date of such patent, 
petition for leave to file a specification of such invention ; and 
in such a case, tho invention will be Jeemed to be a new in
vention, if it was not publicly known or used in India at or 
before the date of the petition for such letters patent, not. 
withstanding it may have been publicly known or used in 
some part of the United Kingdom or India before tho time of 
petitioning for leave to file the specification. The petitiouer 
must state that such letters patent have been granted, and the 
date thereof, and the term during which they are to continuo 
in force. Tho Indian patent will determine if the English 

· patent is revoked or cancelled ; and will not be allowed to 
extend beyond the term of the English patent, unless the 
same is extended in England, in which case the Indian patent 
may also be extended for the same term. The Court has 
power, upon an action for infringement, to cause the specifica
tion to be amended where there is no fraud. Where the 
actual inventor is able to prove that the patent has been 
fraudulently obtained, the patentee may be compelled to 
assign the patent to the inventor, and account to him for 
profits. . 

The petition must bear a stamp of the value of 100 rupees. 

JAMAICA. 

N inventor must apply to tho governor by petition for 
letters patent. If the inventor is an absentee the appli

cation may be made by his attorney. The petition must be 
accompanied with a declaration of belief that the petitioner is 
the true inventor and also with a specification, and model in 
case of a machine, and also drawings and specimens. The 



. 
• 

NEWFOUNDLAND. 463 

term of the grant is fourteen years, and extension may be 
granted for a. further terra of seven years. If any letters 
patent arc not brought into operation within two years they 
will be forfeited and become void. 

The patentee may assign or tmnsfer the whole or any part 
of his patent, and the assignment must be recorded. 

Patents may be granted to assignees of foreign patents. 
The provisions as to disclaimers are similar to those in force 

in this country. 
Tho fee on petition is £5. 

NEWFOUNDLAND. 

By the law of1856 it is provided that: Whenever any person 
whomsoever shnll apply to the governor alleging that he hns 
invented and discovered any new and useful art, machine, 
manufacture or composition of matter, not previously known 
or used and shall by petition to the governor signify his desire 
to obtain an exclusive property iu such new invention and 
discovery, and shall pray that a patent be granted for the 
same, it shall be lawful for the governor to cause letters patent 
to be issued which shall recite tho allegations in tho petition 
and shall give n short description of tho invention and dis
covery, for the term of fourteen yenrs. 

A doclnrntion as to the novelty of tho invention must be 
made before the patent is granted. 

A specification must be delivered at the office of the Colo
nial Secretary, together with drawings, models and specimens 
according to the nature of the invention. 

The patent may be assigned. 
No applicant will he dcpri'"tlu of his right to a patent by 

reason of his having previously taken out a patent in any other 
country, if the same has not been introduced into use in the 
colony, provided that the colonial patent does not continue in 
force after the foreign patent has expired. 

Patents may be granted to the assignee of a person who has 
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taken out a. patent abroad, but not for any invention made 
abroad for which no patent has been there obtained. 

The patent will be void if not worked within two years from 
the grant. 

The Act contains provisions for disclaiming portions of the 
specification, and in certain cases for the surrender and re. 
issue of the letters patent. 

The snm of £5 must be deposited with the Colonial Secre
tary upon an application for a patent. 

NEw SouTH WAtEs. 
, HE governor may grant letters of registration, for a 

.period of not less than seven or more than fourteen 
years, for all inventions or improvements in the arts or manu
factures, to the author or authors, or designer or designers, or 
to his or their agents or assignees. Such letters must be 
registered in the supreme court within three days after the 
grant. 

The applicant must deposit with the colonial treasurer the 
sum of . P'lO, and after Ruch deposit present a petition to the 
governor, :specifying the particulars of his invention. 

The grantee of any such letter of registration may assign 
the same by an instrument in writing under his hand and seal, 
to be registered in the supreme court in the same manner and 
within the same period as the original letter. 

Any such letter may be repealed in t.he same manner as 
other guwts of the Crown. 

-

NEW ZEALAND. 

HE patent laws of this colony are similar to those in 
force here. 

All applications for the grant of letters patent must be made 
to the governor by petition. 

The following fees must l:e paid : 

• ' . 
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£ s. d. 
On depositing specification • . . . 2 10 0 
On obtaining letters patent. • . • 2 10 0 
At or before the expiration of the third yenr • 15 0 0 
No person may receive letters patent for aa invention or 

discovery for which letters patent or any like protection has 
been issued in Great Britain or any other colony, but the 
governor may on the application of the patentee or his 
nssignee upon payn:ent to the colonial treasurer of the sum 
of £10 grant letters of registra.tion, which have the same effect 
ns letters patent to continuo during the term of tho original 
patent. 

QUEENSLAND, 

0 patent laws have been enacted in tho colony of Queens-
land since its separa.tion from New South~Wales, but 

the Colonial Act of New South Wales (see supra) was con
tinued in force in this colony by nn order in council of the 
6th November, 1859. 

SouTH AusTRALIA. 

HE law in this colony is similar h> that of New South 
Wales (supra). 

---------
TASMANIA. 

HE patent law of Tasmania is similar to the English 
law. 

The following fees must be paid : 
£ s. d. 

On depositing specification • • • 2 10 0 
To the law officer for any appointment • 2 4 6 
On obtaining letters patent • • • 2 10 0 
.At O'i' before the expira.tion of the third year 15 0 0 
At or before the expiration of the seventh year 20 0 0 

HH 
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TRINIDAD. 

HE Registrar General on an application by or on behalf 
of an inventor, and on the delivery of a declaration of 

novelty, together with a specification signed by the applicant 
or his agent, may deliver a certificate which protects the inven
tion for the term of fourteen years. 

The certificate may be nssigned. 
Any portion of the invention may be disclaimed either by 

the inventor or by his assignee. 
The following fees must be paid: 

On leaving any declaration of invention and 
specifics tion • • . • • 

Every disclaimer . • • . • 

--------

VICTORIA. 

£ s. d. 

10 0 0 
2 0 0 

HE patent law of Victoria is similar to the English 
law. 

The same fees must be paid as in Tasmania • 

• 
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ACTION, 
pending not affected by diHclnimer, 138. 
not to be brought without leave of law-officer where disclaimer, 

139. 

ACTION FOR INFRINGEMENT. 
Assignee may sue either alone or jointly with patentee, 285. 
tl10ugh no infringement since assignment, 285. 
of sepnrote part need not join person who has interest in another 

part, 286. 
may sue though defendant original grantee, 286. 
assignees tenants in common, right descends to smvivor, 287. 
of bankrupt may sue, 287. 
particulars of breaches and notice of objections must be deli-

vered, 287. 
effect of, 289. 
may not go beyond pleas, 289. 
must be precise, 289. 
books must be specified, 290. 
11otice of objections is to give plaintiff more inf01mntion than 

pleas, 290. 
not conclusive may be amended, 291. 
further notice may be required, 292. 
interrogatories may be delivered, 292. 
form and e~tent of, 292. 
what discovery may be required, 292. 
inspection of machinery may be ordered, 294. 
affidavit in support of application for, must be clear and precisl', 

294. 
when application may be made, 294. 
not granted as matter of con~e, 294. 
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ACTION FOR INFRINGEM I<:NT continued. 
of books prima facie right must be established, 295. 
injunction may be grwted, 296. 
ntle for, is to show cause in first instance only, 296. 
costs a& between attorney and client, 296. 
of particulars, 297. 
judge's certificate must be given, 298. 
of preparing for trial, 299. 
of special jury, 300, 
account may be granted, 300. 
but not where damages, 300. 
retrospective, not granted before final judgment, 300. 
evidence ne•:essary, 301. 
granted as soon as verdict given, 301. 
what accO\mt is of, 302. 

ACCOUNT, 
at Jaw, 300. See ACTION FOR INFRINGEMENT. 

in equity, 330. See SUIT IN EQUITY. 

ACCOUNTS, 
on extension of term of letters patent, 205. See ExTENSION oP 

fi:RM. 

ACCURACY, 
·of specification important, 76. 

ADAPTATION, 
of machine to new purpose, 267. 

ADDITION TO EXISTING MACillNE, 
good subject matter of patent, 50. 
must be new and of benefit to public, 51. 
if not Crown deceived in grant, 51. 
valid, though discoveries made since claim, 52. 
to existing patent good, 53. 
can ouly be used with licence of former patentee, 53 
value of, question for jury, 53. 
specification of patent for, must be for addition only, 
must be distinguished, 100. 

ADDRESSES, 
of licensees must be given in answer, 329. 
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.ADMISSIONS OF DEFENDANT, 
effect of, 311. See Surr IN EQulTY • 

.ADVERTISEMENTS, 

469 

may be required on applying for disclaimer or memorandum of 
alteration, 139. 

protection under Act to be advertised, Jfj4, 

also notices of intention to proceed or oppose, 154. 
on extension, 214. See ExTENSION OP TElm. 

AFFIDAVITS, 
in opposition to gr:mt, HiS. 
in support of an application fo1· inspection must be clear, 294.· 
in support of injunction, 327. See SUIT IN EQUITY. 

AGENT, 
petition by, for fo1·cign patentee, 188; See ExTENSION Ol' T:enu, 
duty of, 168. See Mm:non OP ODTAININ~ T.;'!TEI!S PATENT. 

AGREEMENT, 
to }lay stamp-duties, 169. 
for assignment, 229. 

AT,JEN, 
may be patentee, 10. 

AMENDMENT, 
of provisional specification, 142. 
title, 149. 
complete specification, 168. See SPECIPICATION. 

petition for extension, 216. See ExTENSION OP TEim. 
particulars of objection. See ACTION FOR OORINGEMENT. 

AMERICA, UNITED STATES OF, 
patent law of, 450. 

AMOUNT OF J,ABOUR IN INVENTION, 
not considered, 34. 

ANALYSIS, 
not granted at law, 295. 
but will be in equity, 336. 

ANSWER. See SUIT IN EQUITY. 

APPEAL, 
no appeal from order of Master of the Rolls expunging entry 011 

register, 242. 

• 

• 
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ART, 
terms of, to be explained by jury, 112. See SrECil'ICATION. 

ASSIGNEE, 
may disclaim, 137. 
may petition for extension, 186. See ExTENSION OF TERli. 

interest of bankrupt in patent pnsses to, 231. 
may sue for infringement, 285. See ACTION FOR INFRINGEllENT 

and SUIT IN EQUITY. 

ASSIGNMENT, 
power to assign given by letters patent, 227. 
more than twelve persons may he interested in patent, 227. 
grant to several not constitute partnership, 228. 
agreement for assignment, 229. 
Statute of Frauds, 230. 
Rhould be by deed, 230. 
when void, 231. 
bankntptcy of patentee, 231. 
to tenant~ in common or joint tenants, 232. 
no implied warranty on, 23:i. 
by patentee who has manufactory abroad, 233. 
consideration for failure of, 236. 
money paid for patent obtained by fraud may be recovet·ed, 237. 
patentee estopped from contesting vnlidity of patent on, 237. 
purcltaser may set up defence of fraud, 238. 

ATTORNEY -GENERAL, 
opposition by, 207. Sec ExTENSION OF TERll. 

AUSTRALIA, 
Victoria, patent law of, 466. 

AUSTRIA, 
patent law of, 421. 

BAVARIA, 
patent law of, 423 • 

BELGIUM, 
patent law of, 425. 

BOOK, 
publication in, vitiates patent, 5, 17. 
even though invention not reduced into practice, 12. 
sectts if book not circulated, 13. 
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BOOK continued. 
publication in foreign book, 13. 
sale of, not necessary, 14. 
mention of, in particulars of objection, 290. 
account, inspection of, 295. 

BRAZIL, 
patent law of, 428. 

BREACHES, 

411 

• 

• 

particulars of. See ACTION POll INFRINGEMENT: SUIT IN 
EQUITY: PROCEEDINGS TO REPEAL LETTERS PATENT. 

BRITISH GUIANA, 
patent law o , 456 . 

• CANADA, 
patent law of, 457. 

CAPE OF GOOD HOPE, 
patent law of, 459. 

CAVEAT. See DISCT.AIMER : 'M:t.-rnon OP ODTAlNlNG LETTERS 
PATENT: EXTENSION OF TERM. 

CERTIFICATE, 
of validity of patent having come in question, 297. 
what should be, 298, 299. 
may not be granted after taxation, 298. 
nor if suit compromised, 298. And see ACTION FOR INFRINGE· 

MENT: SUIT IN EQUITY. 

CERTIFIED COPIES, 
of specification to be ev:dence in Scotland and Ireland, 172. 

CEYLON, 
patent law of, 459. 

CHEMICAL EQUIVALENTS. See lNl'RINGEMENT. 

CHEMISTRY, 
discoveries in, if made practically useful, good subject matter, 68. 

CLAL'\18. See 8PEC1FICATION : Discu rm:n. 

CLERICAL ERRORS, 
amendinrr. See :METHOD OF OnTAHiiNG LEI'TERS PATENT. 

"' 
COLOURABLE DIFFERENCE. See lNl'IUNGEME:NT . 

• 
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COMBINATION, 
of known articles in new measure, good subject matter, .74. 
but must be new and useful, li4. 
discovery of a property in combination of new articles, 56. 
does not claim each part as new, li6. 
need not be express claim of particular parts of, 56. 
novelty of, test, 56. See SPECU'IC.l.TION : lNl'IUNGEllENT. 

COMMISSIONERS OF PATENTS. See OFFICE OF TilE Coll:-
HXSSIONEns. 

COMMON, 
tenants in, rights of, 232. 

COMMUNICATION, 
from abroad may be patented, unless conficlentinl, 10. 
but confidential communicatiovmay be imp1·ovcd upon, 10.• 
fact of, must be stated in declaration on application for patent, 

141. 
and in petition tbr extension, 216. And aee SPECIFICATION: 

ExTENSION OP TERM OP pATENT. 

COMPLETE SPECIFICATION. See SPECIFICATioN. 

COl\IPROMISE, 
certificate of validity, not givnn where, 298. 

CONDITION, 
voiding letters patent, 153. 

CONFIRMATION, 
of letters patent, 220. 

• 

only granted where patentee 
221. 

ignorant of previous invention, 
• 

when application to be made, 222. 
power of Judicial Committee, 222. 
what patentee must prove, 222. 
action for infringement not sustainable before petition heard, 

223 . 
. Previous invention must have been abandoned, 223. 
not granted adversely to rights of former patentee, 
extended term may be confirmed, 224. 
user in Scotland, 225. 
mode of procedure on 11ctition for, 225. 
evidence, 225. 



CONSIDERATION, 
failure of, 236. 

INDEX. 

CONSOLIDATION OF suns. See SuiT IN EQUITY. 

CONSTRUCTION, 
rules of. See SPECll'ICATlON. 

COSTS, 
before law oflieer, ltio, 16{. 
of unsuccessful caveat, 164. 
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where objeeti•1n not unreasonable, 164. Sec EXTENSION m• 
TERM OP PATENT, AcTioN FOR lNFRINGEllENT: SUIT IN 
EQUITY. 

CROWN, 
when deceh·ed in grant, ol. 
prerogative of, 156. 
may use invention without licence of patentee, 156. 

DAMAGES, 
at law, 278. See l ''FRINGEMENT. 
in equity, 332. See SUIT IN EqUITY. 

DATE, 
is of day of provisional protection, unlcs8 fraud, when of ap}lli· 

cation for sealing, 164. 
reckoned inclusively, 164. 
new letters patent, not void, because dated after expiration ot' 

original term, 183. 

DEATH, 
of patentee during provisional protection, patent may be granted 

to his personal representative, HiS. 

DECLARATION, 
in support of patent, 141. 
form of, 38.5, See METHOD OF OBTAINING 1ETTERS PATENT. 

DECREE, 
enrolment of, 321. 

DEDUCTIONS, 
• 

from :~.ccounts, 256. See ExTENSION OF TEIDt. 
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DELAY, 
in taking patent, not bar to rij:(ht, 33. 

in npplying for grcnt ~cal, 163. 

in tiRing im·cntion evidence of inutility, 200. 

in filing accounl~ before Privy Council, 21.5. 

in applying for injunction, 313. Su SUIT IN EQUITY 

DENMARK. 
patent law of, 430. 

DESTROYED, 
lcttcrR patent, othcrR may he i~~uNI, l:.i9. 

DESTRUCTION, 
of article~ matlc in infringement mny be onlcrctl, 3:17. 

unless patent i~ for combination, 337. 

DIRECTORS, 
of company may he made to ,~ay cost~ pcr~onatl.r, 3:18. 

DISCLAI:\IER, 
any patentee havinj:( ohtaincd lcnvc of law officer may tlisdnim 

any part of title or ~pccification, l:ll. 
reason must be ~tatNI, 131. 

i~ no part of disclaimer, 132. 

mean in!! of word " <'Xtentl " in Act, 132. 

object of Act, that lllllll'Cl'.'"llry matter may he ;truck out, 132. 

but bat! specification cannot be made good by at!tling word~, 133. 

all claiming clauses may be ~truck out, 135. 

effect of, iH to ~trike out part< disclaimed, 135. 

not read, a~ explanatory of what l'Prnnin;;, 136. 

wrbalnlt<'mtion merdy not a \·oid patent, 136. 

not nccl',snry to di~claim matters which form no part of invl'n• 
tion, 136. 

when filet!, to be dccmctl pa~t of ~pecification, 136. 

opcral<'s a.~ part of ~pecificntion, from dnto of liraut, 136. 

filing of copy ~ufficicnt, 137. 

n'•i~.'ncc may di;;claim, 137. 
filing conclush·c, as to rightH of party, 138. 

docs not affect action~ pcntlin_:!, 13R. 

not retro"l>Ccth·c, 138. 

actiom not to be brought without leave of law officer, 139. 
he may require disclaimer to be adwrtisctl, 139. 



I~DEX. 475 

DISCLAIMER continued. 
can:•ats may be entered against, 139. 
application~ fi>r di,claimcrR and eawcats to he at ollh·c, 139. 
stamp dntieH on, 140. 

di~claimcr pending- action of uirr farim, 34:2. 

DISCOVERY, 
at law, 292. .~·er ACTION FOR !NFRINGEYE!\T. 

in equity, 328. Scr SIIIT IS EQUITY. 

DIUWI~GS, 

in aid of ~prcification, 118. Ser SrECJFir ATIO:>. 

size of, 142. 

DUPLICATE, 
of patent drRtroycd or lo~t, 159. 

Dl:RATIOX, 
of letters patent, 2. 
when forciJ-'11 patent, 189. Sec Exn::.s10:s OY TER!of. 

:EXHOL::'IIE:\T, 
of dc<'l"l'1'1 321. 

:EQl'lTABLE AS:·m;~;EE, 
petition !.y, li•r extl·n,i••n, ISH. 

oppMiti •. n hy, 215. 

EQCIYALE:\T~. 

mrchanieal, 246 • 
.. l,cmical, 24S. Srr l:SFRINGD!E!\T. 

L~"."fOI'l'EI .. " • -· ,-_,, • ,,rl' "-"''1\,:ill.E!\T. 

EYIDE:\CE, 
of Fkillc<l pc~">'ons ns to suffiril'ney of ~peeifirntion, value of, 130 

ucla~· in n~ing inl'cntion C\'illl'llCC of inutility, 200. 
to prn\'C awrount~, 211. 
on exten~ion, 218. Srr EXTEN~IO:S OF Tt:nll.. 

in ~upport nf net inn, 21i0. See !SJ:'Rl!\GD!E!\T. 

in ~t,pport C'f i~FIH'<, 319. 
rrjertion of, g-roun•l fo,r new trial, 322. And ur Snt I!\ EQun: 
on &eire far in.<, 342. 

EXCLUSIVE LICEXCE, 
not im·nlidntc patent, 233. Srr LJ('E!\rEs. 

licensee may we for infringcmcut, 287. 
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EXIIIBITING TO SALE, 
not infringement, 273. 

EXIIIBITION, 
of invention at International Exhibitions not prejudice right, 32. 

EXECUTOU.S, 
may petition for cxtcnsiou, 186. 
of assignee also, 188. 

EXPERil\IENTS, 
by patentee, 21. See UsER. 
if necessary by workmen, patent bad, 120. Sec SrEC!F!C.\TI0:-1. 

loRs by, allowed in account~ on ex,ten~ion, 207. 
with known articles not infringement, 276. 

EXPUNGING, 
entries in register, 241. Sec REG!STRAT!OS. 

EXTENSION OF TERM, 
obtained by petition tn Judicial Committee, 175. 
prosecuting application with effect, I 76. 
limit of time, 178. 
may be for lesser term than prayed, 179. 
fonn of report, and order in Cuunl'il, 180. 
jurisdiction of Court, 181. 
renewed patent term of, l'llnnot he extemle<l, 18 I. 
order for cxtenFion mnv he re,·ok!'<l, 11<2 . 

• 

extension not matter ofeour- ·.though no uppo>ition, 182. 
effect of exten8ion, 183. 

on Re,·ernl patent", 183. 
dnte of new patent, lll3. 

part of patent only may be extended, 183. 

query, whether useless part must be disclaimed on cxtcn-
Fion, 184. 

validity of patent not adju1licatcd upon by Court, 184. 

but b$d part not extenrlcd, 184. 
~uit pending, no objection to extension, 18.5. 

cognate patents, how extended, 186. 

persons who may petition, those in whom lei!al e,tate vested, 186. 
administrators, executors, t.·ustccs of company, 186. 
assigneeF, 186. 

reasons for granting extension to, 187. 
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EXTENSION OF TERM continued. 
merit in pat.ronizing patentee, 187. 
extension to, refused where risk small, 187. 
executor of, 188. 

equitable ussignee, 188. 
importer of invention, 18fl. 

agent for forei:,.'ll patentee, 188. 
petition to revoke, 189. 
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forci1,m patent, letters patent ohtaine<l in rnitetl Kingdom fur, 
not to continue in force after expiration of, 189. 

foreign patent determined by law, 191. 
English patentee not prejudiced hy HulJserpiCntly taking out 

foreign patent, 191. 
juri~dietion of Court where foreign patent, 191. 
poliey of uet, 191. 
forPign patent taken out ~hortly after EngJi,h, 192. 

ground~ of extension generally, mrrit, utility, want of l'enm-
ncration, 193. 

intere~t' of publie consulted, 194. 
merit of in\·entor, 195. 
gromuls of e~timuting merit, 195. 
merit of ingenuity nwlmcrit of utility, 197. 

no ohjection that impro\·ement ~mall, 197. 
~implirity of invention, 197. 
improvement on originnl invention, 197. 

manufi1cture alrered, 198 • 
• 

some invention re<}Uirctl, 198. 

merit of importer, 198. 
drcum,tance~ cou~itlcrcd where merit, 198. 

utility of invention, 199. 
pnl.lie benefit must he proved, 199. 
extent of benefit, 199. 
if detriment to puhlic no extensirlll, 199. 

nor if 'pccificntion t< o general, 200. 
delay in ming invenUm evidence of inutility, 200. 

may be explained in certain cases, 201. 
remuneration, want of, principal question, 202. 

merit and utility being pro-red, 202. 
reason for non-remuneration must be given, 202. 

if benefit to pnblie great, extemiowgranted though profits, 203, 
profits from foreign patent consitlered, 203 . 

• 
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EXTENSION OF TERJ\I--1·ontinuerl. 
position of assignee~, 204. 

importers, 204. 
patent must he taken a~ n whole, 204. 
art of parliament obliging usc of inveutiou not an nhjection, 204. 

when application to be mudc, 205. 
accounts must be clear, 205. 
what they must contain, 206. 

deductions to be allowed in cstimnting profits, 20(], 

manufncturcr's profit, 206. 

loss by litigation, of time, by experiments, 207. 

royaltie8 pnid to agent, 208. 
pntentee also mnnufacturcr must keep Rcpnrntc account~, 208. 

distinction between profits of patentee and profits of manutill'-
turer, 209. 

royalties from licensees, 210. 

course of procedure where accountspril•u1 facie satisfactory, 210. 
evidence to prove nceounts, 211. 

terms may he imposed in certain cllSes, 21 I. 
partners, licensees, assignees, 212. 

mode of procedure on application, 213. 
advertisements, 214. 

patentee abroad, 214. 

nnme of equitable nssignec must appear in ndvcrti~ements, 215. 
they must be proved before cn>e heard, 215. 

documents to he lodged at Prh·y Council Office, 215. 
dc!~y in filing, 215. 

the petition must he elear and title of petitioner made out, 215. 

assignees mu't state title 'trietly, 216. 
amendment of petition, 216. 

eavents against extension may be entered, 216, 217. 
opposition by Attomey General, 217. 

two counsel only heard, 217, 

inspection of accounts not ordered, 217. 

evidence in support, rules of, similar to evidence at law, 217. 

costs not given if no ground for opposition, 218. 
where petition abanclonecl, 218. 
generally given to opposer~, 218. 

unless opposition not properly conducted, 218. 

gro's sum given to >everal who repre;;ent same kind of oppoRi· 
tion, 219. 
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FEES, 
on grnnt of pntent, 173. 

FILING. See SrECIPICATIO:S: DISCLABIER. 

FOREIGN PATENT, 
English patent eea~cs on determination of, 189. 

FOREIGN SHIPS, 
user in, 165. 

FOREIGNER, 
may he patentee, 9. 

FRANCE, 
patent law of, 430. 

FRAUD, 
patent obtained by, 154 162. See SrECIFIC.HIO:S. 
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money paid for usc of patent obtained by, may be recovered, 236. 

FHAUDS, 
stntute of, 230. 

GR.ANTEI~ OF LETTEHS PATENT, 
must be true nnd first inventor, nnd invention must be that of 

patentee himself, 5. 

if not, crown deceived, 6. 
and interest of public affected, 6. 
simultaneous discoverers, first patentee imentor, 7. 
invention by servant belongs to him, 7. 
but patentee may have nssistance, 7. 
suggestions by mcchnnic belong to employer, 7, 1:1. 

importer may be patentee, 8. 

but invention must be new in England, 8, 

trustee may take out patent, 9. 
eommnnicntion from nbrond mny be patented, 9. 
unless confidcntiul, 9. 
ulicn may be patentee, 10. 

and foreigner who has parted with his interest nbroad, 10. 

GROU~l)S OF EXTENSION. See ExTE:ssw:s OF TERlL~. 

HANOVER, 

patent law of, 433. 
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IGNORANC,'E, 
wilful, of prc,·ious invention, 33. 
no excuRe for infringement, 277. 

ll\IPORTER, 
of invention mny be patentee, 8. See GRANTEE OF LETTERS PATENT. 

may petition for extension, I 88. 
merit of, 198. 

I.MPROVE~IENTS, 

on existing machine or process gootl su bjcct matter, 50, 
must be new and of benefit to public, 5 I. 
if not, crown deceh·cd in grant, 51. 
claim for, valid though discoveries since made, 52. 
on existing patent, can only be used by licence of former 

patentee, 53. 
value of, question for jury, 53. 

in performing operation by .well-known mode not subject-
matter, 63. 

must be some invention, 64. 
or di~covery, 65. 
real alteration in original idea good, f>5. 
specification of patent for, must be for improvement only, 96. 
must be distinguished, I 00. 
on existing patent not infringement, 2i6. 

I:t-."'DEXES, 
to specifications, disclaimers, and memoranda of alteration, 173. 

INDIA, 
patent law of, 460. 

INFRINGE~IENT, 

by government, 156. 
usc of invention for profit is, 243. 
colourable difference only is, 243. 
substance of invention to be considered, 244. 
u~e of certain proportions, 245. 
improvements by defendant, no answer, 245. 
mechanical equivalent, usc of, is, 246. 
or chemical equivalent, 248-261. 
usc of any portion of combination, which is new, 261. 
i. e. new in itself or effect, not merely in application or material, 

265. 
infringed part need not have been expressly claimed, 265. 
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INFRINGEMENT conh'nued. 
old machine to work new materials not subject of patent, and 

therefore cannot be infringement., 266. 

part used must be for same purpose, 266. 

adaptation of machine to another and additional purpo~e is 
inft·ingcmcnt, 267. · 

new combination of old materials for. same purpose, no infringe-
ment if not mere colourable evasion, 268. 

application of different machinery for same purpose nut, 269. 
patent for applirntion of principle not infringed if different 

application of principle, 270. 

patentee who has discorered principle as well us mode of carry· 
ing it into effect entitled to all modes of carrying it into 

effect, 271. 
nets done on high seas not, 272. 
contempornnemts inventor, 272. 
sale, making for, of n patented article is, 273. 

though no sale effected, 273. 
exhibiting to sale not, 273. 
nor making for amusement nnd not for profit, 273. 
sale in this country of articles manufactured abroad i~, 27 4. 
sending to this country of patented articles made abroad is, 

though no sale, 276. 
manufacture for exportation is, 276. 
existing patent improvement on, not, 276. 

delay in using invention, no excuse fur, 276. 
experimcnt8 with known articles not, 276. 
nets done by workmen may be, 277. 

ignorance of existing patent no excuse, 277. 
intention to infringe immaterial, 277. 

damages, patentee entitled to though no loss sustained, 278. 

proof of patent documents, 278. 
two specifications must be compared, 279. 
question of infringement is for the jury, 279. 
evidence in support of patent must be given, 280. 

patent is prima facie eridcnrc of novelty, 280. 

piracy abroad defendant must give negative evidence, 281. 

evidence of what done in trade, 281. 
plaintiff's witnesses cnn only give negative evidence ns to novelty, 

281. 

I I 
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INFRINGEMENT- contiu11cd. 
validity of patent assumed, 282. 
snle of similar articles, evidence of infringement, 282. 
unless patent for mode of manufacture, 28:1. 
elidence of motives for prior user inadmissible, 2114. 
patentee who ha~ assigned mny be witness, 284 . 
evidence of experiments conducted with a view to litigation dis

trusted, 284. 

INJUNCTION, 
at law, 296. Sec ACTID:s- FOR lNFlUNGEllENT. 

in equity. See SUIT IN EQUITY. 

INSPECTION, 
of accounts on cxten~ion nut ordered, 217. 
at law, 294. See ACTION FOR b"l'JU:SGEliENT. 

in equity, 335. Sec SUIT IN EQUITY. 

INTENTION, 
to infringe immnterial, 277. 

INTERNATIONAL EXIIIniTIONS, 
not to prejudice right of inventor to pntent within sL" months, 32. 

INTERROGATORIES, 
at law, 296. See ACTION FOR lNl'IUNGE:IIENT. 

in equity, 303. See SUIT IN EQUITY. 

INVENTION, 
amount oflnbour bestowed inunatcrial, 34. See SuDJECT MATTER. 

INrTIV ....... ENTOR, 
See GR!.NTEE OF LETIE.RS PATEli.'T. 

IRELA1>.'D, 
copies of specifications, etc., transmitted to, 172. 

ISSUES, 
trial of, 338. See SUIT IN EQUITY. 

I'rALY, 
patent law of, 435. 

J.AMAICA, 
patent law of, 462. 

JOINT-GRANTEES, 
one of may work invention, 232. 
may not prejudice each other's rights by entries on register, 241. 
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JOINT-TENANTS, 
patent vested upon trust for, query whether any one may work for 

his own benefit, 232. 

JUDICIAL COllillTTEE, 
See EXTENSION OP 'fi:mr. 

KNOWN SUBSTANCE, 
adaptation of, to new purpose good subject matter, 67. 

LAW OFFICER, 
reference to on application for patent, 143. 
may order title to be amended, 149. And ace MIITUOD OP 

ODTAINING LE'I'TEM PATENT. 

LETTERS PATENT, 
definition of, I. 
principles of grant, 2. 
term of, 2. 
object of IYl"ant, 3. 
not mom ••. "Y in sense of old definition, 3. 
to whom granted, 5. See GRANTEE OF I.E.TTERS P.uE....,T. 

delay in taking out no bar to grant, 33. 
sultiect matter of nmst be new and useful, 11. 
obstrncth·c, not supported, 7 4. 
f,'Tant of, 141. See METHOD OF 0DTATNJNG LEI'fF:I!~ PATE.'l'T. 

form of, 388. 
transcripts of sent to Scotland and Ireland, 171, 172. 

LICENCE, 
power to grant contained in patent, 227. 
may be by verbal agreement, 232. 
need not be under seal, 232. 
does not require stamp ifno pecuniary consideration, 232. 
includes e.ll privileges of vendee, 232. 
exclusive, grant of, not invalidate patent, 233. 
no implied warranty of patent on, 233. 
covenant to usc patented invention only is not covenant in re

straint of trade, 239. 

LICENSEE, 
cannot recover money paid for use of void patent, 236. 
unless fraud, 237. 
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LICENSEE-continued. 
estopped from contestir:g validity of patent during continuance 

of licence, 237. 
but may after licencn determined, 238. 
exclusive may sue, 287. 

LOSS, 
of letters patent others may be i~sued, 158. 
by litigation allowed in accounts on extension, 207. 

1\IANUF ACTUHE, 
new, what is, 33. Sec SUBJECT nlATTER. 

1\IANUF ACTUREH, 
JH'Ofi t of, 206. 
patentee al~o, 208. 

1\IARKIXG, 
machines made in violation of patent, 337. 

MEniORANDUl\I OF ALTEIU'l'ION, 
See DISCLAIMER. 

.1\IEHIT, 

• 

ground fhr exteu~ion, 195. See ExTENSIO:ll OP 'l'ERl!. 

1\IETIIOD, 
of manufacturing, 36. 
meaning of, 40. 

METHOD OF OBTAINING LETTERS PATENT. 
petition fur grant, fi1·st step, 141. 
contents of petition, 141. 
application must be fi1r one invention only, 141. 
declaration in support, 141. 
communication from abroad, filt't of must be stated, 141. 
petition and declaration to go with provisional specification to 

be left at office, 142. 
size of documents, 142. 
provisional specification, clerical errors in may be amended, 

142. 
reference to law officer, 143. 
title of patent must be distinct, 143. 
may Le amended, 149. 
no right of priority gained by leaving provi~ionnl specification, 

149. 
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1\IETHOD OF OBTAINING LETTERS PATENT continued. 
complete specification may be left instead of provisionul speci

fication, such deposit to confer for six months same rigl1ts 
as letters patent, liiO. 

drawings with size of, 150. 
previous applicant for similar patent not prev~1:ted from ob

taining bTl'a n t, 151. 
variance between provisional and complete specifications, IIi I. 
complete specification need not extend to every thing cou

tained in provisional specification, 152. 
provisional specification mny be in some respects incomplete, Jli2. 
cannot be rend for purpose of interpreting complete specifica

tion, 153. 
conditions voiding patent, 154. 
provisional or complete specification obtained in fi-nud 110t 

invalidate letters patent, 154. 
ad1·ertisements in "London Gazettr," 154. 
notice to proceed, when to be left, 155. 

specifirations and objections to be referred to law oflicer, wl10 
may order .;oats to be paid, 155. 

law oflicer to cause wan·ant to be made for scaliurr, 155. 
"' when application for warrant to be made, 155. 

time for application mny be extended, 156. 
issue and extent of letters patent, 157. 
uot i~sncd after three mouths from date of warrant, 157. 

• • except 1n certam cases, 158. 
where applicant dies during continuaucc of protectiou, graut 

may be to per;;onal representatives, 158. 

opposing grant before Lord Chancellm·, procedure, 159. 
must have been opposition before law ofliccr, but reason for not 

doing so may be explained, 159. 
time for opposing may be extended, 159. 
duty of law officer where similar inventions, 160. 
letters patent ~ealed unless clearly bad, 160. 
person who first obtains patent has priority, 160. 
later patent not allowed to ..:over any part of earlier, 16 I. 
reference to law officer where patent sealed and another applied 

for which is objected to, 161. 
patent scaled though qne~tion of fraud, 162. 
terms may be imposed on :;caling, 162. 

• 



486 INDEX. 

METHOD OF OBTAINING LETTERS PATENT co11tinuetl. 
delay in npplying for great seal, 163. 
orders of Chancellot• drawn up by registrar in attcndnnce, 163. 
affidavits in opposition to gant, 163. 
substituted service of petition, 163. 
caveat, effect of, 163. 
costs of, paid by person entering, if unsuccessful, 163. 
taxed as between party and party, 164. 
costs not given where opposition reasonable, 164. 
dato of patent, 164. 
antedated samo validity, 164. 
use in foreign ships of invention, 165. 
penalty for using name of patentee, 165. 
specifications to be filed, 166. 
filing cannot be dispensed with, 166. 
time for, 167. 
may be extended, 167. 
nmcnding clerical errors completes specification, 168. 
duty of patent agent, 168. 
stamp duties to be paid, 168. 

MEXICO, 
patent law ot~ 438. 

MISTAKES, 
in specification amending, 168. 

l\IODE, 
of manufacturing, 36. 
menning of, 40. 

MONOPOLY, 
definition of, 1. 

MUNITIONS OF WAR, 
improvement in, 157. 

NEWFOUNDLAND, 
patent law of, 463. 

NEW SOU'l'H WALES, 
patent law of, 464. 

NEW ZEALAND, 
patent law of, 464. 

• 

• 

• 
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NEW TRIAL, 
motion for, 321. Sec SUIT IN EQUITY. 

NON-USER, 
evidence of inutility, 200. See ExTENSION OF TEm!. 

NOTICE, 
to proceed with application for patent, 154. See MoDE OF 

OBTAINING LETTERS pATENT. 

of objections at law, 287. See ACTION FOR lNFRINGEll.EliT. 

in equity, 322. See SUIT IN EQUITY. 
on repcnl, 340. See PROCEEDINGS TO REPEAL PATENT. 

NOVELTY. See PUBLICATION UsER. 
patent void if what claimed as new not so, as Crown deceived 

in grant, 61. 
combination must possess, 54. 
test of, 56. 
is qucstinn for jury, 72. 
patent is prima facie evidence of, 280. 

OBJECT, 
of patent, 3. 

OBJECTION, 
that patent obtained by fraud, 162. 
notice of at law, 287. See ACTION FOR !J..TRINGEll.ENT. 

in equity, 322. See SUIT IN EQUITY. 

on repeal, 340. See PROCEEDINGs TO HEPE.\L PATENT. 

OBSTRUCTIVE PATENT, 
not supported, 7 4. 

OFFICE OF THE COMJ\IISSIONERS, 
judicial notice taken of the sen! of commissioners, 170. 
commissioners to make rules, 170. 
to report annually to parliament, 171. 
copies of specifications, &c. to be left at office, 171. 
transcript of letters patent forwarded to Scotland nud Ireland, 

171. 
which arc to be received in evidence, 172. 
copies of provisional and complete specifications, and other 

documents open to inspection, 173. 
indexes printed and published, 173. 
register of patents kept, 173. 
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OLD 1\lACIHNE, 
application of to analos.ron~ pnrpoRes cannot br patented unlcs~ 

modc of application new, iJ7. 
usc of in ol<l manner, G I. 
application of to new material~, G:.!. 

OMIS.'\10~, 

of part of procrRR good RUI,jcrt matter, C.7. 
in ~pccification, 80, l:?iJ; and ue Srf:I:IYif'.\TIOS. 

Ol'POSITIO~. 

to grant of patent, 154. Sre ..'lli::rnon 01" OnTAISISG P.nrsr. 

• ORDER, 
of Lord Chnnrrllnr on Rcnling to J,c drnwn up l•y 

IG3. 
for cxtcn~ion, re'l"oration 0f, )1\2. 

PAHTICULAHS OF BRE.\CIIES, 
nt law, 288. Srr A("TIOS ron Isrmsr.nu:sT. 
in equity, 322, 3:19. ,t.,'cr Sur IS EQntr. 

PARTIES, 
at l11w, 21\5. Srr Actios ron IsrniSGDir.sT. 
in C<luity, :J2iJ. Sri' Sl'IT IS E(lriTr. 

• 
rrg1~trar, 

<•n action of &cirr fu.rifl.•, 339. Src l'Jton:EOISGS ro Ht:n:\1. 

P.\TEST. 

PARTNERSIIIP, 
what CPII~<titute~. 228. 

mny be fi.•r workin~ particular patent, or fi•r work in[! it in par
t iculnr plnr<'. 228. 

I'ATENT. Srr LrrtEil~ P.nt:H. 

PATENTEE, 
po.:nalty for using name of, 165. 

PETITION, 
(,,r ;.rrant, fotm of, 311.5; and &rc METHOD OF OHT.\!SISG Lurm.s 

P.ITI::ST: Exn:ssws or 1'I:n:u: CosnRll.\TIOS. 

POLAND, 
patent law of, 439. 

l'ORTL'GAL, 
patcnt law nf. 441. 
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POS.<;ES.':U 0 N, 
under colour of title. 304. 

l'REROGATIVg OF CROWN, 
reserYed l•y Act, 156. 

PHINCII'LE, 
patent not granted fi•r, 41. 

hut may be for mode of applying, 42. 
plltcnt is then fi,r mode not principle, 42. 

~kill of in7entor shown in application of, 45. 

mode of npplyin,!! mn't be ~hown, 49. 
claim of nny mode lwl, 49. 
infringement of patent fi,r application hf, 2i0. 

PRIORITY, 
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~imilar invention•, 149. Sre Mcrnon Of OIIT.\ISISG L£'l'IERs 

I' A TEST. 

l'ROCEEDINGH TO HEPEAL PATENT, 
writ of ~cirr facia~ mny be dirretetl to ~hrrifT of nny county, 340. 

fir:<t patt•ntt•c l'llllllot ph·ntln"·ignmeut of iutt·n·>t b(•fi•n• writ 

i"ned, 340. 
pro>ecutor mur;t deliH~r pnrtieuiar~ of ol•jt•etinu, 340. 

no e,·i•lrnce allowed not rontaincd in particulnr,, 341. 

particular~ may he nmemlcd, 341. 
plcntlingR to he dcJi,·rrctl not filed, :341. 

applications ns to reforming rcl'itnl•, nut! ~>nggestiou~, to he rc· 
ft•rn~l to t·onrl< of In w, 34 I. 

ddcn<lnnt entitled to begin, 342. 
onus ,,f proof ou pro•erutor, 3-12. 

prndiug ~uit may he Ftnyed nn tCI"lll>, :J4:l. 

tli•claim!•r pendiug procerdiugs, 3-t:l. 

CDurt will not Ftay proceedin;.."' on xcire faria.<, or onlcr 71ollt• 

prouqui to be entered, 342. 
final ju•l!!ment ,:inn in court of law, though letters patent 

remain in Chancerv, 343 . 
• 

duty of Lord (''lancellor in cancelling patent j, mcrel)· minis-

terial, 3-14. 

PROCES.'\, 
or mode of manufacturing, good suhjcct matter, 36-40. 

article produced mu•t be either new, Letter, or cheaper, 39. 
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PROCESS-continued. 
patent for, protects each part, 56. 
change in order of, may be good sul~cct lllllttcr, 66. 
or omission of part of, 67. 
or new usc of old matcrinh in, 68. 
or if chemical curiosity, made pract.ically useful hy, 68. 

PRO CONFESSO, 
· taking bill, 330. 

PROLONGATION OF PATBXT. See ExtEXSJOS or T.En.n. 

PROOP, 
of patent documents, 172, 278. 

PROPRIETORS, REGISTER OF. Sec REaJsn:n. 

PROTECTTON, 
prO\·isional, 143. See Mnrroo or Ont.UXIXG LLTIEI-~ PATE~T. 

PROVISIONAL SPECIFICATION, 
form of, 386. And 8CC lliTllOD OF OntAISIXG LLTIEllS p A TEXT. 
publication in, 17. 

PRUSSIA, 
pntcnt law of, 442. 

PUBLICATION, 
in n book ¥itiatcs patent, 11. 
c\·en if not rc<iuec<i to prnetie<', 12. 
unl<'~S book never cireulnt£'<1, 13. 
query, a.~ to pnl>lieation in forci~1 book, 13. 
sale of book not ncces~ary, 14. 
in ~redfieation vitiates pateut, 14. 
even if some difference in working, if in¥<'ntinn snb>tnntially 

the Fame, 15. 
specification not different from nny other puhlicntinn, 16. 
if prcn;sinonl specifiention abandoned, on<l nnoth£'r filed witllin 

Rix months, no publientinn, 17. 
runonnt of information g-h·cn by, mnst be equal to that rc<ptircd 

from Fpccification, 17. 
general dc:;criptiun not ,ufficient, 18. 
antecedent publication mu~t enable publie to u,e invention, 18. 
where no article made, argument that publication not prac-

tical, 19. 
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PUBLICATION continued. 
delay in publication not affect rightR of patentee, 33. 
wilful ignorance not excuse patentee, 33. 

QUEENSLAND, 
patent law of, 465. 

REFERENCE, 
to law officer, form of, 386. 

REGISTER, 
of patents at office, 173. 

of proprietors, 240. 
dealings with patent entered thereon, 240. 
certified copies of m·idcncc, 240. 

rel!btration relates Lack to day of assignment, 240. 

fraudulent entry on, is misdemeanour, 240. 
expunging cntric~, 241. 

Court not decide questions of right nnd title, 241. 
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joint grantees may not prejudice each other·~ rights by entries 
on, 241. 

no appeal from order of l\In.qtcr of RoJJg expunl!ing entry, 242. 

certified copieR of entries Rent to Edinburgh and Dublin, 242. 

HEPLICATION. See SUIT IN EQUITY. 

REYOKING, 
order for extension, 182. 

RULES, 
under Patent Acts, 406. 
of practice hcfi1re law officer, 415. 
of practice before Privy Council, 41 H. 

RUSSI.\, 
patent law of, 445. 

SALE, 
of hook not nccc~sary to prove publication. 4. 
of paten too article is user, 25. 
exposing for, user, though no sale effected, 26. 
making for, is infringement, 273. See l:s-PRI!>GEll E:ST. 

SCIRE FACIAS. See PROCEEDI!>OS TO RErE.\L PaTE!>T. 

SCOTLAND, 
trarumihsion of letters patent to, 17 I. 
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SEALING. See llirrron OP OBTAINING LETTEllS PAT&..,T. 

SEAS, 
nets done on high seas not infringement, 272. 

SEPARATE DILLS. See Sun IN EQUITY. 

SERVANT, 
bona fide im·ention by, belongs to him, 7. 

SIMULTANEOUS DISCOVERERS, 
first patentee is inventor, 7. 

SPAIN, 
patent law of, 448. 

SPECIAL JURY, 
certifying for, 321. 

SPECIFICATION, 
condition in letters patent Yoiding them, if not accurate, 77. 
object of, 78. 
must describe Bamc im·ention as patent, and not attempt to 

·include matters not of patentee's own im·cntion, 79. 
must giYc best mode known to patentee, 80. 
omission of material part of process bat!, 80. 
not fatal, if omission only goes to degree of benefit, Ill. 
unnecessary introduction of matter had, 82. 
so if cheaper material~ used, 83. 
or whole class of substances named ns mefnl, when some not, 83. 
in certain cases unnecessary matter may be treated as super-

fluous, if public not deceived, 85. 

matcrinlity of proce~s question for jury, 85, 

not necessary to claim all uoeful substances, if public not 
misled, 85. 

need not explain all tcrmH usN!, 86. 
nor state exllct rrnp{'rtions of a CO:npound, 86. 
improvements must be stated, 87. 
antlmenn;; competent to pcrforn process, iJ7. 
ambiguity vitiates specification, S!J. 
clnim in specification not necc;;snry, 91. 
object of, 91. 
means of effectuating im·entit•n comidcrcd ns clnimed, 92 . 

• 
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SPECIFICATION colltillued. 
claim for application of new material to old purposes good, 93. 
general words not part of declaration, not vitiate claim, 93. 
may not be more extensive than specification, 94. 
parol e\·idence admissible to explain, 95. 
general claim not include subsequent improvementg, 9.), 

specification of patent for new mode of applying oltl materials 
must claim materials and mode together, 95. 

claim ofprinciple Lad, 96. 
specification of patent for application of old invention to new 

materials, means muMt Le new and must be claimed, 96. 
addition or improvement, specification of patent tor must be 

fur addition or improvement only, 96. 
addition or improvement must be distinguished and claimed ns 

new, 100. 
pnrt of invention eommunicatetl from abroad must be distin

guished, I 03. 
specification bad where one of distinct parts not new, 103. 
one of several invcntion8 clahnct! aH improvements not so, 

patent void, 104. 
whole combination claimed as new, when not so, ~pccification 

bad, 104. 
or if part claimed as new not so, 106. 
patentee not presumed to claim anything well knc.wn, 107. 
claim may be limited, I 07. 
combination need not be expressly claime!l, I 07, 
but must only claim new part8, I 07. 
rules of construction nrc ordinary rules for interpretation of 

written documents, 107. 
title and specification rend together, 107. 
specification to be construed fnvoumhly to inventor, IOS. 
must be fair discovery, 109. 
objections must be clearly made out and wrbal objections dis-

couraged, I09. 
evident mistake or misuse of words not vitiate specification, I IO. 
nor usc of scien titic tenus, II 0. 
specification to be construed according to state of knowledge 

when drawn, Ill. 
con>truction of is duty of Court after term~ of art explained by 

jun·, 112. 
• • 
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SPECIFICATION continued. 
tenus of trade used in ordinary commercial sense, 114. 
comparison of specification is for jury, 116. 
unless no question to go to them, 116. 
sufficiency of specification for jury, 117. 
exaggerated cases to be discarded, 118. 
specification may be construed with aid of plans or drawings, 118. 
if experiments necessary to produce beneficial effect S)JCciJien-

tion bad, 120. 
but not if only necessary to produce greatest beneficial effect, 

122. 
tcchnicnl words not neccsRary, 122. 
amount of Rkill necessary to understand specification and mnkc 

machine, 122. 
specification bad if additions by workmen necessary, 123. 
untrue statement vitiates specification e\"en if it would not 

deceive workman, 125. · 
but omission not fatal if it docs not mislead, 125. 
evidence of skilled workmen as to sufficiency of specification, 

value of, 130. 
form of, 393. See DISCL,UMER: TITLE AlllENDl!E.ST. 

STAMP DUTIES, 
on disclaimers and c!lvcats, 140. 
on obtaining patent, 168. 
agreement to pay, 169. 

STAYING PROCEEDINGS, 
pending action of scire facias, 342. 

SUBJECT 1\IATTER. See PuBLICATION UsER. 
invention must be new and useful, 11. 
exhibition at International Exhibitions not prejudice patent 

rights for six months, 32. 
new manufacture, what is, 33. 
things made, 33. 
practice of making, 34. 
either machine or mode of constructing it, 34. 
amount of invention immaterial, 34. 
mode or process of manufacturing apart from things produced 

good subject matter, 36. See PROCESS, 

meaning of words, mode or method, 40 . 

• 
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SUBJECT MATTER conh"11ued. 
no patent granted for principle only, 41. See PruNCirLE. 

additions to and improvements on existing machines or patents 
good, 50. See ADDITION AND bu•noVEliiENT. 

combination may be patented, 54. See CmtBINATION. 

usc of old machine in ulU manner cannot be patcntctl, 61. 

nor application of known mll.Chinc to new materials, 62. 
mere improvement h existing process not subject of patent, 63. 
must be some invention, 64. 
or discovery, 65. 
change in order of process, 66. 
adaptation of known substance to new purpose, 67. 
omission of part of process, 67. 
new usc of old matcriuls, 68. 
process making chemical curiosity available fiJr practical pur-

poses, 68. 
may be scveml patents with same object, mode being different, 7 I. 
invention must be complete in itself, 71. 

question of novelty i~ for the jury, 72. 
utility rclpiisite, 73. See UTILITY. 

SUBSTITUTED SERVICE, 
of petition for extension, 162. 

SUIT IN EQUITY, 
jurisdiction of Court, 303. 
htiunction not granted if mlidity of patent cannot be supported 

at law, 303. 
may be granted though title not ascertained by trial, 303. 
possession under colour of title, 304. 
course of procedure on application for injunction, 304. 

not granted before title ascertained, if injury to defendant great, 
305. 

granted wl~erc uninterrupted enjoyment, 306. 
grounds of national policy, 307. 
after verdict almost of course, 308. 

terms when imposed, 309. 
plaintiff assignee, 309. 
infringement must be shown, 309. 
length of enjoyment con:<idered, 310. 
manufacture abroad, 310. 
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SUIT IN EQUI'l'Y continued. 
final order, 310 • 
interfering patents, remedy by scire facias, 310. 
admission by defendant, 311. 
injunction may be granted though patent recent, 312. 
not granted where trial ordered, 312 . 
award by arbitrator equivalent to verdict, 312. 
injunction at hearing, 313. 
not made perpetual till validity of patent established, 313. 
delay and acquiescence bP_:, 313. 
patent expired, injunction when granted, 315. 
misrepresentation of machine, 316. 
trial of questions of law or fact, 316. 
issues when directed at assizes, 317. 
may be granted before bearing of the cause, 318 . 

• separate Jssnes, 318. 
addition of new issue, 318. 
forms of issties, 318. 
evidence on trial of, 319. 
right to a jury, 319. 
new trial, motion for, 321. 
particulars of breaches and objection~, 322. 
principle of, 322. 
objections not required where replication filed, and Court has 

refused to direct i~sue~, 323. 
novelty denied by answer, defendant not entitled to particulars of 

Hser, 323. 
form of order for delivery of particulars, 324. 
evidence must be contained in particulars, 324. 
may be amended on short notice, 324. 
specification need not be set out in bill, 324. 
need not be express averment of nm·clty, 325. 
double plea, 325. 
assignee may maintain suit, 325. 
directors of company may be defendants, 325. 
consolidation of suits where many infringers, 326. 
affidavits, plaintiff must swear as to belief that be is original 

invent{)r, 327. 

motion may be ordered to stand over to allow nffirlnvit to l1c 
marie, 327. 

• 
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SUIT IN EQUITY continued. 
affichwit must state infringement, 328. 
w hnt plaintiiF must proYe, 328. 
variation between allegations in bill ami affidnvits, 328. 
intenogatories; defendant must answer fully1 328. 
what may be asked in, 329. 
separate bills, plaintiiF entitled to Reparatc answer!', 330. 
taking bill pro confcssc, 330. 
account may be granted. 330. 
even though defendant has submitted, 331. 
joint grantees not liable to account to each other, 331. 
account against agent, 331. 
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account not decreed where Court cannot give complete relief~ 

331. 
term over which it extends, 331. 
must be no delay in applying for, 331. 
form of order for, 331. 
dmoages may be given, 332. 
but not wl~ere account, 332. 
form of inquiry as to, 332. 
remedy against both manufacturer ami user of patented articles, 

332. 
damagC's may be awarded tlwugh patent expired, 333. 
inspection, \vhen ordered, 335. 
not matter of right, 335. 
of provisional S}lCeification not ordered, 335. 
fi,rm of order for, 336. 
sampJt:>q for analysis, 336. 
destruction of goods, 337. 

marking parts of combination, 337. 

• 

eertilieate that validity of patent hns come in question may he 
given, 337. 

costs of motion, rules as to, 337. 
of suit where defendant submits, 333. 
as between solicitor ami client, 338. 

T ASl\IAI.~IA, 
patent law of, 465. 

TAXA'l'ION, 

certilicate not given after, 298. 

KK 

' 
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'l'ENANTS IN COMMON, 
patent vested in trustee~ for, 232. 
right to sue descends to survh·or, 287. 

TERM, 
of letters patent, 2. 

TERl\18, 
of tmde how interpreted, II 4. 
m:1y be imposed on grant of patent, 8, Hl2. 
on extension, 21 I. 
on grant of injunction, 309. 
stn: ing proceedings in scire .far.ias on, 342. 

Til\IE, 
loss of may be deducted in accounts on extension, 207. 

TITLE, 
part may be disclaimed, 131. 
must be distinct, 143. 
and give some aml a true idea of invention, 144. 
amendment of, 149. 

TRANSCRIPT, 
of letters patent fi1rwarded to Scotland and Ireland, 171. 

TRINIDAD, 
patent law of~ 4GG. 

TRUE AND FIHST INVENTOR. 
See GRANTEE OF LETTER.~ PATENT. 

TRUSTEES, 
of company may petition fill' extension, 18G. 

USE, 
of ~irnilar article evidence of infringement, 283. 

USER, 
of an invention vitiates patent, 1!l. 
though not known to patentee, 19. 
mnst be public, 19. 
need not come down to date of patent, 20. 
must be distinguished from experiment.~, 21. 
invention kept secret no user, 21. 
some steps must be taken to make it known, 21. 
nccidcntalnse1' m· combination, 23. 



USER contimlCtl. 
nset• in ignorance, 24. 

for private purposes, 24. 

INDEX:. 

manufacture by patentee before patent not user, 24. 

unless snle, 25. 
hut manufacture l1y other persons is, 25. 

expoMing for sale though no sale is effected is, 26. 

t•xperiment~ by inventor before patent 11ot, if seet·et, 2G. 

unless disclosure unavoidable, 27. 
unsuccessful experiments hy previmts inventor, :2S. 
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formet• article must have had ~ame propertit•s as that elnimetl 
hy patentee, 31. 

test of mer, 32. 

exhibition nt International Exhibitions not, 32. 

in foreign ships, 165. 

UTILITY, 
uecessary, 4, 73. 

combination of known articles in new manner must Le ot: 54. 
is condition imposed hy common law, 73. 

compendious mode of deciding wlwther patent \'oid or uot, 74. 
amount of not consitlercd, 7 4. 

1fUCstion of is for jury, 76. 

sufficient if on any ocra.~ion invention useful, 76. 
is ground for extension, 199. Sr·~ ExTE:-iSJO:-i OF 'fE:m. 

VARIANCE, 
Letween provisional :uul rompletc spceifiration, ·r:.J. ,.,'rt• 

METHO!l 0}' 0BT.\INJNG PATENT. 

VICTORIA, 
patent law of, 4GG. 

WAIVER, 
hy licensor of right to fin·fcit licence, 239. 

WAR, 
munitions of, 157. 

WARRANT, 
for sealing, 15/i. 

form of, 387. 

WILFUL IGNORANCN, 
of previous publication, 33. 
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WORKMEN, 
See SPECIPICATION. 

nets done by mny be infringement, 277 . 

pntcnt lnw of, 451 • 
• 

ZOLL VERETN, 
pntent lnw of, 453 . 
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